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ALIBABA, AMAZON, AND 
COUNTERFEITING IN THE AGE OF 
THE INTERNET 

Daniel C.K. Chow 

Abstract: 

The advent of e-commerce marketplaces such as Alibaba and Amazon in the new 
millennium has led to the proliferation of the sale of counterfeit goods around the 
world through the Internet. Brand owners find that Internet counterfeiters 
operating in the digital world present even more challenges than those using only 
brick-and-mortar operations. Internet counterfeiters have unprecedented access 
to consumers. They use false identities and addresses and vanish into cyberspace 
at the first sign of trouble. Brand owners seeking help from Alibaba and Amazon 
to remove listings of counterfeits have become frustrated by their convoluted and 
labyrinthine notice and take-down procedures. Even when these procedures are 
used successfully, brand owners find that the process can take months only to 
have the counterfeiter reappear in short order using a new false identity. Many 
brand owners find that dealing with Alibaba and Amazon only adds to their 
misery and believe that both tolerate counterfeits as they earn revenue from all 
sales, including sales of counterfeit goods. 

This Article sets forth for the first time how brand owners can use a set of 
currently available information technology tools to help create an effective 
deterrent to counterfeits on the Internet. Using these tools, brand owners can 
force counterfeiters to abandon the subterfuge and disguise that they rely on so 
that brand owners can—without the assistance of e-commerce platforms—
directly pursue counterfeiters in civil and criminal actions in China where most 
of the counterfeiters are located and in the United States. The proposed approach 
should help deter counterfeiters who always work in secrecy and disguise by 

                                                           
 B.A., JD, Yale University. Bazler Chair in Business Law, The Ohio State University Michael 
E. Moritz College of Law. The author lived and worked in China as head of the legal 
department for a multinational company in the consumer products business with serious 
counterfeiting issues. The author also helped to organize and served as the first executive 
secretary for the China Anti-Counterfeiting Coalition, a lobby group for multinationals in 
China (now known as the Quality Brands Protection Committee), and was the principal author 
of the white paper on counterfeiting in China commissioned by the PRC State Council. More 
recently, in addition to academic duties, the author served as an attorney and expert witness in 
U.S. litigation involving the sale of counterfeit cigarettes and internet e-commerce sites in 
China and the United States. The opinions expressed in this Article are the author’s own but 
the author has profited from many discussions with colleagues. The author also thanks Natasha 
Landon, Moritz Law Librarian for her excellent research help. 
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exposing them to what they fear and loathe the most: transparency and 
accountability for their illegal actions. 
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I. INTRODUCTION 

The advent of internet commerce (e-commerce) in the early 2000s 
coincided with the unprecedented and historic rise of counterfeiting in the 
People’s Republic of China (PRC or China) that had begun in the 1990s.1 
Although sales of counterfeits through brick-and-mortar establishments had 
already gained a substantial share of the market in China by the early 2000s,2 
the rise of the Internet in the new millennium has allowed counterfeiters in 
China unparalleled access to consumers not just in China but also in the 
United States and worldwide by transcending the physical limitations 
inherent in the use of brick-and-mortar operations.3 Recent studies show that 
counterfeits and infringing products have proliferated on the Internet and 
have reached levels of saturation that were unattainable by counterfeiters 
selling through brick-and-mortar distributors.4 For example, Xinhua, China’s 
official news agency stated that more than 40% of all goods sold online 
through Chinese e-commerce platforms in a recent year were “counterfeits 
or of bad quality.”5 Since Xinhua is controlled by the Communist Party of 
China (the Party) and would want to present China in the best light possible, 
the 40% figure might understate the severity of the problem. Most consumers 
in China believe that the likelihood of a product sold on the Internet is 
counterfeit is very high, and those who wish to buy genuine products avoid 
the use of the Internet altogether.6 This 40% figure cited by Xinhua is double 
the estimated 15-20% rate of counterfeits sold in brick-and-mortar 
establishments in China.7 In the United States, the U.S. General Accounting 
Office recently conducted a study and found that among a selection of 47 
items belonging to four types of frequently counterfeited goods (i.e., 
sneakers, mugs, cosmetics, and phone chargers) purchased online, 27 were 

                                                           

 1 See Daniel C.K. Chow, Counterfeiting in the People’s Republic of China, 78 WASH. 
U.L Q. 1, 3 (2000). 

 2 By the early 2000s, brand owners estimated that counterfeits comprised 15-20% of all 
goods sold on the market in China. See id. at 3 n.3 (citing Joseph T. Simone, Countering 
Counterfeiters, CHINA BUS. REV., Jan. 1, 1999, at 12). 

 3 See U.S. GOV’T ACCOUNTABILITY OFFICE, GAO-18-216, INTELLECTUAL PROPERTY: 
AGENCIES CAN IMPROVE EFFORTS TO ADDRESS RISKS POSED BY CHANGING COUNTERFEITS 

MARKET 11 (2018), https://www.gao.gov/assets/690/689713.pdf (discussing how the use of 
the internet allows counterfeiters to transcend limits of brick and mortar counterfeiting) 
[hereinafter GAO REPORT]. 

 4 See infra Parts II.A & II.B. 

 5 More than 40 Per Cent of China’s Online Sales ‘Counterfeits or Bad Quality’, 
TELEGRAPH (Nov. 3, 2015), https://www.telegraph.co.uk/news/worldnews/asia/china/11971 
401/More-than-40-per-cent-of-Chinas-online-sales-counterfeit-or-bad-quality.html. Xinhua 
does not distinguish between counterfeits and products of poor quality; it is unclear whether 
Xinhua believes that these are two separate categories of goods or a single category as most 
counterfeits are of poor quality. 

 6 This observation is based upon the author’s own experience living and working in 
China and on discussions with colleagues and associates. 

 7 See Chow, supra note 1, at 3 n.3. 
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authentic and 20 were counterfeit.8 After Seattle-based Amazon made efforts 
in 2015 to woo Chinese manufacturers to sell directly on its platform, 
complaints about counterfeits and infringing products sold on Amazon have 
risen sharply.9 

Efforts by multinational companies (MNCs) that own trademarks (or 
brands), copyrights, and other intellectual property rights to stem the flow of 
counterfeits through the Internet have been largely unsuccessful, leading to 
anger and frustration.10 Under current legal regimes, e-commerce platforms 
are in general not liable for counterfeits sold by third-party online vendors 
using the site;11 liability lies with the vendor itself, but many brand owners 
argue that Internet commerce sites facilitate the sales of counterfeits.12 E-
commerce platforms earn revenues from sales, including sales of 
counterfeits.13 Many brand owners argue that e-commerce platforms 
facilitate counterfeiting by allowing webpages or postings of counterfeit 
goods to remain on their sites despite the many protests of brand owners.14 
Some of these offending webpages are removed after brand owners suffer 
through a long and convoluted notice and takedown procedure only to 
reappear under a new false name and address in short order.15 In China, 

                                                           

 8 See GAO REPORT, supra note 3, at 15. The products were Nike Air Jordan shoes, Yeti 
travel mugs, Urban Decay cosmetics, and UL-certified phone chargers. Id. 

 9 Wade Shepard, How Amazon’s Wooing of Chinese Sellers Is Killing Small American 
Businesses, FORBES (Feb. 14, 2017), https://www.forbes.com/sites/wadeshepard/2017/02 
/14/how-amazons-wooing-of-chinese-sellers-is-hurting-american-innovation/#13af78741d 
f2. 

 10 See infra Parts II.B & II.D. 

 11 See Digital Millennium Copyright Act of 1998 (DMCA), 17 U.S.C. § 512 (Westlaw 
through Pub. L. No. 116-68) (creating a “safe harbor” from vicarious liability for ISPs that 
upon notification remove infringing material expeditiously). For cases holding that the ISP is 
not vicariously liable for the sale by third party vendors, see generally Milo & Gabby, LLC v. 
Amazon.com, Inc., 2015 WL 4394673 (W.D. Wash. July 16, 2015); Perfect 10, Inc. v. 
Amazon.com, Inc., 2009 WL 1334364 (C.D. Cal. May 12, 2009); Hendrickson v. Amazon.com, 
Inc., 298 F. Supp. 2d 914 (C.D. Cal. 2003). 

 12 See infra Parts II.B, II.D & II.E. 

 13 See David Pierson, Extra Inventory. More Sales. Lower Prices. How Counterfeits 
Benefit Amazon, L.A. TIMES (Sept. 28, 2018), https://www.latimes.com/business/ 
technology/la-fi-tn-amazon-counterfeits-20180928-story.html (“Not only has [Amazon] 
avoided any serious backlash for allowing the sale of fake goods, it’s actually thrived from it, 
say more than two dozen brand owners, e-commerce consultants, attorneys, investigators and 
public policy experts.”). 

 14 See infra Parts II.D & II.E. 

 15 See Pierson, supra note 13 (“[I]f Amazon shutters one store for selling knockoffs, the 
owner often shifts operations to another.”); Alana Semuels, Amazon May Have a Counterfeit 
Problem, THE ATLANTIC (Apr. 20, 2018), https://www.theatlantic.com/technology/archive/ 
2018/04/amazon-may-have-a-counterfeit-problem/558482/ (“‘These problems come up once 
a week.’”). Cf. Jeff Bercovici, Huge Counterfeiting Problem. This “Shark Tank” Company Is 
Fighting Back, INC.COM (Apr. 2019), https://www.inc.com/magazine/201904/jeff-bercovici 
/amazon-fake-copycat-knockoff-products-small-business.html (“A recent Pointer report 
noted that Amazon in among the least responsive of all e-commerce platforms to takedown 

Case: 1:20-cv-07492 Document #: 18-2 Filed: 03/15/21 Page 7 of 141 PageID #:1226



Northwestern Journal of 
International Law & Business 40:157 (2020) 

162 

MNCs have waged a decades-long struggle against Alibaba to stem the sale 
of counterfeits with few tangible results.16 Although Alibaba claims to have 
made many serious efforts in combatting the sale of counterfeit goods, many 
brand owners remain frustrated and dissatisfied.17 As in the case of Alibaba, 
brand owners in the United States are frustrated with what they perceive to 
be Amazon’s half-hearted efforts to battle the flow of counterfeits.18 This 
Article examines counterfeiting on the Internet with a focus on Alibaba and 
Amazon, the largest e-commerce platforms in China and the United States 
respectively and in the world.19 The lessons learned can be immediately 
applied to other e-commerce platforms.  

This Article focuses on why the sale of counterfeits on the Internet has 
exploded and allowed counterfeiters to penetrate markets that were 
previously unavailable when counterfeiters were limited to brick and mortar 
operations. Not only has the Internet given counterfeiters vast new 
opportunities for profit but it has also allowed them to operate in the digital 
world in the open, while simultaneously being able to use false cyber 
identities and addresses to evade detection and capture by brand owners and 
law enforcement authorities.20 With the emergence of the Internet, 
counterfeiting and piracy—already a worldwide problem—have entered into 
a new and even more potent phase.21 Up to the present, MNCs have been 
frustrated by their inability to curtail the growth of counterfeits on the 
Internet.22 

Although the problems created by the Internet are daunting, this Article 
argues that a simple and effective deterrent exists in China but has been 
overlooked or ignored by MNCs and e-commerce platforms and explains 
how this deterrent can be used effectively. This Article sets forth for the first 
time how these remedial measures can be used to curtail the explosion of 

                                                           
notices, removing only 25 percent of infringing listings.”). 

 16 See infra Part II.D. 

 17 See id. 

 18 According to one brand owner representative, “Amazon is making money hand over 
fist from counterfeiters, and they’ve done about as little as possible for as long as possible to 
address the issue.” Ari Levy, Amazon’s Chinese Counterfeit Problem Is Getting Worse, CNBC 
(July 8, 2016), https://www.cnbc.com/2016/07/08/amazons-chinese-counterfeit-problem-is-
getting-worse.html. See also Semuels, supra note 15 (describing Amazon’s low level of 
responsiveness to brand owner concerns). 

 19 Alibaba is the world’s largest e-commerce marketplace and Amazon is the second 
largest. See infra notes 103 & 107. 

 20 See Pierson, supra note 13. 

 21 See BUS. ACTION TO STOP COUNTERFEITING AND PIRACY & INT’L CHAMBER OF 

COMMERCE, ROLES AND RESPONSIBILITIES OF INTERMEDIARIES: FIGHTING COUNTERFEITING 

AND PIRACY IN THE SUPPLY CHAIN 5 (2015), https://iccwbo.org/publication/roles-respon 
sibilities-intermediaries/ (“The Internet has been particularly vulnerable . . . to counterfeiters 
and other criminal capitalizing on the success (and intellectual property) of legitimate 
businesses while remaining anonymous and avoiding detection.”). 

 22 See infra Part III. 
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counterfeits on the Internet. In setting forth this analysis, this Article will 
underscore the following three major points that must be understood by all 
MNCs and other brand owners in modern e-commerce.  First, the  
emergence of e-commerce platforms such as Alibaba and Amazon have 
given counterfeiters a vast new tool to reach end use consumers. Prior to the 
Internet, counterfeiters were subject to the physical limitations created by 
brick-and-mortar distribution and retail sites and were unable to penetrate 
distribution channels that would allow them to sell counterfeits in reputable 
retail outlets.23 Consumers had to travel to less desirable locations to buy 
counterfeits as state-owned department stores and high end retailers in China 
and large reputable retail chains such as Walmart, Target, and Costco in the 
United States refused to deal with distributors of counterfeit goods.24 Instead, 
consumers in China or the United States who wished to purchase counterfeits 
had to go to small discount stores, mom-and-pop stores, flea markets, street 
vendors, or private addresses in side streets, back alleys or other undesirable 
locations, a prospect that deterred many consumers.25 The emergence of the 
Internet has now given what counterfeiters have always sought: a legitimate 
distribution channel that consumers can access at any time from their 
computers without having to travel to undesirable locations to buy 
counterfeits from brick-and-mortar sellers.26 The Internet also gives 
counterfeiters the ability to disguise their identities and to disappear into the 
vastness of cyberspace at the first sign of trouble.27 All counterfeiters and 
pirates, whether they sell in brick-and-mortar locations or through the 
Internet, are very fearful of detection and capture.28 Counterfeiters that use 
brick-and-mortar establishments are subject to surprise raids and seizures by 
enforcement authorities,29 but Internet counterfeiters have found ways to use 
false identities that are untraceable by brand owners; even when they are 
detected, Internet pirates that are shut down are able to immediately create 
new false identities and return to their illegal operations on the Internet.30 

Second, PRC enforcement officials have recently acknowledged in an 

                                                           

 23 See GAO REPORT, supra note 3, at 11. 

 24 This observation is based on the author’s own experience as an attorney working for 
U.S. brand owners in tracking the distribution channel of counterfeits. 

 25 Id. See GAO REPORT, supra note 3, at 10 (counterfeits were traditionally sold in 
“underground” or secondary markets such as flea markets or sidewalk vendors). 

 26 See GAO REPORT, supra note 3, at 11–12. 

 27 See id. 

 28 This observation is based on the author’s firsthand experience in pursuing 
counterfeiters. 

 29 See Chow, supra note 1, at 19 –21 (describing raids conducted in Yiwu City, “a 
significant wholesale distribution center for counterfeit goods in the PRC[,]” from 1998 to 
1999). 

 30 See Pierson, supra note 13 (“[B]rands say the same fraudsters keep showing up under 
different names[.]”); Semuels, supra note 15 (“Milo and Gabby tried to track down the 
[counterfeit] sellers, but almost all of the sellers had given false names when setting up their 
Amazon seller accounts, and the addresses they gave turned out to be bogus as well[.]”). 
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official report that Alibaba sees itself as above the law in China and feels no 
need to follow it.31 MNCs have long suspected that Alibaba tolerates or 
encourages counterfeiting on its sites.32 Brand owners have persistently 
complained that Alibaba and Amazon appear reluctant to assist brand owners 
in tracking down counterfeiters and create unnecessary bureaucratic and 
technical hurdles in the detection of counterfeiters.33 Some brand owners 
have attributed these difficulties to an economic motive: e-commerce 
platforms earn revenue through sales, including sales of counterfeit goods.34 

In the case of Alibaba, brand owners have long suspected that it tolerates or 
supports counterfeiting and these sentiments have been confirmed by official 
statements by PRC enforcement authorities. According to PRC officials, 
Alibaba’s attitude towards the law and enforcement authorities is marked by 
a fundamental “arrogance.”35 In China, it is not unusual for powerful entities 
to view themselves as above the law.36 The Communist Party, the most 
powerful entity of all, sees the law as a mere instrument to be used to serve 
the ends of the Party.37 Alibaba is not intimidated by or fearful of law 
enforcement authorities; to the contrary, Alibaba sees itself as more powerful 
than government law enforcement authorities and answerable only to the 
Party.38 For these reasons, MNCs must accept the reality that Alibaba, in the 
words of PRC officials, tolerates and supports counterfeiters in order to 
protect its revenues from sales of counterfeit goods and that it will likely take 
an intervention by the Party at its highest levels to effect meaningful change 
in Alibaba’s conduct. Any plan to stem the sales of counterfeits on Alibaba’s 
platform that requires Alibaba’s active participation must proceed with the 
assumption that it will be met with resistance or efforts that are half-hearted. 

Third, although the use of the Internet to sell counterfeits presents 
formidable new challenges to brand owners, this Article argues that simple 
and effective measures are available under PRC law to brand owners to deter 

                                                           

 31 See Gongshang Zongju (工商总局), Guanyu Dui Alibaba Jituan Jinxing Xingzheng 
Zhidao Gongzuo Qingkuang de Baipishu (关于对阿里巴巴集团进行行政指导工作情况的
白皮书), translated in STATE ADMIN. OF INDUS. & E-COMMERCE, PEOPLE’S REPUBLIC OF 

CHINA, WHITE PAPER ON ALIBABA GROUP HOLDINGS ADMINISTRATIVE GUIDANCE WORK 

SITUATION (2015) [hereinafter SAIC WHITE PAPER]. A partial English translation is available 
at Zheping Huang, The Chinese Government Has Erased a Damning Report on Alibaba, but 
You Can Read It Here, QUARTZ (Jan. 29, 2015), https://qz.com/335675/the-chinese-
government-has-erased-a-damning-report-on-alibaba-but-you-can-read-it-here/. The SAIC 
White Paper is extensively discussed in Part II.B. 

 32 See infra Part II.B. 

 33 See infra Part III.A. 

 34 See e.g., Pierson, supra note 13 (“Not only has [Amazon] avoided any serious backlash 
for allowing the sale of fake goods, it’s actually thrived from it, say more than two dozen 
brand owners, e-commerce consultants, attorneys, investigators and public policy experts.”). 

 35 SAIC WHITE PAPER, supra note 31, at 20. 

 36 See infra Part II.D.2.b. 

 37 Id. 

 38 Id. 
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many counterfeiters from using the Internet and to detect and identify those 
that do.39 This Article proposes and sets forth for the first time a set of simple 
and effective methods that MNCs can use to create effective deterrence to 
counterfeiting on the Internet.40 To the best of the author’s knowledge, no 
MNC, brand owner, or any professional or academic study has previously 
identified these methods, although they are openly available in plain sight in 
China’s legal system, and their use is required and regularly encouraged by 
PRC officials. Although certain aspects of China’s information technology 
industry, such as protection and enforcement of intellectual rights, are weak 
by comparison to the United States, other aspects of China’s information 
technology industry are far ahead of the United States.41 In particular, China’s 
obsessive need to exert pervasive control over and to monitor its citizens and 
all aspects of Chinese society have created the informational technology tools 
available to deter counterfeiters.42 In fact, Chinese government officials have 
urged Internet sites to use the tools available to control entry onto Internet 
sites and to monitor entities on the Internet.43 Brand owners, however, either 
do not trust PRC officials or understand the potential effectiveness of these 
tools. 

Unlike brick-and-mortar counterfeiters who need no permission to 
operate, counterfeiters must obtain a “pass” through a digital port of entry in 
order to obtain access to the Internet to sell their products.44 Operators of e-
commerce platforms have the ability to exercise absolute control over entry. 
Controlling this point of entry through the use of tools created by the PRC 
government is the key to controlling counterfeiting on the Internet. 
Counterfeiters wish to operate in hiding and secrecy; they fear and detest 
transparency and accountability. E-commerce platforms can remove the 
anonymity of the Internet by following a straightforward registration system 

                                                           

 39 See infra Part III. 

 40 Id. 

 41 China is far ahead of the U.S. in the use of technologies, such as facial recognition, to 
closely monitor its citizens. See Zhou Jiaquan, Drones, Facial Recognition, and a Social 
Credit System: 10 Ways China Monitors Its Citizens, S. CHINA MORNING POST (Aug. 4, 2018), 
https://www.scmp.com/news/china/society/article/2157883/drones-facial-recognition-and-
social-credit-system-10-ways-china. 

 42 China closely monitors its citizens. Recently, China announced a “social credit” system 
in which the activities of each citizen will be ranked, and each citizen given a score evaluating 
the social merit of his or conduct. For a discussion on how China monitors its citizens, see 
Charlie Campbell, How China Is Using “Social Credit Scores” to Rewards and Punish Its 
Citizens, TIME (Jan. 16, 2019), https://time.com/collection/davos-2019/5502592/china-social-
credit-score/. 

 43 See infra Part III. 

 44 Online vendors are required by e-commerce platforms to register before they are 
allowed to access the site. See e.g., Selling on Amazon: Frequently Asked Questions, AMAZON, 
https://services.amazon.com/selling/faq.htm (last visited July 1, 2019) (requiring a business 
name, address, and contact information among other information in order to open an Amazon 
seller account). 

Case: 1:20-cv-07492 Document #: 18-2 Filed: 03/15/21 Page 11 of 141 PageID #:1230



Northwestern Journal of 
International Law & Business 40:157 (2020) 

166 

as required by PRC law.45 However, Alibaba does not faithfully apply the 
requirements of PRC law but instead is careless and loose in verifying entity 
registration.46 Brand owners also complain that Amazon has lax registration 
requirements and registers many entities with fictitious identities and 
addresses.47 

As a condition of gaining access to e-commerce sites, PRC law requires 
all vendors to submit a business license issued by PRC government 
authorities. These licenses have strict disclosure requirements that will reveal 
their true legal identities and locations in strict accordance with the detailed 
and specific information contained in official PRC government records and 
electronically on government websites to the public.48 To obtain this official 
business license, business operators must undergo a review and approval 
process by PRC government authorities over the legality and economic 
feasibility of their proposed business operations.49 Most counterfeiters will 
not wish to submit to such an approval process for fear of being detected and 
being subject to capture and prosecution. Those entities that do undergo this 
official review will then need to openly display their business licenses on the 
website In turn, counterfeiters will be unable to escape detection as brand 
owners will be able to bring suit directly against them.50  

A unique concept of PRC law is that each business entity must have a 
natural person who serves as its legal representative and who is subject to 
civil liability and criminal prosecution.51 The legal representative must be 
identified in the business license so brand owners will have a person in flesh 
and blood against whom they can directly file civil or criminal actions in 
China or in the United States if U.S. contacts exist.52 The faithful execution 
of these requirements should help brand owners to deter many counterfeiters 
from selling through Internet sites. Currently, however, brand owners do not 
insist on enforcement of these requirements and neither Alibaba nor Amazon 
faithfully follows PRC law on entity registration.53 

This Article will proceed as follows. Part II examines the background 

                                                           

 45 See infra Part III. 

 46 See text accompanying notes 231-34 infra. 

 47 See infra note 95. 

 48 See Administrative Measures for Online Trading, art. 23 (promulgated by the State 
Admin. of Indus. & E-Commerce, Order No. 60, Jan. 26, 2014, effective Mar. 15, 2014), 
CLI.4.218557(EN), http://en.pkulaw.cn/display.aspx?id=16309&lib=law&EncodingName= 
big5. See also infra Part III. 

 49 See infra Part III. 

 50 Id. 

 51 See General Principles of the Civil Law of the People’s Republic of China, ch. III, art. 
57 (promulgated by the Nat’l People’s Cong., Order No. 66, Mar. 15, 2017, effective Oct. 1, 
2017), translated by Whitmore Gray & Henry Ruiheng Zheng, General Principles of the Civil 
Law of the People’s Republic of China, 34 AM. J. COMP. L. 715, 726 (1986) [hereinafter 
General Principles of the Civil Law of the PRC]. 

 52 See infra Part III. 

 53 Id. 
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of counterfeiting in China and how the advent of the Internet has propelled 
this illegal activity to new heights. The ability to transcend the physical 
limitations created by brick-and-mortar counterfeiting operations has created 
a vast new opportunity in cyberspace for counterfeiters who can now 
compete directly with genuine goods and vanish at the first sign of trouble. 
Part II also discusses brand owner concerns about Alibaba and Amazon. In 
the case of Alibaba, brand owners have long claimed that Alibaba tolerates 
or supports counterfeiting on its websites. A recent in-depth investigation and 
report by PRC national authorities not only confirms this suspicion but also 
sets forth the PRC government’s view that Alibaba sees itself as being above 
the law. Brand owners have also complained that Amazon is unresponsive to 
their concerns about counterfeits, requiring byzantine notice and takedown 
procedures that only add to brand owners’ misery. Part III examines the 
hurdles that brand owners claim that they face in attempting to work with 
Alibaba and Amazon in removing infringing webpages or postings from their 
sites; these frustrations are due to cumbersome notice and takedown 
procedures that can take months and tax brand owners through heavy costs 
in time, energy, and money. Part III then sets forth this Article’s proposed 
method of using existing online tools in the PRC to help create deterrents to 
counterfeiting on the Internet. These tools can be used to combat counterfeits 
on Alibaba and Amazon as well as on other e-commerce platforms. Part IV 
contains concluding observations. 

II. COUNTERFEITING AND THE INTERNET 

A. Brief Overview of Counterfeiting in China 

As early as 2000, China was described as having the most serious 
counterfeiting problem in world history.54 The origin of this problem can be 
traced to 1) China’s access to advanced technology (i.e. intellectual property) 
brought into China by MNCs that make foreign direct investments in China 
and 2) to China’s weak and developing legal system,55 which does not create 
effective deterrence for counterfeiters and infringers of intellectual property 
rights.56 Although U.S. companies have made many efforts through the first 
two decades of the twenty-first century to combat counterfeiting in China, 
China remains the largest source of counterfeits in the world. For example, a 
recent study cited in Forbes indicates that China produces 80% of the world’s 
counterfeits and that counterfeiting is now a $1.7 trillion per year industry.57 

                                                           

 54 Chow, supra note 1, at 3. The background and history of the rise of counterfeiting 
before the advent of the internet is set forth in this article. See infra Parts II.A & II.B. 

 55 DANIEL C.K. CHOW & THOMAS J. SCHOENBAUM, INTERNATIONAL BUSINESS 

TRANSACTIONS 537–38 (3d. ed. 2015). 

 56 DANIEL C.K. CHOW & THOMAS J. SCHOENBAUM, INTERNATIONAL TRADE LAW 643 (3d. 
ed. 2017) (China’s weak legal system does not create effective deterrence.). 

 57 Wade Shepard, Meet the Man Fighting America’s Trade War Against Chinese 
Counterfeits (It’s Not Trump), FORBES (Mar. 29, 2018), https://www.forbes.com/sites/wade 
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The U.S. General Accountability Office reports that in 2016, 88% of all 
seized counterfeit goods by the United States originated from China and 
Hong Kong.58 The European Union claims that China is the largest source of 
counterfeit goods sold into the EU.59 Counterfeiting is now the largest 
criminal enterprise in the world,60 and China is the epicenter of 
counterfeiting.61 The highest number of shipments of counterfeits seized 
around the world originates from East Asia, with China as the top source.62  

On April 3, 2019, the Trump Administration issued a Presidential 
Memorandum announcing that combatting counterfeiting and piracy had 
been elevated to a new level of priority for the United States.63 The 
memorandum specifically tasked the Justice Department and the Department 
of Homeland Security to focus on and investigate “online third party 
marketplaces.”64 This indicates a recognition by the United States that 
counterfeiting on e-commerce platforms is a specialized priority area of 
concern. 

B. The Advent of the Internet 

The rise of Internet sales platforms in the early 2000s created a valuable 
new opportunity for counterfeiters. To understand the significance of this 
development, it is necessary to recognize that there are two main components 
to counterfeiting: manufacturing and distribution.65 

The manufacturing of counterfeits tends to arise in proximity to the 
manufacturing of genuine goods.66 In the early 1990s, one of the first areas 
open to foreign investment in China was in the southern region of Guangdong 
Province, near Hong Kong. MNCs opened manufacturing facilities in special 

                                                           
shepard/2018/03/29/meet-the-man-fighting-americas-trade-war-against-chinese-
counterfeits/#321a1941c0d6. 

 58 GAO REPORT, supra note 3, at 13. 

 59 EUROPEAN COMM’N, EU SEIZURES AT THE BORDER OF GOODS INFRINGING ON 

INTELLECTUAL PROPERTY RIGHTS (2018), https://ec.europa.eu/taxation_customs/sites/ 
taxation/files/factsheet_ipr_report_2018_en.pdf. 

 60 See Shepard, supra note 57 (“The trade in counterfeit and pirated goods is currently at 
$1.7 trillion . . . and is expected to grow to $2.8 trillion and cost 5.4 million jobs by 2022.”). 

 61 See id. See also EUROPEAN COMM’N, supra note 59 (reporting that China and Hong 
Kong, together, accounted for over 83% of counterfeit goods). 

 62 OECD & EUROPEAN UNION INTELLECTUAL PROP. OFFICE, TRADE IN COUNTERFEIT AND 

PIRATED GOODS: MAPPING THE ECONOMIC IMPACT 49 (2016), http://dx.doi.org/10.1787/ 
9789264252653-en. 

 63 Memorandum on Combatting Trafficking in Counterfeit and Pirated Goods, Section 1 
(Apr. 3, 2019), https://www.whitehouse.gov/presidential-actions/memorandum-combating-
trafficking-counterfeit-pirated-goods/. 

 64 Id. 

 65 Daniel C.K. Chow, Organized Crime, Local Protectionism and the Trade in 
Counterfeit Goods in China, 14 CHINA ECON. REV. 473, 474 (2003). 

 66 Id. 
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economic zones that created financial incentives for investment.67 Soon after 
these facilities were established, the brand owners found that counterfeits 
began to appear in the same locations.68 MNCs discovered that employees 
working in their facilities or their relatives, friends, or associates had begun 
to use the know-how that they acquired from the MNC to establish their own 
manufacturing operations in order to produce counterfeits.69  

A counterfeiter that has manufactured a fake good must then sell it to 
consumers. The illegal factory may be located far away from densely 
populated urban areas where large numbers of consumers are found, so the 
counterfeiter must find a distribution channel for the goods to reach the end-
use consumer. Distribution is the second major component of counterfeiting. 

Prior to the rise of the Internet, counterfeiters faced a problem: 
legitimate distributors would have nothing to do with counterfeits.70 MNCs 
distribute their products in China only through qualified distributors that are 
able to sell to high-end state-owned department stores and other retail outlets 
in high-end shopping centers.71 Qualified distributors are those entities that 
are able to pass a stringent set of criteria established by brand owners.72 These 
distributors will not work with counterfeiters for fear of losing their contracts 
with legitimate brand owners, and, as a result, counterfeiters are unable to 
penetrate into legitimate distribution channels to reach high-end retailers.73 

Rather, counterfeiters had to rely on brick-and-mortar wholesale distributors 
of lesser and questionable repute who would be willing to sell counterfeits, 
smuggled goods, and inferior quality products.74 These wholesale distributors 
are found in markets in China that are either enclosed or open air spaces with 
hundreds or thousands of wholesale vendors.75 Retailers appear at these 
wholesale markets with trucks or vans to transport the counterfeits purchased 
at these markets.76 Large reputable retailers, such as state-owned department 
stores, do not buy at these wholesale markets.77 Only retailers that are small 
mom and pop stores, street stalls, or open air vendors in China will purchase 
from these markets.78 This left the counterfeiter with the problem that it could 

                                                           

 67 Id. 

 68 See id. at 474–75. 

 69 This observation is based upon the author’s own experience working as in-house 
counsel for an MNC with major operations in China. It is a pattern that is repeatedly occurs in 
China: counterfeiting tends to arise in locations with legitimate manufacturing operations. 

 70 See Chow, supra note 65, at 476. 

 71 Id. 

 72 Id. 

 73 Id. 

 74 See id. at 476–77. 

 75 Id. at 476. 

 76 See Chow, supra note 65, at 476. 

 77 Id. 

 78 Id. 
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almost never penetrate into high-end retail stores.79 Purchasers of 
counterfeits would have to travel to side streets, back alleys, and other areas 
in less desirable urban locations to buy counterfeits from small and less 
reputable retailers.80 The need to travel to unsavory locations deterred many 
consumers. 

In the United States, counterfeits are also unable to penetrate into 
legitimate distribution channels to reach large department stores or other 
large retailers.81 Counterfeits are almost never found in large chain stores 
such as Costco, Target, or Walmart. These companies either use qualified 
distributors or have vertically integrated business models that allow them to 
control distribution themselves.82 These distributors refuse to deal in 
counterfeits, smuggled goods, or gray market goods.83 Only less reputable 
distributors will deal in these secondary goods, but they do not sell to large 
and high end retailers who refuse to deal with them.84 These distributors sell 
to discount stores, small mom-and-pop stores, street vendors, or private 
persons who arrange for sales through word of mouth.85The advent of the 
Internet has now given counterfeiters what they have long sought: a 
legitimate and broad-reaching distribution channel to reach retail consumers 
who are now able to purchase products without having to travel to specific 
and undesirable locations where counterfeits are sold. Counterfeiters can now 
place their products on the Internet to reach consumers worldwide and are no 
longer confined to using illegal wholesale markets to reach lower retail 
quality stores. While in the past, consumers would not encounter counterfeits 
on the next shelf adjacent to authentic goods in brick and mortar stores 
because high end retailers refused to deal with distributors of counterfeit 
goods, the same is no longer true on the Internet. It is now possible for 
counterfeits to be on the digital shelf next to genuine goods on the same or 
an adjacent webpage.86 Counterfeits can now compete directly with genuine 
goods.87 Counterfeiters can also use false digital images that hide the low 

                                                           

 79 Id. 

 80 Id. 

 81 This observation is based on the author’s own experience as an expert witness in U.S. 
litigation involving U.S. multinational companies in cases involving counterfeits from China. 

 82 Id. 

 83 Gray market goods (sometimes also called parallel imports) are genuine goods that are 
intended for sale in a foreign market but that are purchased abroad and shipped back to the 
home market. For example, genuine goods that are sold by the manufacturer to Japan are 
purchased by a foreign distributor in Japan who then resells them to an importer in China. The 
foreign distributor is able to take advantage of a lower price in Japan or favorable currency 
exchange rates in order to sell the products in China at a price that is lower than the genuine 
goods are sold directly by the manufacturer to buyers in China. See CHOW & SCHOENBAUM, 
supra note 55, at 567-68. 

 84 See Chow, supra note 65, at 476. 

 85 Id. 

 86 See GAO REPORT, supra note 3, at 11. 

 87 Id. (“In the past, consumers could often rely on indicators such as appearance, price, or 

Case: 1:20-cv-07492 Document #: 18-2 Filed: 03/15/21 Page 16 of 141 PageID #:1235



Alibaba, Amazon, and Counterfeiting in the Age of the Internet 
40:157 (2020) 

171 

quality of their goods in competition with genuine goods.88  

The rise of counterfeits coincides with shifts in consumer habits. In June 
2000, approximately 22% of U.S. consumers purchased goods online, but by 
December 2016 that portion had risen to 79%.89 By 2020, worldwide e-
commerce sales are expected to reach $4 trillion, and e-commerce is expected 
to reach nearly 15% of global retail spending by 2020.90 

Prior to the advent of the Internet, counterfeiters in China that sought to 
sell their goods in the United States loaded the goods in large shipping 
containers with false documentation to transport the goods by ocean carriage 
to a port in the United States.91 While detection was difficult, if a brand owner 
had reliable specific intelligence of an illegal shipment,92 customs authorities 
in the United States would open and inspect the container.93 With Internet 
sales, thousands or hundreds of thousands of small, individual packages are 
now shipped to the United States by mail, making it nearly impossible to 
detect and stop these shipments.94 

Not only do e-commerce platforms allow counterfeiters unprecedented 
access to end use consumers, counterfeiters are also able to take advantage 
of the anonymity of the internet to evade capture and detection by using false 
identities, business names, and locations.95 The Internet has created an 
irresistible new opportunity for counterfeiters and has opened vast new 
avenues for generating profit. 

C. Liability Regimes for Internet Service Providers 

Under the Digital Millennium Copyright Act (DMCA)96 in the United 
                                                           
location of sale to identify counterfeit goods in the marketplace, but counterfeiters have 
adopted new ways to deceive customers.”). 

 88 Id. Cf. id. (“The physical appearance of counterfeit goods may no longer serve as a ‘red 
flag’ for consumers that the good they are considering purchasing is not genuine. Counterfeit 
goods and their packaging are becoming more sophisticated and closely resemble genuine 
goods[.]”). 

 89 Id. at 12. 

 90 Id. 

 91 See Chow, supra note 65, at 475. 

 92 Such intelligence can be gathered through the use of private investigation companies 
that penetrate counterfeit rings. A number of companies, such as Kroll and Pinkerton, 
specialized in these investigations. 

 93 The author was involved as an attorney in a counterfeiting case in the United States in 
which U.S. Customs authorities stated that they would be willing to conduct an inspection of 
shipping containers but only on the basis of reliable specific information. 

 94 See Pierson, supra note 13 (“Customs agents had a fighting chance when pirated goods 
predominantly arrived in cargo containers. But with the rise of e-commerce, counterfeiters and 
their middlemen can ship goods in parcels too innumerable to catch.”). 

 95 See id. (“[B]rands say the same fraudsters keep showing up under different names[.]”); 
Semuels, supra note 15 (“Milo and Gabby tried to track down the [counterfeit] sellers, but 
almost all of the sellers had given false names when setting up their Amazon seller accounts, 
and the addresses they gave turned out to be bogus as well[.]”). 

 96 17 U.S.C. § 512 (Westlaw through Pub. L. No. 116-68). DMCA implements two World 
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States and similar provisions in China,97 Internet service providers (ISPs) are 
not directly liable for the sale of counterfeits listed on their sites by third-
party vendors.98 While ISPs may be subject to vicarious liability for 
facilitating the sales, DCMA provides a “safe harbor.”99 ISPs are entitled to 
immunity from vicarious liability for third-party listings and sales of 
counterfeit goods if they have no knowledge of the infringing material and 
remove it expeditiously upon receiving notice of its illegal nature.100 To 
implement DCMA and the corresponding PRC law, e-commerce companies 
such as Alibaba and Amazon have set forth internal notice and takedown 
procedures that brand owners are required to follow when they find 
infringing material.101 As detailed in a later section, brand owners often 
complain that these procedures are cumbersome, time consuming, and 
ineffective.102 

D. Alibaba 

1. Brand Owner Concerns 

Alibaba is currently the world’s largest e-commerce platform in the 
world.103 In 2016, Alibaba’s Internet marketplaces in China had 423 million 

                                                           
Intellectual Property Organization (WIPO) treaties: the WIPO Copyright Treaty and the WIPO 
Performances and Phonograms Treaty. WIPO Copyright Treaty, Dec. 20, 1996, 112 Stat. 
2861, 2186 U.N.T.S. 121; WIPO Performances and Phonograms Treaty, Dec. 20, 1996, 112 
Stat. 2861, 2186 U.N.T.S. 203. As of 2007, the United States and the People’s Republic of 
China are now contracting parties to both treaties. Contracting Parties – WIPO Copyright 
Treaty, WIPO, https://www.wipo.int/treaties/en/ShowResults.jsp?lang=en&treaty_id=16 
(last visited July 1, 2019); Contracting Parties – WIPO Performances and Phonograms 
Treaty, WIPO, https://www.wipo.int/treaties/en/ShowResults.jsp? lang=en&treaty_id=20 
(last visited July 1, 2019). 

 97 See generally Trademark Law of the People’s Republic of China (promulgated by the 
Nat’l People’s Cong., adopted Aug. 23, 1982, most recently revised Apr. 23, 2019, effective 
Nov. 1, 2019); Law Against Unfair Competition of the People’s Republic of China 
(promulgated by the Nat’l People’s Cong., Order No. 10, Sept. 2, 1993, revised Nov. 4, 2017, 
amended Apr. 23, 2019). 

 98 See 17 U.S.C. § 512(c)(1). 

 99 Id. See generally Susanna Monseau, Fostering Web 2.0 Innovation: The Role of the 
Judicial Interpretation of the DMCA Safe Harbor, Secondary Liability and Fair Use, 12 J. 
MARSHALL REV. INTELL. PROP. L. 70 (2012). 

 100 See 17 U.S.C. § 512(c)(1). 

 101 See Intellectual Property Policy for Sellers, AMAZON, https://sellercentral. 
amazon.com/gp/help/external/201361070 (last visited July 1, 2019); Intellectual Property 
Rights (IPR) Protection Policy, ALIBABA, https://rule.alibaba.com/ rule/detail/2049.htm (last 
visited July 1, 2019). 

 102 See infra Part III. 

 103 Comment Submitted by Eric Pelletier, Vice President of Alibaba, to the Honorable 
Probir Mehta, Assistant United States Trade Representative re: 2016 Special 301 Out-of-Cycle 
Review Notorious Markets (Docket Number USTR-2016-2013), at 2 (Oct. 7, 2016), 
https://www.alizila.com/wp-content/uploads/2016/10/P-Alibaba-Group-Comments-for-
2016-Notorious-Markets-Report-2_FINAL_compressed.pdf?x95431 (last visited Nov. 25, 
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active purchasers with a combined gross merchandise volume (GMV) of 
$485 billion.104 In 2018, in the span of just two years, active purchasers in 
China grew to 636 million and GMV grew to exceed $768 billion,105 creating 
the prospect that Alibaba’s users may soon surpass one billion and its GMV 
may soon surpass $1 trillion, numbers that seemed almost inconceivable just 
a decade ago. In 2015, package delivery from Alibaba’s e-commerce 
platform in China averaged thirty million per day.106 The sheer size and scope 
of Alibaba’s operations dwarfs even that of its closest competitors. For 
example, Alibaba’s GMV in 2018 at $768 billion is more than three times 
that of Amazon, the world’s second e-commerce platform, at $239 billion.107 

From Alibaba’s earliest days of operation, back in 1999, MNCs have 
claimed that counterfeits are abundantly available on Alibaba’s websites.108 
Frustrated with the lack of results in China, U.S. companies have raised these 
concerns with the U.S. government and, as a result, Alibaba has been 
repeatedly placed on U.S. government blacklists. Despite its many claims 
that it is implementing new changes to effectively combat counterfeiting on 
its websites, Alibaba was first placed on the Out-of-Cycle Notorious Markets 
List in 2011109 and sought to remove itself from the list in anticipation of its 
initial public offering (IPO) in the United States in 2014. Although Alibaba 
was dropped from the 2012 list,110 Alibaba found itself once again on the 

                                                           
2019). 

 104 Id. 

 105 Press Release, Alibaba Group Announces December Quarter 2018 Results (Jan. 30, 
2019), https://www.alibabagroup.com/en/news/press_pdf/p190130.pdf. 

 106 Jen Wieczner, Alibaba: Here’s Why Our Mind-Blowing Numbers Are Real, FORTUNE 
(Sept. 23, 2015), https://fortune.com/2015/09/23/alibaba-says-numbers-real-not-fake/. 

 107 Adam Levy, The 7 Largest E-Commerce Companies in the World, THE MOTLEY FOOL 
(Dec. 26, 2018), https://www.fool.com/investing/2018/12/26/the-7-largest-e-commerce-
companies-in-the-world.aspx. 

 108 See, e.g., Alibaba and the 2,236 Thieves: An Online-Fraud Scandal in China, THE 

ECONOMIST (Feb. 22, 2011), https://www.economist.com/newsbook/2011/02/22/alibaba-and-
the-2236-thieves; 

 109 OFFICE OF U.S. TRADE REPRESENTATIVE, 2011 OUT-OF-CYCLE REVIEW OF NOTORIOUS 

MARKETS 3 (Dec. 20, 2011), https://ustr.gov/sites/default/files/uploads/gsp/speeches/reports/ 
2011/Notorious%20Markets%20List%20 FINAL.pdf (discussing Alibaba’s subsidiary site 
Taobao.com). 

 110 Doug Palmer, U.S. Drops China’s Taobao Website from “Notorious” List, REUTERS 
(Dec. 13, 2012), https://www.reuters.com/article/net-us-usa-trade-piracy/u-s-drops-chinas-
taobao-website-from-notorious-list-idUSBRE8BC1IG20121213. 
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Notorious Markets list in 2014111, 2016112, 2017113, and 2018114. Furthermore, 
in 2016, a group of 17 international trade associations reiterated their 
concerns in a letter to USTR, stating: 

During the ten months since USTR published [the 2015 USTR Special 
301 Notorious Markets Report] we have seen little evidence that there 
has been any noticeable change on the Alibaba platforms themselves; 
and at any given moment, a consumer around the world can chose 
from hundreds of thousands of counterfeit clothes, shoes, travel 
goods, handbags, toys, auto parts, jewelry, watches, furniture, 
electronics, pharmaceuticals, and other articles.115 

Many brand owners have concluded that Alibaba, despite its 
protestations to the contrary, actually tolerates and supports counterfeiting on 
its websites because Alibaba earns revenues from all sales, including sales of 
counterfeit goods. Labelling Alibaba as “our most dangerous and damaging 
adversary,”116 one brand owner stated: 

Alibaba’s strategy has consistently been to provide lip service to 
supporting brand enforcement efforts while doing as little as possible 
to impede the massive flow of counterfeit merchandise on its 
platforms.117 

                                                           

 111 OFFICE OF U.S. TRADE REPRESENTATIVE, 2014 OUT-OF-CYCLE NOTORIOUS MARKETS 

LIST 8 (Mar. 5, 2015), https://ustr.gov/sites/default/files/2014%20Notorious%20Markets 
%20List%20-%20Published_0.pdf (discussing Alibaba’s subsidiary site Taobao.com). 

 112 OFFICE OF U.S. TRADE REPRESENTATIVE, 2016 OUT-OF-CYCLE NOTORIOUS MARKETS 

LIST 12–13 (Dec. 2016), https://ustr.gov/sites/default/files/2016-Out-of-Cycle-Review-
Notorious-Markets.pdf (discussing Alibaba’s subsidiary site Taobao.com). 

 113 OFFICE OF U.S. TRADE REPRESENTATIVE, 2017 OUT-OF-CYCLE NOTORIOUS MARKETS 

LIST 20–23 (Jan. 11, 2018), https://ustr.gov/sites/default/files/files/Press/Reports/ 
2017%20Notorious%20Markets%20List%201.11.1 8.pdf (discussing Alibaba’s subsidiary 
site Taobao.com). 

 114 OFFICE OF U.S. TRADE REPRESENTATIVE, 2018 OUT-OF-CYCLE NOTORIOUS MARKETS 

LIST 26–27 (Jan. 11, 2018), https://ustr.gov/sites/default/files/2018_Notorious Markets_ 
List.pdf (discussing Alibaba’s subsidiary site Taobao.com). 

 115 Comment Submitted AFL-CIO et al. to the Honorable Probir Mehta, Assistant United 
States Trade Representative re: 2016 Special 301 Out-of-Cycle Review Notorious Markets 
(Docket Number USTR-2016-2013), at 2 (Oct. 26, 2016), https://www.mema.org/sites/ 
default/files/resource/Multi-Org%20Letter%20on%20Alibaba%20102616.pdf. 

 116 Letter from Lee S. Sporn of Michael Kors (USA), Inc. to Bob Barchiesi, President, 
International Anti-Counterfeit Coalition (IACC), at 2 (Apr. 21, 2016) [Hereinafter Letter from 
Lee S. Sporn]. See Erika Kinetz, Some Howl Over Alibaba’s Place in Anti-Counterfeiting 
Group, ASSOC. PRESS (May 5, 2016), https://www.apnews.com/2c9381cb0c2841aba956abe 
f1a3005b3. 

 117 Letter from Lee S. Sporn, supra note 116, at 2. See Kathy Chu, Brands Voice Doubts 
After Alibaba Joins Group Fighting Fake Goods, WALL ST. J. (Apr. 28, 2016), 
https://www.wsj.com/articles/brands-voice-doubts-after-alibaba-joins-group-fighting-fake-
goods-1461763178. 
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a. Alibaba’s Defense of Counterfeits 

Many brand owners’ skepticism about Alibaba’s sincerity in combatting 
counterfeiting can be attributed to statements made by its Chairman and 
founder, Jack Ma, that defend counterfeiting. In responding to criticism by 
luxury brands about the sale of counterfeits on Alibaba, Ma made clear his 
position in 2015. A commentator observed: 

The longer Ma talks, the more it’s clear where his sentiments fall. The 
second-richest man in China thinks the very idea of luxury retail—
selling belts and accessories and the like for thousands of dollars—is 
inherently absurd. “How can you sell Gucci or whatever branded bag 
for so much money? It is ridiculous,” he says. “I understand the 
branded companies are not happy, but I also say that’s your business 
model. You have to check your business model, too.”118 

The following year, in a speech at Alibaba’s headquarters, Ma stated: 

The problem is the fake products today are of better quality and better 
price than the real names. They are exactly the [same] factories, 
exactly the same raw materials but they do not use the names.119 

These statements suggest that Ma believes that there is a normative 
justification for Alibaba’s support of counterfeits. Ma believes luxury brands 
like Gucci are inviting unauthorized copies by charging prices so high that 
they are “absurd.” Alibaba sees itself as helping out small-time sellers that 
sell counterfeits or infringing products to lift themselves into the middle 
class. Jack Ma and Alibaba take on a modern “Robin Hood” persona. Just as 
the fictional Robin Hood robbed from the rich to give to the poor, Alibaba is 
assisting small-time Chinese sellers to take a free ride on the goodwill of 
luxury brands owned by MNCs that have invited counterfeiting through their 
greed, avarice, and attempts to gouge vulnerable Chinese consumers. China’s 
consumers also benefit from having access to fakes that are “of better quality 
and better price than thee real names.”120 Ma’s position may help Alibaba to 
further gain popularity in China by enhancing Ma’s reputation as a true 
national hero and great patriot of China, but it also infuriates brand owners.121 

                                                           

 118 Michael Schuman, Why Alibaba’s Massive Counterfeit Problem Will Never Be Solved, 
FORBES (Nov. 4, 2015), https://www.forbes.com/sites/michaelschuman/2015/11/04/alibaba-
and-the-40000-thieves/#31848fd729dc. 

 119 Charles Clover, Alibaba’s Jack Ma Says Fakes Are Better Than Originals, FIN. TIMES 
(June 14, 2016), https://www.ft.com/content/6700d5cc-3209-11e6-ad39-3fee5ffe5b5b. 

 120 Id. 

 121 See Letter from Lee S. Sporn, supra note 116. When Alibaba was accepted as a member 
of the International Anti-Counterfeiting Coalition, Sporn, who represents Michael Kors, a 
fashion house, resigned in protest. Chu, supra note 117. 
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b. Counterfeits for Sale on Alibaba 

To test the claims of brand owners that counterfeits are found in 
abundance on Alibaba’s sites, the author recently did a search of Alibaba 
sites and immediately found many examples of counterfeits and infringing 
products. Photographs of the webpages containing three of these examples 
are set forth in the Appendices. These examples are discussed below, but 
there are other examples on this site that are too numerous to discuss within 
the confines of this Article. 

(a) Appendix 1 is an advertisement for handbags being sold under a 
“big brand name” (“Da Pai”) called “Gucci Guccio.” These handbags 
copy the design and trade dress of Gucci handbags and use the name 
“Gucci” as part of their brand name.122 Gucci was singled out by 
Alibaba Chairman Jack Ma as a luxury brand owner selling its 
products at absurdly high prices.123 The advertised price for these 
products is 1500 Renminbi (“people’s currency” or RMB, the Chinese 
fiat currency). At the currency exchange rate of 1 RMB to 0.15 U.S. 
dollar, this price is the equivalent of about $225 U.S. dollars. On 
Gucci’s website in the United States, genuine Gucci bags similar to 
the ones advertised on Alibaba sell for over $2000 U.S. dollars with 
some bags selling for as much as $7500.124 It is highly unlikely for a 
genuine Gucci handbag of the type in this advertisement to sell for 
$225. It is also highly unlikely that these types of prices can be 
charged for gray market goods.125 In addition, nothing in the 
advertisement indicates that these are second hand or used goods. 
Chinese consumers have an aversion to purchasing secondhand goods 
due to cultural reasons, and Chinese merchants are well aware of 
consumers’ dislike of secondhand goods.126 It is highly likely that the 
products advertised in the attached Alibaba webpage are counterfeits. 

(b) Appendix 2 is an advertisement for a 700 ml bottle of Hennessy 

                                                           

 122 The author was told by an associate in China that Alibaba did not consider “Gucci 
Guccio” to be an infringing or counterfeit use because the name “Gucci” did not appear alone 
but was accompanied or modified by another name as part of the product’s brand name. Only 
the unauthorized use of a trademark such as Gucci appears alone would be considered an 
infringing use. 

 123 See infra text accompany note 117. 

 124 Women’s Handbags, GUCCI, https://www.gucci.com/us/en/ca/women/womens-
handbags-c-women-handbags/1 (last visited July 1, 2019). 

 125 While prices for gray market goods are usually lower than prices for genuine goods 
intended for the home market, the price differential would not be as great as that set forth in 
the case of the handbags in Appendix 1, i.e. it would be highly unlikely that a genuine handbag 
that sold for approximately $2,000 to $7,500 in Japan could be sold as a gray market good in 
China for $225. CHOW & SCHOENBAUM, supra note 55, at 567. 

 126 See Yiling Pan, Why the Second Hand Luxury Market isn’t Thriving in China, JING 

DAILY (Aug. 24, 2017), https://jingdaily.com/what-blocks-secondhand-luxury-market-
thriving-in-china/ (last visited July 12 2019) (Chinese consumers “still prefer to purchase new 
luxury goods and look down on the value of second-hand goods”). 
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XO cognac with an advertised price of 432 RMB or $65. A similarly 
sized bottle (750 ml) sells for approximately $160 in the United 
States.127 It is highly likely that the bottle sold on the Alibaba website 
is a counterfeit. 

(c) Appendix 3 is an advertisement for fashion workout pants made 
by Abercrombie and Fitch, based in Columbus, Ohio, selling at a price 
of 80 RMB or $12. Based on the photograph and the author’s 
experience in tracking counterfeiters in the consumer products 
industry, it is apparent that these products are of low quality and are 
inferior to what Abercrombie and Fitch would sell in retail stores. By 
comparison, Appendix 4 includes a photograph of a similar 
Abercrombie and Fitch product from its website that sells for $58.128 
These facts indicate that it is highly likely that the product advertised 
on the Alibaba website is a counterfeit. 

To understand why brand owners view examples such as these as threats 
to their business, it is necessary to realize that in China (as in many other 
countries) there is a huge appetite for counterfeit goods, and many consumers 
actively search for and buy counterfeits.129 The vast majority of consumers 
in China who visit the webpages for the products described in the examples 
above are fully aware that these are counterfeit goods, but these consumers 
are actively seeking these goods.130 In the case of counterfeit Gucci handbags 
and counterfeits of other famous brand names, consumers are actively 
seeking to buy cheap imitations of the famous brand that they can purchase 
for a tenth or less than the genuine product.131 These consumers want the 
prestige of the brand, trademark, or trade dress and are not concerned about 
the quality of the actual merchandise itself.132 So long as the product has the 
trademark or trade dress, the purchaser of the counterfeit is able to enjoy the 

                                                           

 127 Hennessy Cognac XO, WINE CHATEAU, https://www.winechateau.com/products/ 
hennessy-cognac-xo (last visited July 1, 2019). 

 128 See Appendix 4 infra. 

 129 Jay Kennedy, Commentary: More Buying Counterfeits and Knockoff - It’s Costing 
Billions and More (May 12, 2019), CHANNEL NEWS ASIA, https://www.channelnews 
asia.com/news/commentary/more-buy-knock-off-counterfeit-fake-goods-branded-drug-
crime-11499382 (noting that “there are many consumers who willingly buy counterfeit 
goods”). See also The Counterfeit Goods Industry in Modern China (April 15, 2019), DAXUE 

CONSULTING, https://daxueconsulting.com/counterfeit-products-in-china/ (noting that “the 
market for fake goods in China is largely driven by consumers who actively search for and 
purchase counterfeit products”). 

 130 This observation is based on the author’s own experience in China. See Liz Robbins, 
Investigators Seize Fake Luxury Goods, N.Y. TIMES (Aug. 16, 2018), 
https://www.nytimes.com/2018/08/16/nyregion/fake-luxury-goods-handbags.html.  

 131 This observation is based on the author’s work with private investigation companies 
tracking counterfeiters in China. 

 132 See DANIEL C.K. CHOW & EDWARD LEE, INTERNATIONAL INTELLECTUAL PROPERTY: 
PROBLEMS, CASES, AND MATERIALS 784 (3d ed. 2017) (consumers will knowingly purchase 
fake luxury goods). 
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good will associated with the brand name or trademark.133 In China today (as 
in many other countries), there is an enormous demand for counterfeit luxury 
branded handbags that offer the prestige of the genuine brand at a fraction of 
the price of the genuine product.134 

The same is true with counterfeit liquor as shown in example (b) above. 
Consumers in China who purchase counterfeit bottles of famous brand name 
liquor are not in general buying the liquor for private or personal 
consumption.135 In China, for personal or professional reasons, people often 
have banquets or dinners where highly alcoholic drinks are served and 
consumed in large quantities as part of social drinking rituals.136 It is a mark 
of prestige for a host to serve a famous foreign brand of liquor, such as a 
French made cognac like Hennessy or a western brand of whiskey such as 
Johnny Walker Black Label.137 There is a huge demand for this type of 
counterfeit liquor, where the counterfeiter uses a bottle that is either a copy 
or a genuine used bottle and fills it with a cheap but potent liquor.138 The host 
can enjoy the good will of serving his guests a high prestige brand while only 
paying for a common liquor that, while inexpensive, is just as potent but is 
not contaminated or harmful to the guests. 

In the case of (c), young adults in China are highly fashion-conscious 
and are hungry for famous international brands.139 Most consumers viewing 
the webpage with Abercrombie and Fitch pants selling for $12 are fully 
aware that these are counterfeits and that the product is of low quality. They 
reason, however, that they can pay about the same price for a low-quality 
product without the prestige of the counterfeit Abercrombie label or pay a 
little bit more for the same low-quality product but enjoy the prestige of the 
Abercrombie brand name. Many consumers will choose the latter.140 

                                                           

 133 Id. 

 134 Id. 

 135 These observations about the use of alcohol in China are based upon the author’s own 
experience and based on discussions with colleagues and associates. 

 136 See Nathan H. Gray, “Gan Bei”: Business and Ritualistic Drinking in China, WORD 

PRESS (Apr. 22, 2010), https://nathanhgray.wordpress.com/2010/04/22/gam-bei-business-
and-ritualistic-drinking-in-china/ (discussing the importance of drinking rituals). 

 137 See Jiani Ma, Rich Post-80s Drive Chinese Whiskey Market Growth, JING DAILY (Apr. 
16, 2018), https://jingdaily.com/chinese-whiskey-market/ (noting the demand for premium 
and super premium brands of whiskey and cognac in China). 

 138 Natalie Wang, Nearly 40% of Chinese Consumers Admit to Purchasing Fake Booze, 
THE DRINKS BUS. (Mar. 19, 2018), https://www.thedrinksbusiness.com/2018/03/nearly-40-
chinese-consumers-admit-to-purchasing-fake-booze/ (noting that consumers admit to 
intentionally purchase fake booze in China). 

 139 See e.g., Luxury Brands Tailor Their Marketing to Asian Millennial Consumers, THE 

FASHION LAW (Aug. 7, 2018), http://www.thefashionlaw.com/home/luxury-brands-tailor-
their-marketing-to-millennial-consumers-in-the-far-east. 

 140 This observation is based upon the authors’ experience in investigating counterfeit 
consumer products in China. 
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2. Alibaba’s “Arrogance” and Illegal Activities 

While MNCs have consistently complained about Alibaba’s tacit 
approval and support of counterfeiting, these sentiments were recently 
confirmed for the first time by enforcement authorities in China in connection 
with an extraordinary national level investigation of Alibaba. The State 
Administration of Industry and Commerce (SAIC) and its local branches 
(AICs) are charged with maintaining orderly markets in the PRC and are 
primarily responsible for stemming the flow of counterfeit goods.141 In the 
case of Alibaba, the SAIC took the unprecedented step of conducting an 
administrative guidance meeting with Alibaba officials in July 2014.142 The 
Director of the SAIC emphasized the unique nature of the meeting when he 
stated, “For this meeting, I didn’t know whether it’s the first ever of its kind, 
or the last, but I hope that this would be the last time for a meeting of this 
nature.”143 

Enforcement actions are usually the provenance of local AICs as the 
SAIC, the central level authority, is a supervisory and policy-making body.144 
However, the SAIC believed that in the case of Alibaba, it was necessary for 
the agency to step in to resolve a case that had proven to be intractable to 
local authorities.145 In the administrative guidance meeting, the SAIC and 
appropriate local level AICs met with Alibaba officials in order to set forth 
an agreed upon set of steps to remediate counterfeiting on Alibaba 
platforms.146 

The administrative guidance meeting between the SAIC and Alibaba 
executives occurred on July 16, 2014,147 and on January 28, 2015, the SAIC 
issued a White Paper as a follow up to the meeting to formally set forth a 

                                                           

 141 State Administration of Industry and Commerce, IP CHANNEL (Feb. 9, 2010), 
http://ip.people.com.cn/ GB/152255/10960401.html. 

 142 See Transcript of Administrative Guidance Meeting Between SAIC and Alibaba (held 
July 14, 2016) (on file with author) [hereinafter Transcript of Admin. Guidance Meeting]; 
Huang, supra note 31 (“On July 16, 2014, the administrative guidance group of the Internet 
Supervision Department . . . held an administrative guidance forum at the Zhejiang Province 
Industry and Commerce Bureau. Principal officers and management teams of the core 
departments of Alibaba Group attended the meeting and accepted administrative guidance.”). 
See also Heather Timmons, Chinese Regulators Flagged Illegal Practices at Alibaba Months 
Before Its Monster IPO, QUARTZ (Jan. 28, 2015), https://qz.com/334863/chinese-regulators-
flagged-illegal-practices-at-alibaba-months-before-its-monster-ipo/. Administrative guidance 
is governed by the SAIC’s Comprehensive Promotion of Administrative Guidance Work 
(2009). 

 143 Transcript of Admin. Guidance Meeting, supra note 142, at 128. 

 144 State Administration of Industry and Commerce, supra note 141 (“The [SAIC] . . . is 
the competent authority of ministerial level directly under the State Council in charge of 
market supervision/regulation and related law enforcement through administrative means.”). 

 145 See SAIC WHITE PAPER, supra note 31, at 11–12. 

 146 The steps were later summarized in the SAIC White Paper. Id. at 19. 

 147 See id.; Huang, supra note 31. 
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plan of remediation.148 In both the transcript of the meeting and in the SAIC 
White Paper, the SAIC makes the point repeatedly that at the time of the 
meeting in July 2014 there were numerous counterfeits, infringing products, 
and other violations of Chinese laws on advertising, product information, and 
licensing on Alibaba’s websites.149 

However, the point being made by the SAIC White Paper and during 
the administrative guidance meeting is more subtle, and even more deep-
seated, than the need to control persistent illegal activities. For example, the 
SAIC states: 

Alibaba Group, for a long time, has failed to take seriously the 
operational violations on its e-commerce platforms and did not take 
effective measures to address the violations. This caused a miniscule 
issue to snowball into a serious problem, leading Alibaba to its 
greatest crisis since its incorporation.150 

This critique is not directed at practices involving IP rights; it is directed 
at an underlying culture at Alibaba, which is one of viewing itself as above 
the law, including an attitude of a willful refusal to obey the law. At another 
point, the SAIC White Paper states: 

It is suspected that [Alibaba] knowingly, intentionally, by negligence 
or in spite of their presumed knowledge facilitates unlicensed 
operations, trademark infringements, untruthful publicity, pyramid 
schemes and violations of consumers’ rights.151 

The SAIC traces Alibaba’s flouting of the law to an attitude of 
“arrogance.”152 An AIC official at the July 16, 2014 meeting stated that when 
speaking to Alibaba employees, he felt “a kind of arrogant emotion sprouting 
and growing.”153 In its White Paper, the SAIC specifically tells Alibaba that 
it should “redress arrogance.”154 The SAIC informs Alibaba that it cannot 
expect to “receive special treatment under law. . . . Regulators . . . shall treat 
businesses equally under law.”155 The SAIC also admonishes Alibaba to 
“ethically conduct business” and warns that “[a]n enterprise shall not get 

                                                           

 148 See SAIC WHITE PAPER, supra note 31. The purpose of the White Paper is to provide 
“various understandings and information about the said administrative guidance meeting” to 
Alibaba. See id. at 11. 

 149 Transcript of Admin. Guidance Meeting, supra note 142, at 3–8. 

 150 SAIC WHITE PAPER, supra note 31, at 11–12 (emphasis added). 

 151 Id. at 14. 

 152 Id. at 20. 

 153 Transcript of Admin. Guidance Meeting, supra note 141, at 117. 

 154 SAIC WHITE PAPER, supra note 31, at 20. 

 155 “No market player shall receive special treatment under law. The management of 
Alibaba family shall understand their bottom line. Regulators in the applicable jurisdiction 
shall treat businesses equally under law.” Id. 
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what it wants at its own will.”156 The SAIC additionally warns Alibaba that 
it cannot flout the law when it finds the law interferes with its interests and 
then assert the law when it needs the law’s protection despite acting without 
credibility or integrity.157 

Although the SAIC stood in the position of a government regulator at 
the meeting, it at times seemed to descend into the role of a sycophant 
flattering the Alibaba executives for the purpose of cajoling and pleading 
with them to respect the law. For example, at the administrative guidance 
meeting, AIC officials lavishly praised Alibaba, telling the executives how 
proud the PRC was of their accomplishment,158 mentioning that all of the 
Alibaba executives at the meeting were “famous people”159and “big 
shots,”160 and joking that the monthly salary of just one of the Alibaba 
executives were as much as the combined annual salaries of all the AIC 
officials present at the meeting.161 

a. Specific Practices 

Alibaba’s lack of respect for the law manifested in two practices that 
drew the SAIC’s special attention and were the focus of discussion during 
the administrative guidance meeting: taking bribery from the platform 
participants and colluding with the counterfeiters. The SAIC states that “a 
large number of Alibaba staffers take business bribes in exchange for giving 
platform participants [preferential business opportunities] to squeeze out 
their competitors.”162 While Alibaba was already aware of the bribery 
problem and took some steps to control it, the AICs stated that bribery was 
still a problem as of the July 16, 2014 administrative guidance meeting,163 
and an Alibaba vice president at the meeting acknowledged that “temptation 
from the outside” is a problem among the Alibaba staff.164 The SAIC also 
cited Alibaba employees’ active participation in misleading consumers and 
committing various consumer protection violations. For example, the SAIC 

                                                           

 156 Id. 

 157 “An enterprise shall not get what it wants at its own will, i.e. when needing credibility 
to protect an enterprise’s interest, it boasts about credibility but throws the law away; when 
needing law to protect itself, it raises up high the flag of law but intentionally ignores its duties 
regarding credibility and integrity.” Id. 

 158 Transcript of Admin. Guidance Meeting, supra note 141, at 13. 

 159 Id. at 39. 

 160 Id. 

 161 Id. at 109. 

 162 SAIC WHITE PAPER, supra note 31, at 16. 

 163 Transcript of Admin. Guidance Meeting, supra note 141, at 9 (“The sixth problem is 
what was included in governance, that is, the commercial bribery existing among the staff of 
Taobao.com. Suppliers and users of the platform are all involved. You have realized this 
problem and tried to keep it under control. However, the situation still exists.”). 

 164 Alibaba executive Xiaofeng Shao: “Recently, we have continued to improve the 
punishment system, even including the standards for our internal staff because this is also a 
big problem we face like the temptation from the outside.” Id. at 92. 
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notes that “[s]ome of the online shops, through the trading with others, delete 
negative comments, providing business information to themselves and others 
that disrupts normal business order . . . . But [Alibaba’s] supervision and 
punishment are not strict enough. There are staff in [Alibaba] involved in this 
violation.”165 A second set of practices involves Alibaba employees working 
together with counterfeiters, tipping the counterfeiters off to enforcement 
actions. For example, an SAIC official stated that in one instance the SAIC 
asked Alibaba for information about ten online stores suspected of selling 
counterfeits; although Alibaba provided the information, seven of the stores 
promptly closed, two cancelled their accounts, and one started to sell 
authentic products.166 The SAIC concluded that “[t]his indicated information 
disclosure by your company staff”167 to the counterfeiters. In another 
instance, the SAIC stated that after local AICs provided Taobao, an e-
commerce platform owned by Alibaba, with information about their 
investigations, Taobao was suspected of tipping off counterfeiters and 
manufacturers of illegal narcotics.168 

The unlawful activities by Alibaba employees discussed at the 
administrative guidance meeting in July 2014 came just three years after a 
major scandal in 2011 that involved about 100 Alibaba employees, including 
supervisors and sales managers, who after an internal investigation were 
found to be directly responsible for allowing over 2,300 China Gold 
Suppliers to defraud international buyers.169 Long time CEO David Wei Zhe 
and COO Elvis Lee Shi Huei were forced to resign as a result of the 
scandal.170 According to news reports, Alibaba lost $933 million in market 
share due to the scandal.171 Three years after this scandal, according to the 
SAIC, numerous members of Alibaba’s staff continued to conduct illegal 
activities adding further to its perception of a culture of lawlessness at 
Alibaba. 

                                                           

 165 Id. at 10. 

 166 Id. at 11. 

 167 Id. 

 168 SAIC WHITE PAPER, supra note 31, at 17. 

 169 Pascal-Emmanuel Gobry, Huge Fraud at China E-Commerce Giant Alibaba.com: 
Management Out, 100+ Employees Dismissed, BUS. INSIDER (Feb. 21, 2011), 
https://www.businessinsider.com/alibaba-ceo-resigns-over-huge-fraud-scandal-2011-2; 
Kelvin Soh, Alibaba.com CEO Resigns After Jump in Fraudulent Sales, REUTERS (Feb. 21, 
2011), https://www.reuters.com/article/us-alibaba/alibaba-com-ceo-resigns-after-jump-in-
fraudulent-sales-idUSTRE71K1QA20110221 (“‘Members of our company’s senior 
management knew of a noticeable increase of fraud claims by global players against China 
Gold Supplier customers on the international marketplace that began in late 2009,’ Ma said in 
the statement.”). 

 170 Gobry, supra note 169; Soh, supra note 169. 

 171 Mark Lee, Alibaba Shares Tumble After Fraud Leads to CEO Departure, BLOOMBERG 
(Feb. 22, 2011), https://www.bloomberg.com/news/articles/2011-02-22/alibaba-comdown 
graded-by-morgan-stanley-after-ceo-wei-resigns. 
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b. Above the Law in China 

Alibaba’s “arrogance” needs to be understood in the context of China’s 
legal and political culture. In China today, it is not unusual for powerful 
entities to routinely disregard the law. In general, the more powerful an 
entity, the less compelled it feels to follow the law. Alibaba is among a 
handful of the most powerful entities in China. As a mundane example 
familiar to every citizen in China, cars registered to the People’s Liberation 
Army (“PLA”) do not obey traffic laws.172 Every car registered to the PLA 
has a special license plate. These cars will routinely drive through red lights, 
speed, and refuse to pay tolls. Under China’s current security systems, cars 
that drive through red lights are recorded by cameras stationed at every traffic 
stop, and letters containing fines are sent to transgressors. PLA cars, 
however, do not pay fines. No regular police officer with the Public Security 
Bureau will dare to stop a PLA car for a traffic violation, and no toll collector 
will dare to challenge a PLA car that refuses to pay the toll. This is a deeply 
embedded cultural attitude that starts at the top with the most powerful entity 
of all in Chinese society: the Communist Party, which views itself as above 
the law and views the law as a mere instrument for it to use to achieve its 
own ends.173 These Party attitudes will be familiar to Jack Ma, the chairman 
of Alibaba, who is also a member of the Communist Party,174 as are other 
senior Alibaba executives.175 

As noted earlier, Alibaba’s size is prodigious, and its financial power 
overwhelming.176 In China today, an entity that is as large and powerful as 
Alibaba does not believe that it needs to answer to lowly government 
enforcement officials. Alibaba executives, such as Chairman Jack Ma, 
himself a Communist Party member, and other senior Alibaba officials who 
are also Party members, believe that they do not answer to the law but only 
to the Party, the ultimate authority in China.177 One example of the close link 
between Alibaba and the Party is that Alibaba runs China’s new social credit 
system.178 Alibaba assigns a three digit score (from 350 to 950) to each 
citizen in China based on the social desirability of the citizen’s conduct, 

                                                           

 172 The author has witnessed these practices by the PLA firsthand in China. 

 173 DANIEL C.K. CHOW, THE LEGAL SYSTEM OF CHINA IN A NUTSHELL 62 (3d ed. 2015): 
“[N]either Imperial China nor pre-reform modern China recognized or accept the rule of law 
. . . . [T]he Communist Party views itself as holding unchallenged authority. In modern China, 
the Communist Party is supreme.” 

 174 Li Yuan, Jack Ma, China’s Richest Man Belongs to the Communist Party. Of Course., 
N.Y. TIMES (Nov. 27, 2018), https://www.nytimes.com/2018/11/27/business/jack-ma-
communist-party-alibaba.html. 

 175 The author has personal knowledge that senior Alibaba officials are Party members 
from his current work as a legal expert in litigation involving China. 

 176 See supra text accompanying notes 103–107. 

 177 This observation is based upon the author’s own assessment and analysis. 

 178 Campbell, supra note 42. 

Case: 1:20-cv-07492 Document #: 18-2 Filed: 03/15/21 Page 29 of 141 PageID #:1248



Northwestern Journal of 
International Law & Business 40:157 (2020) 

184 

allowing the government to punish or reward its citizens.179 These close ties 
further suggest that Alibaba is not intimidated by and does not fear PRC 
enforcement authorities. For their part, PRC enforcement authorities are 
reluctant to shut down or seriously harm Alibaba because such actions will 
lead to significant financial losses for China and the possible demise of one 
of the world’s leading technology companies and a great source of national 
pride.180 

An indication of how Alibaba continues to view itself as above the law 
in China is that on April 25, 2019, the USTR placed Alibaba on its Notorious 
Markets List for the third year in a row.181 This designation occurred five 
years after the SAIC administrative guidance meeting in July 2014 and four 
years after the SAIC issued the White Paper detailing a plan of remediation 
in 2015. In its 2018 report, the USTR stated, “[a]lthough Alibaba has taken 
some steps to curb the offer and sale of infringing products, right holders . . 
. continue to report high volumes of infringing products and problems with 
using takedown procedures.”182 After a history of misconduct, scandals, 
vehement protests by brand owners, an extraordinary effort by the PRC 
government, and numerous blacklists by the U.S. government, Alibaba’s 
conduct has not changed appreciably. Under these circumstances, brand 
owners must confront the reality that Alibaba is not likely to change its 
conduct without intervention by the highest levels of the Party, probably only 
by a personal decision by Xi Jinping, China’s President and the General 
Secretary of the Communist Party.183 Until senior Party leaders intervene, 
brand owners must accept the likelihood that Alibaba believes that it can 
operate outside of the law in China with impunity and without fear of 
government reprisals. 

E. Amazon 

Amazon is currently the largest e-commerce marketplace in the United 
States184 and is the second largest in the world, trailing only Alibaba.185 As 
of 2016, the market value of Amazon exceeded that of the eight largest U.S. 
brick-and-mortar retailers combined, including Walmart, Target, and Best 

                                                           

 179 Id. 

 180 This observation is based upon the author’s assessment of the overall tone of the SAIC 
White Paper, supra note 31, and the transcript of the administration guidance meeting, supra 
note 141. 

 181 OFFICE OF THE UNITED STATES TRADE REPRESENTATIVE, SUPRA NOTE 114. 

 182 Id. 

 183 This is the author’s professional opinion based on his experience and knowledge of 
China. For a summary of Xi’s positions, see President Xi Jinping, THE U.S.-CHINA BUS. 
COUNCIL, https://www.uschina.org/president-xi-jinping (last visited July 1, 2019). See also #1 
Xi Jinping, FORBES, https://www.forbes.com/profile/xi-jinping/#2f2f40051601 (last visited 
July 1, 2019) (President Xi became the “core” leader of the Communist Party in 2016.). 

 184 See Levy, supra note 107. 

 185 See id. 
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Buy.186 In December 2018, Amazon’s GMV reached $239 billion.187 One of 
its most popular online retail services, Amazon Prime, now has over 100 
million members worldwide.188 Amazon’s official anti-counterfeiting policy 
states that it is the responsibility of the seller or supplier to ensure that its 
products are genuine, not counterfeits.189 Two aspects of Amazon’s business 
practices have led to a rise in online counterfeits. 

Once a brand owner agrees to sell its products on Amazon’s e-
commerce marketplace, Amazon will source products not only from the 
brand owner, but also from other third-party vendors that sell the branded 
products. In order to have sufficient inventory on hand to satisfy customer 
orders expeditiously, Amazon’s warehouses will co-mingle products from 
the brand owner and from other third-party vendors into a single source of 
supply.190 If a third-party vendor ships a counterfeit product to Amazon, it 
becomes co-mingled with genuine products in Amazon’s warehouse. When 
a customer orders a product online, the customer may receive a product from 
the warehouse from either the brand owner or a third-party vendor, which 
might be a counterfeit. The source of the product is not clear to the customer 
when he or she makes a purchase, but the customer will generally assume 
that it was manufactured by the brand owner. 

Unable to make inroads into China’s e-commerce marketplace against 
competitors such as Alibaba, Amazon decided in 2015 to woo Chinese 
manufacturers to sell directly to U.S. consumers on its e-commerce site.191 
As China is the world’s largest source of counterfeits, the result was 
predictable: beginning in 2015, counterfeits soon began to proliferate on 
Amazon’s e-commerce sites, much to the chagrin and exasperation of brand 
owners. Brand owners’ complaints against Amazon also echo some of the 
complaints against Alibaba. For example, according to one brand owner 
representative, “Amazon is making money hand over fist from counterfeiters, 
and they’ve done about as little as possible for as long as possible to address 
the issue.”192  
 

 

 

                                                           

 186 Jeff Desjardins, The Extraordinary Size of Amazon in One Chart, VISUAL CAPITALIST 
(Dec. 30, 2016), https://www.visualcapitalist.com/extraordinary-size-amazon-one-chart/. 

 187 See Levy, supra note 107. 

 188 Austen Hufford & Georgia Wells, Amazon Prime Has More Than 100 Million 
Members, WALL ST. J. (Apr. 18, 2018), https://www.wsj.com/articles/amazon-prime-has-
more-than-100-million-members-1524088630. 

 189 Amazon Anti-Counterfeiting Policy, AMAZON, https://sellercentral.amazon.com/gp/ 
help/external/201165970 (last visited July 1, 2019). 

 190 Pierson, supra note 13. 

 191 Shepard, supra note 9. 

 192 Levy, supra note 18. 
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III. ENTITY VERIFICATION MEASURES AND THE 
REQUIREMENTS OF PRC LAW 

The discussion in Part II centers on how the concern is different in each 
case, although brand owners voice similar concerns about counterfeits 
available on Alibaba and Amazon. The major complaint by brand owners 
with Alibaba is that it facilitates the sale of counterfeits in order to satiate the 
enormous appetite for counterfeits among China’s consumers. In the case of 
Amazon, the major concern of brand owners is that U.S. consumers who seek 
to purchase genuine products are instead deceived into purchasing a 
counterfeit. In both cases, brand owners have expressed frustration with the 
lack of effective enforcement by these e-commerce platforms against 
webpages or postings selling counterfeits on Alibaba or Amazon’s websites. 
These problems are further discussed below. 

A. Problems with Enforcement  

Although brand owners have many complaints about enforcement 
issues against counterfeiters on Alibaba and Amazon platforms, the crux of 
these complaints can be summarized as follows: (1) counterfeiters use false 
identities and addresses and thus are untraceable; (2) brand owners must 
suffer through the use of cumbersome and ineffective notice and takedown 
procedures; and (3) existing measures used by e-commerce platforms do not 
deter repeat infringing activity. 

1. False Names, Identities, and Addresses 

Current e-commerce platforms, including Alibaba and Amazon, do not 
subject new sellers to adequate verification or confirmation although Alibaba 
is required to do so under PRC law; without an enforced verification or 
confirmation process, counterfeiters routinely use false or inaccurate names 
and addresses when registering with these e-commerce platforms.193 When 
brand owners pursue counterfeiters in enforcement actions, they discover that 
names and addresses are fictional, and the counterfeiters then disappear into 
the vast expanse of cyberspace. Brand owners argue that Alibaba and 
Amazon have few requirements for registration and that verification of this 
information is not thorough or adequate. In the case of Alibaba, the SAIC 
White Paper stated that “only lip service is paid to credential review and 
registration of vendors.”194 Brand owners often complain that vendors on 
Amazon use fictitious names and addresses.195 

2. Burdensome Notice and Takedown Procedures 

E-commerce platforms create bureaucratic or technical hurdles in 

                                                           

 193 SAIC WHITE PAPER, supra note 31, at 13. 

 194 Id. 

 195 See [a hereinafter reference], supra note 13. 
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helping brand owners to locate or identify sources of counterfeits and 
counterfeiters.196 These hurdles delay, frustrate, and create additional 
financial burdens for brand owners.197 Both Amazon and Alibaba use a notice 
and takedown procedure that is based upon requirements set forth in the 
DMCA198 and similar provisions in PRC law, respectively.199 When a brand 
owner discovers an offending webpage or posting, the brand owner is 
required to submit notices to the ISP under a certain set of criteria that results 
in the ISP requiring the removal of an offending webpage or posting. Brand 
owners have described the experience of using notice and takedown 
procedures as “Kafka-esque”200 and likened their use to being imprisoned in 
“Amazon purgatory.”201 Brand owners are required to place an order for the 
counterfeit goods, buy and receive the goods from the offending website, test 
the goods, verify that they are counterfeit, and then submit both the 
counterfeit and genuine product with notices documenting these actions.202 
Alibaba has a “three strikes” policy,203 requiring proof of three completed 
transactions involving counterfeits and submission of notices before an 
offending webpage can be removed. This process can take months, is 
expensive, and consumes significant time and effort by the brand owner. 
Even when brand owners satisfy this arduous process, they complain that the 
notices are still often ultimately rejected for technical reasons.204 

3. Lack of Deterrence 

In those instances in which brand owners can achieve a takedown of the 
offending website or otherwise bring pressure to bear on counterfeiters, 
brand owners complain that once the counterfeit goods disappear, they 
reappear in short order on a new webpage.205 Some brand owners refer to this 
process as a futile game of “Whac-A-Mole” in which a counterfeiter 
disappears only to immediately reemerge under a new name, identity, and 
location to resume its counterfeiting operations.206 In the meanwhile, brand 
owners have expended significant time, effort, and money in pursuing the 

                                                           

 196 See supra text accompanying note 15; see also supra text accompanying note 101. 

 197 See Bercovici, supra note 15. 

 198 See 17 U.S.C. § 512 (Westlaw through Pub. L. No. 116-68). See also Intellectual 
Property Policy for Sellers, supra note 101 (Amazon); Intellectual Property Rights (IPR) 
Protection Policy, supra note 101 (Alibaba). 

 199 See generally Trademark Law of the People’s Republic of China, supra note 97; Law 
Against Unfair Competition of the People’s Republic of China, supra note 97. 

 200 Bercovici, supra note 15. 

 201 Id. 

 202 Id. 

 203 Enforcement Actions for Intellectual Property Rights Infringements Claims on 
Alibaba.com, ALIBABA (Nov. 1, 2017), https://rule.alibaba.com/rule/detail/2043.htm. 

 204 See Bercovici, supra note 15. 

 205 See supra text accompanying note 15. 

 206 Bercovici, supra note 15. 
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counterfeiting without achieving any tangible results. 

B. Proposed Remedial Measures 

While counterfeiting on the Internet is a daunting problem, China 
provides the information technology tools that can be used to deter 
counterfeiters and that can address each of the three major enforcement issues 
faced by brand owners: false identities and addresses, convoluted notice and 
takedown procedures, and rampant recidivism. Most brand owners are 
completely unaware of or otherwise do not understand these potent tools. 

1. AIC Business License 

As part of China’s extensive system of industrial and social control, a 
legal regime of identification and attribution of legal liability exists that can 
be used against counterfeiters involved in e-commerce commerce. Both in 
the July 16, 2014 administrative guidance meeting and in its White Paper, 
the SAIC repeatedly refers to Alibaba’s need to control counterfeiting at the 
point of entry (i.e., registration on the Alibaba websites). The AICs stressed 
that if entry is well controlled, many of Alibaba’s current problems can be 
solved.207 This Article argues that brand owners should heed the advice of 
China’s enforcement authorities and seek to have e-commerce platforms 
implement effective registration procedures in accordance with the specific 
requirements of PRC law. These measures can create prophylactic measures 
at the point of entry that can create an effective deterrent to counterfeiting.  

Article 23 of SAIC Order No. 60, Measures on the Administration of 
Online Transactions (“MAOT”)208 requires business operators of online 
platforms to verify the legal identities of all entities or persons applying for 
access to their platform for the sale of products: 

The business operator of a third-party transaction platform shall 
examine and register as business operators the identities of the legal 
persons, other economic organizations or industrial and commercial 
sole proprietors that apply for access to the said platform for sale of 
products or provision of services, establish registration files and 
conduct regular verification and updating, and make public the 
information specified in their business licenses or provide electronic 
links to their business licenses in eye-catching locations on its main 
web pages for business activities.209 

As set forth above, Article 23 requires the e-commerce platform to 
display information in the business licenses of business operators or to 

                                                           

 207 Hua Yu of Fujian Provincial AIC: “Until now, it seems that there are some difficulties 
in solving some problems. But in fact, if the entity is well controlled, I don’t think it will be a 
problem.” Transcript of Admin. Guidance Meeting, supra note 141, at 27. 

 208 See Administrative Measures for Online Trading, supra note 48. 

 209 Id. at art. 23 (emphasis added). 
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provide a link to their business licenses.210 Under PRC law, every lawful 
business entity in the PRC must have a business license issued by the local 
AICs that contains the lawful business scope of the entity, its address, and 
the name of its legal representative.211 All lawful enterprises must have an 
official, AIC-issued business license; any entity that does not have a business 
license cannot lawfully operate.212Business operators obtain a business 
license by applying to local AICs that review their proposed business 
operations to ascertain that they are lawful and economically feasible.213 For 
example, if a business operator proposes to sell trademarked products, the 
AICs will ask for proof of a trademark registration or trademark licensing 
agreement.214 The issuance of a business license means that the AICs have 
reviewed and approved the proposed business plan of the applicant and found 
it to be lawful.  

Among its other functions, the business license sets forth the lawful 
business scope of the entity. For example, a business license might state that 
the entity is lawfully authorized to engage in the sale of laundry detergent or 
other cleansing agents for laundry. Such an entity would be acting unlawfully 
if it engaged in any business outside of that scope, such as, for example, the 
sale of peripheral equipment for computers or mobile phones. A business 
operator that obtains a business license for the sale of genuine products but 
instead sells counterfeits is in violation of its license and faces a fine or 
suspension of the license, which would require ceasing business operations.  

The business license also prevents the business operator from using a 
business name and address on an e-commerce site different from that on the 
business license. Only the business identified in the license by its name and 
address is lawfully entitled to use the business license, i.e. such licenses are 
not transferable and cannot be used by an entity other than the one that 

                                                           

 210 Id. 

 211 Companies Law of the People’s Republic of China, ch. I, art. 7 (promulgated by the 
President of the PRC, Order No. 42, Oct. 27, 2005, effective on Jan. 1, 2006) (“The business 
license for a company shall state therein such matters as the name, domicile, registered capital, 
actual paid-up capital, business scope, the name of the legal representative, etc.”) [hereinafter 
Companies Law of the PRC]. 

 212 See id. (“Company registration authorities shall issue business licenses for companies 
established under the law. The date of issuance of a business license for a company shall be 
the date of establishment of the company.”). See National Enterprise Credit Information 
Publicity System, SAIC, http://www.gsxt.gov.cn/index.html (last visited July 1, 2019). See 
also The 5-in-1 China Business License (WFOE/WOFE), FDI CHINA (July 11, 2018), 
https://www.fdichina.com/blog/china-company-registration/wfoe-wofe/5-in-1-business-
license/. 

 213 This observation is based upon the author’s own experience in applying for business 
licenses in China. See Matt Slater, What Is a China AIC?, CHINA CHECKUP (Dec. 9, 2013), 
https://www.chinacheckup.com/blogs/articles/china-aic (“China AICs . . . provide official 
registration records for all companies in their jurisdiction[.]”). 

 214 The author has applied for business licenses in China and was asked by the AIC to 
provide proof of ownership or authorized use of trademark rights for products sold under the 
mark to ensure that the business had the legal right to sell the branded products. 
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applied for and received the business license. A business operator that has 
sold counterfeit goods and that has been the subject of an enforcement action 
cannot just simply disappear and reappear on the Internet under a different 
business name and address; if the name and address do not match that on the 
license, the use of the license is unlawful. Strictly verifying the information 
on the business license will prevent business operators accused of 
counterfeiting from disappearing and immediately reappearing under a 
different name and address. To use a different name and address, the business 
operator would have to apply for a new business license from the AIC, a 
process that could take months.215 

Requiring a valid business license will preclude many underground 
counterfeiting factories, petty criminal organizations, smugglers, and other 
illegal entities from registering to sell on an e-commerce platform because 
such entities are unwilling to undergo scrutiny by the AICs for fear that their 
illegal activities will be exposed, leading to prosecution by AICs and other 
PRC authorities, such as the Public Security Bureau (the police). These types 
of nefarious entities and persons are also involved in brick-and-mortar 
counterfeiting; they operate illegal underground factories and have no 
business licenses.216 However, without a valid business license, these entities 
will be unable to register on an e-commerce platform such as Alibaba in 
accordance with Article 23 of the MAOT. 

2. Legal Representative 

The business license will also contain the name of the business entity’s 
legal representative.217 Under PRC law, every lawful business must have a 
natural person who serves as the legal representative of the business entity.218 
According to PRC law, the legal representative has the clear authority to act 
on behalf of the business entity and can bind the business entity to contracts 
and other legal relationships.219 In many cases, the chairman of the board of 
directors of a company or a person of a similar rank in other organizations 
will serve as the legal representative.220 PRC authorities wanted to make sure 
that under the law, it was always clear which person within a business 
enterprise could sign a legally binding contract or create other legal 

                                                           

 215 This observation is based on the author’s own personal experience in applying for 
business licenses in China. 

 216 The author’s own experience is that many of these counterfeiters do not operate their 
businesses within the boundaries of the laws and regulations. 

 217 Companies Law of the PRC, supra note 211, at ch. I, art. 7 

 218 General Principles of the Civil Law of the PRC, supra note 51, at ch. III, art. 38 (“In 
accordance with the law or the articles of association of the legal person, the responsible 
person who acts on behalf of the legal person in exercising its functions and powers shall be 
its legal representative.”). 

 219 Id. 

 220 Any person can serve as a legal representative, but companies usually appoint a high 
ranking official. 
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relationships.221 Although not specifically required by the MAOT, e-
commerce platforms should require the business entity’s legal representative 
to undergo the registration procedures so as to make certain that the business 
entity has lawfully committed to legal obligations created by registration.  

Under PRC law, the legal representative is also personally subject to 
administrative and criminal liability whenever the company conducts illegal 
operations beyond the range approved by registration authorities, commits 
fraud, secretly withdraws or transfers funds, or engages in other illegal 
activities.222 The existence of the legal representative ensures the PRC 
government that there is always a flesh and blood person who will be 
responsible to PRC authorities for violations of the law by legal “persons,” 
such as a business enterprise. 223 PRC authorities did not want ultimate civil 
or criminal liability to rest solely with a legal fiction while natural persons 
escaped responsibility.224 

By identifying a business entity’s legal representative through requiring 
submission of its business license, e-commerce platforms such as Alibaba 
would provide the brand owner with a flesh and blood person against whom 
it can directly bring a complaint in a civil lawsuit under the PRC Trademark 
Law225 or Anti-Unfair Competition Law226 or whom the Public Security 
Bureau (the police) can arrest under the PRC Criminal Law.227  

With these requirements, brand owners would not be limited to using 
the e-commerce platform owner’s internal enforcement mechanism, such as 

                                                           

 221 General Principles of the Civil Law of the PRC, supra note 51, at ch. III, art. 38. 

 222 General Principles of Civil Law of the People’s Republic of China, Article 49: 

Under any of the following circumstances, an enterprise as legal person shall bear liability, its 
legal representative may additionally be given administrative sanctions and fined and, if the 
offence constitutes a crime, criminal responsibility shall be investigated in accordance with 
the law: 

(1) conducting illegal operations beyond the range approved and registered by the 
registration authority; 

(2) concealing facts from the registration and tax authorities and practicing fraud; 

(3) secretly withdrawing funds or hiding property to evade repayment of debts; 

(4) disposing of property without authorization after the enterprise is dissolved, disbanded 
or declared bankrupt; 

(5) failing to apply for registration and make a public announcement promptly when the 
enterprise undergoes a change or terminates, thus causing interested persons to suffer 
heavy losses; 

(6) engaging in other activities prohibited by law, damaging the interests of the State or 
the public interest. 

General Principles of the Civil Law of the PRC, supra note 51, at ch. II, art. 49. 

 223 General Principles of the Civil Law of the PRC, supra note 51, at ch. III, arts. 38 & 49. 

 224 Id. 

 225 Trademark Law of the People’s Republic of China, supra note 97. 

 226 Law Against Unfair Competition of the People’s Republic of China, supra note 97. 

 227 Selling counterfeits violates Article 140 of the Criminal Law of the People’s Republic 
of China. See Criminal Law of the People’s Republic of China, ch. III, art. 140 (promulgated 
by the President of the PRC, Order No. 83, Mar. 14, 1997). 
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the notice and takedown procedures. As PRC law requires that the business 
operator make its business license available on the e-commerce platform and 
as business licenses are publicly available on the AIC websites, the brand 
owner does not need to go through the platform owner to obtain the necessary 
information to directly pursue the business operator.228 Instead, the brand 
owner can immediately act against the legal representative listed in the 
business license upon discovering an offending webpage or posting rather 
than be subject to the long and frustrating delays of the notice and takedown 
procedures. Of course, the brand owner can also use the platform owner’s 
internal procedures in addition to bringing an action directly against the 
business operator through PRC enforcement authorities or, under some 
circumstances, in the United States if the offender has sufficient U.S. 
contacts.229 

The use of an enforcement method that does not rely on the active 
participation of the e-commerce platform is particularly useful in the case of 
Alibaba, which the PRC authorities themselves have identified as viewing 
itself above the law. Any method of enforcement against counterfeiters that 
requires the active participation of Alibaba could be met with half-hearted 
efforts or resistance, as many brand owners have persistently suspected and 
complained. Directly pursuing the counterfeiter will also relieve brand 
owners from the burden of using Amazon’s convoluted internal procedures. 

3. Verification and Deterrence 

Requiring, verifying, and displaying seller information should create an 
effective deterrent against selling counterfeits on Alibaba and other e-
commerce platforms, since fewer counterfeit sellers would even turn to the 
platform in the first place if such sufficient safeguards were in place. 
Counterfeiters always rely on the use of false identities, false names, and 
false addresses because they are fearful of detection, capture, arrest, and 
prosecution.230 This is true of counterfeiters who sell in brick-and-mortar 
outlets as well as counterfeiters who sell on the Internet. The essential tools 

                                                           

 228 A similar procedure can be used in the case of sole proprietorships that would require 
individuals to register, i.e. Alibaba should do a strict review of the identity card of the 
registrant. “A natural person who intends to engage in online product transactions shall carry 
out business activities via a third-party transaction platform, and submit to the third-party 
transaction platform his/her name, address, valid identity proof, valid contact details and other 
real identity information.” General Principles of the Civil Law of the PRC, supra note 51, at 
ch. I, art. 7. The same principle applies: identifying the name and address of a flesh and blood 
person who can be held civilly and criminally responsible can be an effective deterrent against 
counterfeits on Alibaba websites. 

 229 It would be possible to file an action against a Chinese counterfeiter in the United States 
only if the counterfeiter is subject to the personal jurisdiction of U.S. courts under the 
minimum contacts standard set forth in Int’l Shoe v. Wash., 326 U.S. 310 (1945) and its 
progeny. 

 230 This observation is based on the author’s own extensive experience in pursuing 
counterfeiters in China and in the United States. 
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of the counterfeiter are secrecy, subterfuge, and artifice. The counterfeiter 
relies on these tools to disappear at the first sign of trouble. Denying the 
counterfeiter the use of these tools of secrecy and disguise would force the 
counterfeiter to operate openly and transparently subject to legal actions in 
China or in the United States, a prospect that counterfeiters abhor. Many 
counterfeiters would find the price of transparency and the risks of capture 
too high a price to pay for operating on the Internet and, as a result, will be 
deterred from registering on e-commerce platforms.  

Currently, however, as the SAIC notes, Alibaba “only pays lip 
service”231 to verifying information. The SAIC specifically criticized Alibaba 
for numerous careless and lax practices in its examination of business 
licenses that fail to verify that the entity named in the business license was 
the user of the license.232 A review of the Alibaba webpages contained in the 
Appendix indicates the business operator has not displayed or provided 
access to its business license on its webpage as required by Article 23 of the 
MAOT.233 At present, many individuals register on Alibaba’s websites by 
using false identification papers, sets of which—as the SAIC noted—can be 
purchased on Alibaba’s websites.234 Under its guidelines, Amazon does not 
require online sellers from China to submit an AIC business license or 
identify a legal representative. Currently, Amazon only requires a business 
name, a telephone number, and some form of personal identification, and, as 
a result, many vendors provide fictitious information.235 

4. Amazon and PRC Law 

Although Alibaba is clearly subject to the SAIC Measures on the 
Administration of Online Transactions, it is arguable that Amazon is also 
subject to these provisions as applied to business entities in China that 
register on Amazon. Under traditional choice of law principles, the physical 
location of the business entities in China provides a basis for choosing 
Chinese law to govern the matter of the registration of those entities.236 Even 

                                                           

 231 SAIC WHITE PAPER, supra note 31, at 13. 

 232 “Some online stores that are required to upload business licenses to pass the true name 
authentication have an entity name, business address, residential information that apparently 
are not consistent with the entity name, business address or residential address on the business 
license. Some vendors uploaded business license information of other companies.” Id. 

 233 See Appendices 1-3. 

 234 Transcript of Admin. Guidance Meeting, supra note 142, at 98. 

 235 Selling on Amazon: Frequently Asked Questions, supra note 44 (requiring a business 
name, address, and contact information among other information in order to open an Amazon 
seller account); see also supra note 13 (brand owners find vendors provide bogus 
information). 

 236 Under the Restatement (Second) of Conflicts of Law § 188(2), the following factors 
would support a finding of PRC law to govern the registration requirements: (a) place of 
contracting, (c) place of performance, (d) location of the subject matter of the contract, and 
(e) place of incorporation and place of business of the parties. Restatement (Second) of 
Conflicts of Law § 188(2) (Am. Law Inst. 1971). 
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if choice of law rules do not dictate the application of the SAIC Measures, 
nothing prevents Amazon from choosing on its own, through a choice of law 
clause in its contracts with vendors, to follow PRC law and require each 
Chinese business to submit an AIC business license or a link to the license 
on its websites as well as requiring the legal representative to undergo 
registration procedures.237 This process will allow brand owners in the United 
States to bring an action directly against business operators in China that use 
offending webpages or posts on Amazon in lieu of or in addition to pursing 
notice and takedown procedures. As the vast majority of counterfeits 
originate from China,238 such measures could be an effective deterrent to 
counterfeits on Amazon. 

5. Consent to Arbitration before CIETAC 

Although not required by MAOT or other PRC law, e-commerce sites 
should also include in their registration procedures a clause requiring the 
resolution of disputes involving foreign elements by arbitration before the 
China International Economic and Trade Arbitration Commission 
(CIETAC).239 CIETAC has its headquarters in Beijing and facilities in other 
cities in China and Hong Kong;240 it lists many foreign experts among its 
roster of arbitrators,241 and parties can choose English as the language of the 
arbitration.242 The clause should include a provision that the business 
operator consents to the arbitration of disputes with the platform owner or an 
entity authorized by the platform owner, i.e., the brand owner. 

Arbitration clauses providing for resolution of disputes by CIETAC are 
now commonly used by many companies to resolve international business 
disputes that involve China,243 and arbitration is generally the normal method 
for resolving international disputes.244 The advantage of such a clause for the 
brand owner is the certainty that an action can be filed against the legal 

                                                           

 237 Parties can also choose the applicable law through a choice of law provision. See id. § 
187. 

 238 See supra Part II.A. 

 239 China Int’l Econ. & Trade Arbitration Comm’n (CIETAC) Arbitration Rules, art. 3(2) 
(revised and adopted by the China Council for the Promotion of International Trade and China 
Chamber of International Commerce on Nov. 4, 2014 and effective on Jan. 1, 2015), 
http://www.cietac.org/Uploads/201904/5caae5be03bb5.pdf [hereinafter CIETAC Arbitration 
Rules]. 

 240 CIETAC Arbitration Rules, supra note 239, art. 2(3). 

 241 Arbitrators, CIETAC, http://www.cietac.org/index.php?g=User&m=Arbitrator&a= 
index&l=en (last visited July 1, 2019). 

 242 CIETAC Arbitration Rules, supra note 239, art. 30. 

 243 See Model Clause: China International Economic and Trade Arbitration Commission 
(CIETAC), INT’L TRADE CENTR., http://www.intracen.org/Model-Clause-China-International-
Economic-and-Trade-Arbitration-Commission-CIETAC/ (last visited July 1, 2019) 
(promoting the use of a model arbitration clause using the CIETAC). 

 244 CHOW & SCHOENBAUM, supra note 55, at 593 (noting that arbitration is now the normal 
way to resolve international business disputes). 
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representative of the business operator with CIETAC and that CIETAC will 
have jurisdiction over the respondent. This will allow brand owners to move 
expeditiously when filing an action with CIETAC without having to deal 
with the uncertainty of preliminary issues such as proper notice and 
jurisdiction in a court-based litigation. The brand owner will also not need to 
suffer through the agony of waiting months required by using notice and 
takedown procedures.  

CIETAC awards enjoy a high degree of respect and enforceability in 
China. PRC law requires parties to implement CIETAC arbitral awards245 
and the awards are enforceable by Chinese courts at the local level.246 
Consent to arbitration before a prestigious entity such as CIETAC would act 
as a further powerful deterrent to counterfeiters in China, who are used to 
dodging legal authorities not consenting to appear before them. The threat of 
being brought before CIETAC should further deter counterfeiters from 
registering on e-commerce platforms. For those merchants that do register, 
brand owners will have a quick and effective method of enforcement. 

IV. CONCLUSION 

The dawn of the age of e-commerce in the new millennium opened new 
possibilities for legitimate commerce, but it also created vast new 
opportunities for illegal commerce, such as the sales of counterfeits on a 
previously impossible scale and level of penetration. This Article has detailed 
some of the daunting challenges the Internet created for brand owners and 
the brand owners’ numerous but frustrated efforts in dealing with this potent 
new threat.  

This study has focused on the two largest e-commerce sites in the world 
that dominate online retail services in China and the United States and the 
lessons learned can be immediately applied to other sites. The kinds of 
problems that brand owners face on Alibaba and Amazon are both different 
and similar.  

The problems are different in that Alibaba facilitates the sale of 
counterfeits to satiate the enormous demand for counterfeits by Chinese 
consumers, whereas Amazon sells counterfeits on its e-commerce site to U.S. 
consumers who are deceived into buying a counterfeit when they sought to 
buy a genuine product. Together, Alibaba and Amazon can deliver a 
crippling one-two punch to brand owners: Alibaba facilitates the sale of 
counterfeits of their products to those consumers who seek them, and 
Amazon facilitates the sale of counterfeits to those who do not. Considering 

                                                           

 245 CIETAC Arbitration Rules, supra note 239, art. 55(1) (“The parties shall perform the 
arbitral award within the time period specified in the award. If no time period is specified in 
the award, the parties shall perform the award immediately.”) 

 246 CIETAC Arbitration Rules, supra note 239, art. 55(2) (“Where one party fails to 
perform the award, the other party may apply to a competent court for enforcement of the 
award in accordance with the law.”) 

Case: 1:20-cv-07492 Document #: 18-2 Filed: 03/15/21 Page 41 of 141 PageID #:1260



Northwestern Journal of 
International Law & Business 40:157 (2020) 

196 

that there are other huge e-commerce sites such as JD.com and Tencent in 
China and e-Bay and Groupon in the United States with similar issues, brand 
owners are faced with numerous dangerous threats.  

The problems are similar in that brand owners find the pursuit of 
counterfeiters through these two e-commerce giants to be frustrating and 
ineffective and the direct pursuit of counterfeiters to be futile, as 
counterfeiters quickly vanish into cyberspace at the first sign of trouble.  

Both sets of problems can be remediated through the suggested course 
of action set forth in this Article. However, while brand owners have made 
many demands to Alibaba and Amazon to streamline and improve their 
internal procedures for the monitoring of counterfeits and their notice and 
takedown procedures, to the best of the author’s knowledge, no brand owner 
has looked closely at PRC law for help despite the urging of PRC officials.247 
Given the poor reputation of China in protecting foreign intellectual property 
rights,248 this lack of trust in PRC law is understandable, but information 
technology tools are available that can be put to effective use. Of course, 
these tools were not created by the PRC with the goal of protecting foreign 
brand owners, but instead for the purpose of satisfying China’s obsessive 
need to closely monitor all aspects of Chinese civil society. While China is 
far behind the United States in protecting intellectual property rights, China 
is far ahead of most countries in using information technology to monitor and 
supervise all aspects of Chinese civil society.249 These tools can provide a 
level of effective deterrence to Chinese counterfeiters that seek to sell their 
illegal wares on internet commerce sites based in China or the United States. 
Brand owners can use the tools detailed in this Article on their own, or in 
conjunction with existing and developing new tools through internet 
commerce sites as an overall strategy of deterrence.  

To be able to use the tools discussed in this Article, brand owners only 
need to insist on what they have every right to receive: e-commerce sites in 
China, such as Alibaba, must faithfully obey relevant provisions of PRC law 
that are simple and straightforward, an area in which Alibaba falls far 
short;250 and e-commerce sites in the United States, including Amazon, 
should apply PRC law on entity registration of Chinese business operators 

                                                           

 247 See supra note 206. 

 248 See Daniel C.K. Chow, The Myth of China’s Open Market Reforms and the World 
Trade Organization, U. PENN. J. INT’L L. 8 (forthcoming 2019) (file on copy with the author). 

 249 One example is China’s recent social credit system, which involves assigning a social 
credit score indicating the desirability of a citizen’s conduct to each citizen in China, a country 
of over 1.38 billion people. See supra note 42. There is also a more menacing side to China’s 
use of technology in monitoring its citizens. Critics have argued that China has used advanced 
technology to create an “all seeing police state” in the rebellious Muslim-dominated area of 
Xinjiang Province. See China’s Hi-Tech Police State in Fractious Xinjiang a Boon for 
Security Firms, S. CHINA MORNING POST (Jun. 27, 2018), https://www.scmp.com/ 
news/china/diplomacy-defence/article/2152749/chinas-hi-tech-police-state-fractious-
xinjiang-boon. 

 250 See supra Part II.D.2. 
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under traditional choice of law rules, a choice of law clause, or voluntarily. 
Verification of entity registration should become easier with the enactment 
of proposed new data security legislation that would impose civil and 
criminal liability for the misuse of electronic information.251 Entities that 
register on e-commerce sites could become liable for the use of false, 
misleading, or inaccurate business licenses and thus would have an additional 
legal incentive to use business licenses accurately. 252  

Alibaba poses a particularly formidable challenge to brand owners due 
to its overwhelming size and power within China and its leading role in 
facilitating the online sale of counterfeits. Alibaba’s prodigious wealth and 
strength has led, in the words of PRC officials, to a culture of “arrogance.”253 
Brand owners have suspected for years that Alibaba tacitly tolerates and 
supports counterfeiting in order to earn revenue from these sales. Recently, 
PRC national government authorities have confirmed these suspicions as the 
result of an extraordinary national-level intervention intended to discipline 
Alibaba. Beyond tolerating and supporting counterfeiting, Alibaba, in the 
words of PRC national authorities, views itself as above the law and unafraid 
of and not intimidated by PRC enforcement authorities.254 In fact, the 
opposite seems to be the case, as the 2014 investigation of Alibaba by the 
SAIC indicates: government authorities are reluctant to seriously discipline 
Alibaba or its business due to Alibaba’s exalted stature and reputation as a 
national paragon in China.255 This raises a deeper issue with Alibaba for 
brand owners, as this attitude is unlikely to change without intervention by 
the highest levels of the Communist Party, a topic that deserves further 
scholarly exploration but is beyond the scope of this Article.  

The proposed course of action described in this Article has the 
advantage of not having to rely on Alibaba’s active participation; all that is 
required is that Alibaba mechanically apply the law as is required for 
registration of online vendors, and brand owners can on their own enforce 
their rights against offending parties in civil and criminal actions in China or 
the United States. The proposals set forth in this Article also apply to 
problems that brand owners face on Amazon and other U.S.-based e-
commerce sites, so long as these sites apply PRC law as a result of choice of 
law analysis, a choice of law clause, or voluntarily. So long as Amazon 
follows PRC law in entity registration verification, brand owners can proceed 
directly with legal actions against counterfeiters and infringers in China or 

                                                           

 251 Shuju Anquan Guanli Banfa (Zhengjiu Yijian Gao) Di Si Tiao (数据安全管理办法
（征求意见稿）第四条), translated in Security Measures for Data Security Management 
(Draft for Comments), art. 4, COVINGTON UNOFFICIAL TRANSLATION, https://www.inside 
privacy.com/wp-content/uploads/sites/6/2019/05/Measures-for-Data-Security-
Management_Bilingual-1.pdf (last visited Nov. 25, 2019). 

 252 Id. 

 253 See supra text accompanying note 151. 

 254 See supra text accompanying notes 151-156. 

 255 See supra text accompanying note 182. 
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the United States and are not relegated to the misery of relying solely on 
Amazon’s convoluted and cumbersome internal procedures.  

Ironically, while most brand owners have focused their attention on 
streamlining the internal monitoring procedures of e-commerce platforms, 
they have ignored the more effective tools that are available in plain sight in 
China’s legal system. By using these tools created by China’s obsessive need 
to closely monitor and control all aspects of its civil society, brand owners 
can help to deter counterfeiters by forcing them to shed their concealment 
and anonymity and by exposing them to what they fear and loathe the most: 
transparency and accountability for their illegal actions. 
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V. APPENDICES 

Appendix 1. Alibaba Listing: Gucci Guccio Handbags 
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Appendix 2. Alibaba Listing: Hennessy XO 
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Appendix 3. Alibaba Listing: Abercrombie & Fitch Sweatpants 
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Appendix 4. Abercrombie & Fitch Sweatpants 
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LEVI STRAUSS & CO., Plaintiff,
v. 

ZHEJIANG WEIDU GARMENT CO., 
LTD., et al., Defendants.

Case No. 16-cv-07824

UNITED STATES DISTRICT COURT 
FOR THE NORTHERN DISTRICT OF 

ILLINOIS EASTERN DIVISION

November 17, 2016

MEMORANDUM ORDER

        yogee-mall, one of the many defendants 
in this action brought by Levi Strauss & Co. 
("Levi Strauss") charging the pirating of its 
federally registered trademarks by a host of 
claimed infringers, has filed a motion (1) for 
its dismissal pursuant to Fed. R. Civ. P. 
12(b)(5) and (2) to quash the substituted 
service on it that this Court had authorized 
based on submissions made by counsel for 
Levi Strauss. yogee-mall contends that such 
substituted service was unauthorized because 
Levi Strauss was obligated to pursue the 
method prescribed by the Hague Convention 
instead. Levi Strauss' counsel has just filed its 
response to the yogee-mall motion, and that 
response torpedoes the motion because it has 
been based on demonstrably false assertions 
on the part of yogee-mall.1 What deep-sixes 
the yogee-mall motion is stated at the outset 
of the Hague Convention in its Article I:

Page 2

This Convention shall not apply 
where the address of the person 
to be served with the document 
is not known.

        It is unnecessary for this Court to 
replicate the entire voluminous submission by 
Levi Strauss' counsel that is the product of the 
extensive investigative effort that it was 
forced to undertake because of the bogus 
assertions advanced by yogee-mall. Instead 

this Court attaches the current Levi Strauss 
response (Dkt. No. 48) as its own and 
attaches the text of that response (but none of 
its bulky exhibits) to this opinion.

        In sum, yogee-mall's motion (Dkt. No. 
45) is denied, and no further status hearing 
date is set in this action. This Court will await 
a motion by Levi Strauss for the entry of a 
final judgment order terminating this case 
when its counsel deems that appropriate.

        /s/_________
        Milton I. Shadur
        Senior United States District Judge

Date: November 17, 2016

Page 3

Judge Milton I. Shadur

Magistrate Judge Maria Valdez

PLAINTIFF'S RESPONSE TO 
DEFENDANT YOGEE MALL'S 
AMENDED MOTION TO DISMISS 
PURSUANT TO RULE 12(b)(5) AND 
MOTION TO QUASH SERVICE

        Plaintiff Levi Strauss & Co. ("LS&Co.") 
hereby files its response to Defendant yogee-
mall's Amended Motion to Dismiss Pursuant 
to Rule 12(b)(5) and Motion to Quash Service 
[45] (the "Motion").

INTRODUCTION

        Defendant yogee-mall ("Defendant") is a 
repeat counterfeiter2 that offered for sale and 
sold unauthorized and unlicensed products 
using counterfeits of LS&Co.'s federally 
registered trademarks on at least an eBay 
storefront. Article 1 of the Hague Convention 
states that "[t]his Convention shall not apply 
where the address of the person to be served 
with the document is not known." Id. 
Declaration of Allyson Martin (the "Martin 
Declaration") at ¶ 2, [45] at p. 4. Defendant's 
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Motion is premised on the fact that it has 
supplied a known physical address, so the 
Hague Convention is "mandatory." [45] at p. 
2. However, LS&Co.'s investigation of 
Defendant has revealed that Defendant's 
"physical address" is incomplete and 
fictitious.

Page 4

        Specifically, Defendant's Motion [45] 
alleges that Defendant has a "known" physical 
address at 1225 Room, Qian Jin Business 
Building No.1 Building, Tian He District, 
Guangzhou City, Guangdong Province, 
China." [45] at p. 2. However, LS&Co.'s China 
based investigator has verified that 
Defendant's represented "physical address" is 
an incomplete, fictitious address. This 
address lacks a street name and number. 
Room 1225 does not even exist in the Qian 
Jin Business Building that LS&Co. was able to 
locate based on Defendant's incomplete 
address. Declaration of Lily Fu (the "Fu 
Declaration") at ¶ 4. No business called 
"yogee-mall" has offices in the Qian Jin 
Business Building. Id. No business called 
"yogee-mall" is registered in the company 
register managed by the State Administration 
for Industry and Commerce, which is the 
Chinese equivalent of the "Yellow Pages." Id. 
at ¶ 5. No address is provided on its eBay 
Internet store. Martin Declaration at ¶ 7.

        Defendant's address was not known 
when this case was filed and remains 
unknown, so the Hague Convention does not 
apply. As such, this Court's Order [24] 
permitting LS&Co. to complete service of 
process to Defendant via email pursuant to 
Federal Rule of Civil Procedure 4(f)(3) 
remains proper, and Defendant's Motion 
should be denied. In addition, this Court 
should award fees and costs to Plaintiff since 
Defendant's Motion was predicated on 
providing a false address to Plaintiff.

ARGUMENT

A. The Hague Convention Does Not 
Apply Because Defendant's Address Is 
Not Known

        The United States and China are 
signatories to the Hague Service Convention. 
Martin Declaration at ¶ 2. However, Article 1 
of the Hague Convention states that "[t]his 
Convention shall not apply where the address 
of the person to be served with the document 
is not known." Id. The Hague Convention 
does not apply in this case because Defendant 
has no known physical

Page 5

address. Indeed, LS&Co.'s investigation of 
Defendant has revealed that Defendant's 
"physical address" is incomplete and fake.

        LS&Co. has investigated this address 
based on the information provided by 
Defendant's counsel: 1225 Room, Qian Jin 
Business Building No.1 Building, Tin He 
District, Guangzhou City, Guangdong 
Province, China.3 First, based on a search, 
LS&Co.'s investigator found that the Qian Jin 
Business Building does exist in the Tian He 
District of Guangzhou City, Guangdong 
Province. Fu Declaration at ¶ 3. LS&Co.'s 
investigator determined that this building is 
located on No. 212 Che Po West Road, Tianhe 
District, Guangzhou City. Id. This indicates 
that the address provided by Defendant's 
counsel to LS&Co., and provided in 
Defendant's Motion [45] was incomplete, as it 
lacked a street name and number.

        Image materials not available for display.

Qian Jin Business Building, Fu 
Declaration at ¶ 4, Exhibit

1 to Fu Declaration

        This building hosts several companies, 
but none of the businesses are located in the 
1225 Room. Id. at ¶ 3. LS&Co. further 
retained an investigator to conduct a field 
investigation of the Qian Jin Business 
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Building. Id. at ¶ 4. Qian Jin Business 
Building has eight floors, and the

Page 6

house number of every room in the building 
begins with the number "8." Id. The Qian Jin 
Business Building hosts various companies. 
Id. LS&Co.'s field investigation included a 
comprehensive search of each of the eight 
floors of the building, and LS&Co.'s 
investigator did not locate 1225 Room in the 
building. Id. LS&Co.'s investigator further 
asked the estate management staff of the 
building about 1225 Room, and the estate 
management staff informed the investigator 
that there was not a 1225 Room in the 
building. Id. Finally, LS&Co.'s investigator 
also asked the staff members of the various 
companies in the Qian Jin Business Building, 
as well as the estate management staff of the 
building, about "yogee mall." Id. The 
companies' staff members had not heard of 
"yogee mall," and the estate management 
staff informed the investigator that there was 
no "yogee mall" in the building. Id.

        Finally, LS&Co.'s investigator searched 
the company register managed by the State 
Administration for Industry and Commerce 
("AIC") (the Chinese equivalents of the 
business "Yellow Pages"). Id. at ¶ 5. Neither 
"yogee mall" nor its Chinese language 
equivalent name have been registered with 
the AIC. Id. As such, LS&Co. is not able to 
obtain any information about Defendant's 
business, including its address. Defendant's 
address is not known, and the Hague 
Convention does not apply.

B. Defendant Was Severed Pursuant to 
This Court's Properly Entered Fed. R. 
Civ. P. 4(f)(3) Order [24]

        a. The Hague Convention Is Not 
Mandatory

        Rule 4(f) does not require that a party 
attempt service of process through the Hague 

Convention as prescribed in Rule 4(f)(1) 
before petitioning the Court for alternative 
relief under Rule 4(f)(3). According to its 
plain language, Fed. R. Civ. P. 4(f)(3) requires 
that service must be (1) directed by the Court, 
and (2) not prohibited by international 
agreement. Rio Props. v. Rio Int'l Interlink, 
284 F.3d 1007, 1014 (9th Cir. 2002). No other 
limitations are evident from the
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text. Id. Rule 4(f)(3) "is not subsumed within 
or in any way dominated by Rule 4(f)'s other 
subsections; it stands independently, on equal 
footing. Moreover, no language in Rules 
4(f)(1) or 4(f)(2) indicates their primacy, and 
certainly Rule 4(f)(3) includes no qualifiers or 
limitations which indicate its availability only 
after attempting service of process by other 
means." Id. at 1015.

        At the November 2, 2016 hearing, 
opposing counsel argued that the Supreme 
Court had said that service by the Hague 
Convention is mandatory where it is 
applicable. Transcript of the November 2, 
2016 Motion Hearing [47] at p. 6, ll.19-22 
(citing Volkswagenwerk Aktiengesellschaft v. 
Schlunk, 486 U.S. 694, 705 (1988)).4 
Volkswagenwerk Aktiengesellschaft v. 
Schlunk found that the Hague Convention did 
not apply when process was served on a 
foreign corporation by serving its domestic 
subsidiary within the United States. 
Volkswagenwerk Aktiengesellschaft, 486 
U.S. at 698-708. Importantly, 
Volkswagenwerk was decided in 1988, well 
before Fed. R. Civ. P. 4 was amended in 1993 
to include subsection Fed. R. Civ. P. 4(f)(3) 
and before the commercial Internet even 
existed. Martin Declaration at ¶ 3. As such, 
the Supreme Court's language in 
Volkswagenwerk Aktiengesellschaft v. 
Schlunk is not precedential with respect to 
this Court's authority to order alternative 
service under Fed. R. Civ. P. 4(f)(3). Such an 
interpretation is also contrary to 
congressional intent since the addition of 
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Rule 4(f) was explicitly made in consideration 
of the Hague Convention. See Exhibit 3 to 
Martin Declaration at p. 16.

        Since "[the Supreme Court] has not 
provided clear guidance as to how the 
requirements of the Hague Convention 
interact with a court's authority to order 
alternative service under Rule 4(f)(3)," many 
courts "have reasoned that alternative service 
may be ordered pursuant to Rule 4(f)(3) as 
long as the alternative method of service is 
not expressly prohibited by the Convention

Page 8

or objected to by the receiving state." 
Richmond Techs., Inc. v. Aumtech Bus. 
Solutions, 2011 U.S. Dist. LEXIS 71269, at 
*40 (N.D. Cal. July 1, 2011). Numerous courts 
have authorized alternative service pursuant 
to Fed. R. Civ. P. 4(f)(3) even when the 
defendant resides in a country that is a 
signatory to the Hague Convention, including 
against China-based defendants. See id. at 
*40-41; In re LDK Solar Securities Litigation, 
2008 U.S. Dist. LEXIS 90702, at *11 (N.D. 
Cal. June 12, 2008) (authorizing alternative 
service pursuant to Fed. R. Civ. P. 4(f)(3)); 
Williams-Sonoma Inc. v. Friendfinder Inc., 
2007 U.S. Dist. LEXIS 31299, at *5-7 (N.D. 
Cal. Apr. 17, 2007) (same).

        b. Email Service Not Prohibited by 
The Hague Convention

        Courts have also agreed that service by 
email is not prohibited by the Hague 
Convention. Maclean-Fogg Co. v. Ningbo 
Fastlink Equip. Co., 2008 U.S. Dist. LEXIS 
97241, at *5 (N.D. Ill. Dec. 1, 2008) (holding 
that "[t]he Hague Convention does not 
prohibit service by e-mail or facsimile"); 
Nanya Tech. Corp. v. Fujitsu, Ltd., 2007 U.S. 
Dist. LEXIS 5754, at *7 (D. Guam Jan. 25, 
2007). Additionally, the law of the People's 
Republic of China does not appear to prohibit 
electronic service of process. Martin 
Declaration at ¶ 4. Accordingly, email service 

is appropriate under Fed. R. Civ. P. 4(f)(3) 
since it is not prohibited by the Hague 
Convention.

        c. Defendant Received Actual 
Notice of This Lawsuit

        Finally, email service in the case 
comported with constitutional notions of due 
process, because it was reasonably calculated, 
under all of the circumstances, to apprise 
Defendant of the pendency of this action and 
afford it an opportunity to present objections. 
See Maclean-Fogg Co., 2008 U.S. Dist. 
LEXIS 97241, at *5. On August 16, 2016, 
pursuant to this Court's Order, LS&Co. served 
Defendant. [25]. Counsel has appeared on 
behalf of Defendant, and Defendant has had 
the opportunity to present objections.

Page 9

C. This Court Should Award Attorney's 
Fees and Costs to LS&Co.

        As established previously, the address 
provided by Defendant in a sworn declaration 
[41-1] is fictitious and incomplete. Defendant 
is likely aware that if LS&Co. were to attempt 
service on Defendant using the Hague 
Convention and the address it provided, it 
would not be successful. It would also be 
costly for LS&Co. and would take upwards of 
six months - all while Defendant was already 
properly served pursuant to this Court's 
Order [24], and Defendant received said 
service.

        This Court has the inherent power "to 
sanction litigants and their attorneys for bad-
faith conduct or willful disobedience of a 
court's orders." Intellect Wireless, Inc. v. 
Sharp Corp., 2015 U.S. Dist. LEXIS 44070, at 
*70 (N.D. Ill. Apr. 3, 2015) (internal citations 
and quotations omitted). A court may 
sanction conduct under its inherent powers 
when a party has acted in bad faith, 
vexatiously, wantonly, or for oppressive 
reasons. Judson Atkinson Candies, Inc. v. 
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Latini-Hohberger Dhimantec, 529 F.3d 371, 
386 (7th Cir. 2008).

        It is clear that Defendant is trying to 
avoid consequences for its actions by 
demanding LS&Co. attempt service under the 
Hague Convention to a fake address. 
Accordingly, this Court should consider all 
appropriate remedies against Defendant, 
including awarding attorney's fees and costs 
to LS&Co., sanctions against Defendant, and 
any other actions that it deems appropriate to 
deter such conduct in the future.

Page 10

CONCLUSION

        Accordingly, for the reasons stated 
herein, LS&Co. respectfully requests that this 
Court deny Defendant's Amended Motion to 
Dismiss Pursuant to Rule 12(b)(5) and 
Motion to Quash Service [45].

Dated this 16th day of November 2016.

        Respectfully submitted,

        /s/ Justin R. Gaudio
        Kevin W. Guynn
        Amy C. Ziegler
        Justin R. Gaudio
        Jessica L. Bloodgood
        Greer, Burns & Crain, Ltd.
        300 South Wacker Drive, Suite 2500
        Chicago, Illinois 60606
        312.360.0080 / 312.360.9315 (facsimile)
        kguynn@gbc.law
        aziegler@gbc.law
        jgaudio@gbc.law
        jbloodgood@gbc.law

        Counsel for Plaintiff Levi Strauss & Co.
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CERTIFICATE OF SERVICE

        I hereby certify that on the 16th day of 
November 2016, I will electronically file the 

foregoing with the Clerk of the Court using 
the CM/ECF system. The CM/ECF system 
will send a "Notice of E-Filing" to the 
attorneys of record in this case.

        /s/ Justin R. Gaudio
        Kevin W. Guynn
        Amy C. Ziegler
        Justin R. Gaudio
        Jessica L. Bloodgood
        Greer, Burns & Crain, Ltd.
        300 South Wacker Drive, Suite 2500
        Chicago, Illinois 60606
        312.360.0080 / 312.360.9315 (facsimile)
        kguynn@gbc.law
        aziegler@gbc.law
        jgaudio@gbc.law
        jbloodgood@gbc.law

        Counsel for Plaintiff Levi Strauss & Co.

--------

Footnotes:

        1. This Court should not be 
misunderstood as ascribing that falsity to the 
counsel who have appeared in this action on 
behalf of yogee-mall. It assumes that counsel 
advanced their client's contention in good 
faith reliance on the client's representations 
to them.

        2. Defendant's counsel has informed 
LS&Co. that Defendant was sued in a 
different action by Plaintiff's counsel for 
trademark counterfeiting, but has refused to 
identify which case or the store name under 
which Defendant was operating. Martin 
Declaration at ¶ 6.

        3. This address was provided by 
Defendant's counsel (Martin Declaration at ¶ 
5), as well as in Defendant's Motion [45] and 
in a declaration of Xiao Wei Yuan [41-1] 
under penalty of perjury.

        4. Defendant did not cite 
Volkswagenwerk Aktiengesellschaft v. 
Schlunk in its Motion. [45].
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JAY MARSHALL STRABALA,
individually and doing business as 

2DEFINE ARCHITECTURE, Plaintiff,
v. 

QIAO ZHANG and ZHOU SHIMIAO,
d/b/a/ PUFINE (SHANGHAI) 
ARCHITECTS DESIGN FIRM 
(GENERAL PARTNERSHIP),

also d/b/a DIFINE (SHANGHAI) 
ARCHITECTS DESIGN FIRM 
(GENERAL PARTNERSHIP), 

Defendants.

No. 15 C 1228

UNITED STATES DISTRICT COURT 
NORTHERN DISTRICT OF ILLINOIS 

EASTERN DIVISION

November 18, 2016

Judge Thomas M. Durkin

MEMORANDUM OPINION AND 
ORDER

        Plaintiff Jay Marshall Strabala brought 
this action against Defendants Qiao Zhang 
and Zhou Shimiao (referred to collectively as 
"Defendants" and individually as "Zhang" and 
"Zhou")1 alleging defamation and intentional 
interference with his business. The parties are 
former partners in an architectural services 
firm called 2DEFINE Architecture 
("2DEFINE"). For reasons that are very much 
in dispute, the partnership soured and 
litigation ensued, first in China where the 
partnership was centered, and then in Illinois 
with the current lawsuit. In a minute order 
entered on October 31, 2016, the Court ruled 
on several pending motions as follows:
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(1) Plaintiff's Motion to Strike Exhibits to 
Defendants' Reply, R. 41, was granted; (2) 
Defendants' Rule 12(b) Motion to Dismiss, R. 
30, was granted in part and denied in part, 
with (a) the motion to dismiss for lack of 

subject matter jurisdiction being denied, (b) 
the motion to dismiss for lack of service of 
process being denied, (c) the motion to 
dismiss for lack of personal jurisdiction being 
denied as to Count 1 (Defamation) and 
granted as to Count II (Intentional 
Interference), (d) the motion to dismiss 
Count II (Intentional Interference) for failure 
to state an adequate claim for relief being 
granted; and (3) Defendants' Motion to 
Vacate Default Judgment, R. 22, was granted. 
The Court now sets forth the reasons for these 
rulings.

BACKGROUND2

        Strabala is an American architect whose 
practice focuses on the design of performing 
arts complexes, convention centers, and high-
rise office buildings. See R. 33-1 (Strabala 
Decl., ¶ 3); R. 33-9 at 10; 
www.flickr.com/people/architectural-
design/?ytcheck=1 (stating that Strabala is an 
expert in supertall building design, 
sustainable design of commercial buildings, 
and the design of performing arts venues). In 
promotional materials for his architectural 
firm, Strabala is described as a leader of "the 
next generation of Super-tall Building 
Designers," who designed the two tallest 
skyscrapers in the world—the Dubai Burj 
Khalifa in the United Arab Emirates 
(currently the tallest building in the world) 
and the Shanghai Tower in China (currently 
the second tallest building in the world, the 
tallest building in
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China, and the tallest building in the world 
with "two skins"3). Other notable projects of 
Strabala's include the Houston Ballet Center 
for Dance, the Yingkou Convention and 
Exposition Center in China, and the 
Convention and Exhibition Center in Hong 
Kong.

        Strabala was born in Seattle and grew up 
in San Francisco. He went to undergraduate 
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school at UCLA and then received a Master of 
Architecture at Harvard. His first job after 
graduating from Harvard was with the 
architectural firm of Skidmore Owings & 
Merrill ("SOM") in Chicago. He lived in a 
rented apartment for roughly his first ten 
years, and then, in or around 1999, he and his 
wife purchased a condominium in a well-
known high-rise building in Chicago designed 
by the famed architect Ludwig Mies van der 
Rohe (hereinafter "the Lake Shore Drive 
Condo"). Strabala worked at SOM until 
March 2006, at which time he accepted a 
position with the Houston office of another 
architectural design firm, M. Arthur Gensler 
Jr. & Associates, Inc. ("Gensler"). From 2006 
until 2008, Strabala made frequent trips to 
Shanghai as part of Gensler's team preparing 
to offer a design bid for the Shanghai Tower. 
In 2008, it was announced that Gensler had 
won the design competition, and thereafter 
Strabala began working almost exclusively 
from Shanghai while the Tower was being 
constructed.

        In March 2010, before the Tower was 
completed, Strabala had a falling out with 
Gensler and his employment with that firm 
terminated. A short time later,
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Strabala formed his own architectural firm 
called Strabala & Woo Architects, LLC.4 
Strabala is the majority shareholder of S&W 
and his wife is the Secretary. In June 2010, 
Strabala and three Chinese partners (Zhang, 
Zhou, and one other who has since left the 
partnership) founded 2DEFINE, with 
Strabala funding the partnership's start-up 
costs through a transfer of capital from S&W.5

        From 2010 to 2014, 2DEFINE was 
commissioned to design four super tall towers 
in China, with Strabala as the lead designer. 
Strabala remained in Shanghai during this 
time. While working on those projects from 
China, Strabala also was being sued in the 
United States by his two former employers. In 

a lawsuit filed in the Northern District of 
Illinois in June 2011, Gensler alleged that 
after Strabala founded his own firm he 
publicly misrepresented his role in several 
projects, including the Shanghai Tower, while 
minimizing or entirely omitting the nature of 
Gensler's contribution. The day after Gensler 
filed its lawsuit, SOM made similar 
allegations against Strabala (including the 
allegation that he falsely took design credit 
for the Burj Khalifa) in a lawsuit filed in the 
Southern District of New York. In February 
2012, the district court in Gensler's lawsuit 
dismissed the case for failure to state a claim, 
while, in June 2012, the district court in 
SOM's lawsuit
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transferred the case to the Northern District 
of Illinois where the court would have 
personal jurisdiction over Strabala. About six 
months after the SOM lawsuit was transferred 
to Illinois, that case settled. Meanwhile, 
Gensler had filed an appeal from the district 
court's dismissal of its lawsuit. Approximately 
two years after the district court's dismissal, 
the Seventh Circuit issued an opinion 
vacating and remanding the case with 
instructions to the district court to conduct 
further proceedings.6 Approximately six 
months after the Seventh Circuit's ruling 
(which was shortly after the present lawsuit 
was filed), Gensler voluntarily dismissed the 
case.

        The complaint in this case alleges that 
while all of the above was taking place, Zhang 
and Zhou were secretly diverting money from 
2DEFINE. Strabala alleges that, in 
approximately March 2014, he discovered the 
existence of two separate Chinese 
partnerships with similar-sounding names to 
2DEFINE's Chinese name (the DeFan entity). 
Strabala claims Zhang and Zhou secretly 
formed those entities to facilitate their 
embezzlement. Zhang and Zhou, of course, 
deny any wrongdoing. Whatever the reason 
for the partnership's break-up, litigation in 
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China between the parties followed Strabala's 
alleged discovery. The complaint before this
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Court asserts that, while the Chinese litigation 
was on-going,7 Zhang and Zhou sent e-mails 
to various business and professional 
associates of Strabala's falsely accusing him of 
numerous improprieties, including forging 
signatures on documents, engaging in "visa 
fraud," engaging in the unauthorized use of 
copyrighted software, misrepresenting his 
accomplishments and status as a designer 
and architect, and engaging in "money 
laundry [sic]" and "tax fraud." R. 1 at 8 (¶ 33). 
At least some of the individuals who received 
the e-mails are located in Chicago, including 
Strabala's accountant, his attorney, several 
former colleagues at SOM, and the Executive 
Director of the Council of Tall Buildings, of 
which Strabala is a member. Strabala also 
alleges that Zhang and Zhou have 
communicated Strabala's confidential 
business information to Gensler and SOM, 
stolen property belonging to 2DEFINE, and 
interfered with 2DEFINE's clients and 
employees.

        Strabala filed this complaint on February 
9, 2015 and attempted to effect service on 
Zhang and Zhou through the Chinese 
Ministry of Justice pursuant to the 
procedures set forth in the Hague Convention 
on the Service Abroad of Judicial and 
Extrajudicial Documents in Civil or 
Commercial Matters ("Hague Convention"). 
On November 10, 2015, Strabala informed the 
Court that he was having trouble serving 
Zhang and Zhou in China, and requested that 
the Court enter an order granting him 
permission to serve by alternative means. On 
November 17, 2015, the
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Court entered an order permitting alternative 
service by e-mail and Federal Express. On 
January 12, 2016, believing that the e-mail 

service had been successful and with the time 
for an answer or response to the complaint 
having expired, Strabala filed a motion for 
default judgment. The Court granted 
Strabala's motion on January 14, 2016, and 
an Order of Default Judgment was entered on 
the docket on January 19, 2016. See R. 17. 
Approximately four weeks later, Zhang and 
Zhou appeared in the case and filed the 
Motion to Vacate and Motion to Dismiss, in 
which they argue the Court's entry of default 
is void and the case should be dismissed 
because the Court lacks subject matter 
jurisdiction over the complaint and personal 
jurisdiction over them and because Strabala's 
service of process on them was invalid. In the 
alternative, Zhang and Zhou argue in their 
Motion to Vacate that, even if the entry of 
default against them was not void, it should 
be vacated because they had good cause for 
their default, they took quick action to correct 
it, and a meritorious defense to the complaint 
exists. They also argue that Count II of the 
complaint should be dismissed because it fails 
to state a legally adequate claim for relief.

MOTION TO VACATE DEFAULT 
JUDGMENT

        Federal Rule of Civil Procedure 55(c) 
provides that the district court may set aside 
an entry of default "[f]or good cause shown," 
and may set aside a default judgment "in 
accordance with Rule 60(b)." Fed. R. Civ. P. 
55(c). Regardless of which standard applies,8 
Defendants would be entitled to an order 
vacating the default
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entered against them if the Court lacks 
subject matter jurisdiction over the case or 
personal jurisdiction over them, or if 
Defendants received insufficient service of 
process. See, e.g., Trade Well Int'l v. United 
Cent. Bank, 825 F.3d 854, 859 (7th Cir. 2016) 
(a final judgment is void and must be set 
aside if the court lacked personal jurisdiction 
or if the party against whom the judgment 
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was entered was not adequately served); 
United States v. Indoor Cultivation Equip. 
from High Tech Indoor Garden Supply, 55 
F.3d 1311, 1316 (7th Cir. 1995) ("a judgment is 
void for purposes of Rule 60(b)(4) if the court 
that rendered it lacked jurisdiction of the 
subject matter, or of the parties, or if it acted 
in a manner inconsistent with due process of 
law") (internal quotation marks and citation 
omitted). A district court's refusal to vacate a 
void judgment constitutes a per se abuse of 
discretion. Trade Well Int'l, 825 F.3d at 859. 
But even if the entry of default against 
Defendants was not void on jurisdictional 
grounds, the Court can still vacate it under 
general "good cause" principles applicable to 
Rule 55(c) motions. The Court will begin by 
assuming for present purposes only that the 
entry of default is not void on jurisdictional 
grounds, and resolve the easier question first 
of whether the entry of default should be 
vacated for "good cause." Finding good cause 
to exist for vacating the entry of
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default, the Court will then go on in the next 
sections to address Defendants' jurisdictional 
arguments for dismissal of the complaint.

        "A party seeking to vacate an entry of 
default prior to the entry of final judgment 
must show: (1) good cause for the default; (2) 
quick action to correct it; and (3) a 
meritorious defense to the complaint." Cracco 
v. Vitran Express, Inc., 559 F.3d 625, 630 
(7th Cir. 2009) (internal quotation marks and 
citation omitted) Strabala argues that 
Defendants cannot show good cause for 
failing to respond to this lawsuit in a timely 
manner because, among other things, they 
knew about the litigation as early as May 2015 
when Strabala personally hand-delivered a 
copy of the complaint to Zhou at a court 
proceeding in Shanghai. Moreover, Strabala 
points out that both Zhou and Zhang were 
served with a copy of the complaint and 
summons by e-mail and still did not file a 
timely response. Instead, they waited until an 

e-mail was sent notifying them of the motion 
for entry of default, and only then did they 
take action to obtain an attorney in the 
United States and file the Motion to Vacate.

        In response, Defendants admit that, in 
May 2015, Strabala "threw a copy of the 
Complaint at Defendant Zhou" at a court 
proceeding in Shanghai and that Zhou 
immediately showed it to Zhang. But 
Defendants contend "they did not appreciate 
that they had been sued in Illinois" at this 
time because they "are Chinese architects 
with no legal training or familiarity with the 
U.S. legal system." R. 22 at 5. Further, 
because Strabala already had filed a lawsuit 
against them in Shanghai, they argue they 
reasonably assumed that if he intended to sue 
them again "he
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would do so in China." Id. They also contend 
that receipt of e-mail service did not 
adequately notify them of the lawsuit because 
it was their belief, based on Chinese law, "that 
service could only be properly made on them 
through formal government service, as 
opposed to an e-mail to one of them from a 
secretary at counsel's office." Id.

        Before the break-up of 2DEFINE, 
Defendants were involved in Strabala's 
defense of the SOM and Gensler litigation. 
Therefore, the Court takes Defendants' 
assertion that they have no "familiarity with 
the U.S. legal system" with a grain of salt. 
While they may not be familiar with the 
specifics of American civil procedure, they are 
business professionals with past experience 
working for American companies (in Zhang's 
case, living and working in the United States). 
Even without this business background, a 
reasonably diligent person would have made 
inquiries or sought expert advice as to how to 
respond, not simply ignore something which 
they both claim they did not understand. The 
Court also is skeptical of Defendants' 
assertion that they did not realize Strabala 
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was intending to sue them in the United 
States. Both Zhang and Zhou have 
represented to the Court that they are fluent 
in English, and the case caption on the 
complaint clearly informed them that the 
lawsuit was in the United States. Finally, the 
Court does not accept as "good cause" 
Defendants' explanation that they did not 
respond to the complaint because they 
questioned whether service by e-mail was 
legally sufficient. "[S]ervice of process laws 
are designed to ensure defendants receive 
notice in accordance with concepts of due 
process." United States v. Jiles, 102 F.3d 278, 
282 (7th Cir. 1996). For this
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reason, the plaintiff must effect proper service 
pursuant to Rule 4, even if the defendant has 
actual notice of the lawsuit. See McMasters v. 
United States, 260 F.3d 814, 817 (7th Cir. 
2001). Nevertheless, the requirement of 
formal service is not intended to provide a 
defendant who has actual knowledge that a 
lawsuit was filed against him with an excuse 
for ignoring service. To be sure, a defendant 
who receives actual notice of a lawsuit has the 
right to insist on strict adherence to 
procedural formalities. But the issue here is 
not whether Defendants' actual knowledge of 
the litigation conferred jurisdiction when 
process was not properly served. Rather, the 
issue is, assuming valid service of process, 
whether Defendants' belief that there were 
defects in the service of process constituted 
good cause for their default. Defendants are 
free to do exactly as they did, which is, to 
simply ignore the lawsuit. But by doing so, 
they assumed the risk they might be wrong 
about whether the form of service was legally 
sufficient. Defendants were not forced to take 
that risk because, knowing about the lawsuit, 
they could have immediately obtained legal 
representation and filed a motion to quash 
service. Being wrong about what is legally 
sufficient service, however, is not good cause 
to excuse their default. See O'Brien v. R.J. 
O'Brien & Assocs., Inc., 998 F.2d 1394, 1402-

04 (7th Cir. 1993) (where defendant was 
aware of the lawsuit but believed, 
erroneously, that service of process was 
defective, court would not overturn district 
court's denial of motion to vacate default 
judgment, even if, as defendant argued, a 
party has no duty "to challenge service of 
process before proper service of process has 
been
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obtained"; "[t]he district court was not 
compelled to relieve [defendant] of the 
consequences of its improvident tactical 
decision").

        Looking at the record as a whole, the 
Court suspects that Defendants might have 
been trying to evade service.9 But the Court 
will give Defendants the benefit of the doubt 
and assume instead that they did not respond 
to the complaint out of confusion caused by 
the rather complicated situation with multiple 
lawsuits in different countries and service 
effected through an atypical and thus 
unexpected method. Nevertheless, the Court 
need not decide whether Defendants' 
confusion rises to the level of good cause for 
their default. Rule 55(c)'s "good cause" 
standard is a lenient one that does not depend 
on there being a good excuse for the 
defendant's failure to appear in a timely 
manner. Instead, "Rule 55(c) requires 'good 
cause' for the judicial action, not 'good cause' 
for the defendant's error." Sims v. EGA 
Prods., Inc., 475 F.3d 865, 868 (7th Cir. 
2007). Thus, "[d]amages disproportionate to 
the wrong afford good cause for judicial 
action, even though there is no good excuse 
for the defendant's inattention to the case." 
Id. (emphasis in original). Here, the Court's
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refusal to vacate the default would result in 
"damages disproportionate to the wrong" for 
a number of reasons.
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        First and foremost, the delay occasioned 
by Defendants' default did not prejudice 
Strabala by impinging upon his ability to 
pursue the litigation. "[D]elay that imposes 
slight injury does not call for multi-million-
dollar awards." Id. at 869; see, e.g., Fed. 
Trade Comm'n v. Construct Data Publishers, 
2014 WL 7004999, at *6 (N.D. Ill. Dec. 11, 
2014) ("the disproportionate size of the 
default judgment—$9.1 million—in 
comparison with the minimal prejudice 
suffered by the FTC represents good cause to 
vacate the default judgment"). In addition, 
"this Circuit has a well established policy 
favoring a trial on the merits over a default 
judgment." Sun v. Bd. of Trustees of Univ. of 
Ill., 473 F.3d 799, 811 (7th Cir. 2007) (citing 
C.K.S. Eng'rs, Inc. v. White Mountain 
Gypsum Co., 726 F.2d 1202, 1205 (7th Cir. 
1984) (collecting cases)). "For that reason, a 
default judgment should be used only in 
extreme situations, or when other less drastic 
sanctions have proven unavailing." Id. 
Defendants moved to set aside the default 
approximately four weeks after entry of 
default was made. It appears that they only 
acted when they learned that the Court had 
set a date for Strabala to prove-up his 
damages, and, in that sense, they did not act 
as expeditiously as they could have. But once 
having decided to act, the Court is willing to 
assume that it takes longer for a defendant 
located in a foreign country to find legal 
representation in the United States than a 
defendant in another state. For that reason, 
the cases cited by Strabala holding that an 
out-of-state litigant's difficulty in obtaining 
counsel does not constitute good cause to set
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aside default, see R. 38 at 3, are 
distinguishable. Defendants acted relatively 
quickly upon learning of the entry of default 
and responded to the litigation before the 
prove-up hearing took place. At least in this 
respect, they were diligent.

        Defendants also have shown a 
meritorious defense as to Count II of the 
complaint, as discussed later in this opinion, 
and have raised non-frivolous arguments 
regarding the Court's assertion of personal 
jurisdiction over them as to Count I. While 
the Court ultimately rejects Defendants' 
arguments as to Count I (as discussed later in 
this opinion), that rejection only reaches the 
issue of whether Strabala has made out a 
prima facie showing of personal jurisdiction. 
The Court therefore concludes that 
Defendants have shown a possible 
meritorious defense as to both counts in the 
complaint. Since Defendants entered an 
appearance, they have participated in the 
litigation by filing a motion to dismiss on 
jurisdictional grounds, followed by 
jurisdictional discovery and extensive briefing 
on the jurisdictional issues. Thus, Defendants 
have now shown that they are committed to 
actively defending themselves. Given the 
Seventh Circuit's preference for deciding 
cases on the merits and the lack of prejudice 
to Strabala, the Court concludes that it has 
good cause to overlook Defendants' initial 
failure to respond, and accordingly grants the 
Motion to Set Aside the Default Judgment.

MOTION TO DISMISS FOR LACK OF
SUBJECT MATTER JURISDICTION

        Defendants have moved to dismiss the 
complaint for lack of subject matter 
jurisdiction. Before addressing the parties' 
substantive arguments on that motion, 
however, the Court must address Strabala's 
Motion to Strike.
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        A. MOTION TO STRIKE

        1. BACKGROUND

        The documents at issue in Strabala's 
Motion to Strike are Exhibits F and G10 to 
Defendants' reply brief in support of their 
Motion to Dismiss. See R. 39-6; R. 39-7. 
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Exhibit F appears to be a letter from Strabala 
to his wife, delivered by Strabala via e-mail. 
Exhibit G appears to be an e-mail to Strabala 
from someone named "Ding Qing" from the 
"Shanghai Institute of American Studies," 
who purportedly interviewed Strabala for a 
book called "Americans in Shanghai." 
Defendants also have included as part of 
Exhibit G a document they identify as the 
English translation of the article about 
Strabala purportedly written by Ding Qing, 
which is referenced in the e-mail from her as 
being attached. Strabala suggests that both 
the e-mail to his wife with the attached letter, 
and the e-mail from Ding Qing with the 
attached article, may be fake or else doctored 
from documents found on his personal 
laptop, which he alleges Zhang and Zhou stole 
from him. Zhang and Zhou admit that the e-
mails came from Strabala's laptop, but assert 
that the laptop in question was a company 
laptop and therefore that Strabala had no 
privacy interest in its contents.

        As a preliminary matter, the Court notes 
that, for reasons that will be made clear in the 
next section, Exhibits F and G, even if 
considered by the Court, would not change 
the Court's ruling on whether subject matter 
jurisdiction exists over this lawsuit. Indeed, 
Defendants themselves refer to these 
documents as "a relatively
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minor point of corroborative evidence." R. 45 
at 6 n.4. With this admission and the Court's 
analysis and conclusions in the next section 
regarding subject matter jurisdiction, the 
Court could simply deny the Motion to Strike 
without prejudice as being moot and omit any 
discussion of the merits of that motion. 
Nevertheless, the Court has determined that 
the Motion to Strike should be addressed on 
the merits for two reasons: first, the overlap 
and potential impact of the issues raised in 
the parties' briefing on the Motion to Strike 
with the merits issues likely to be in dispute 
in the case going forward; and, second, the 

Court's concerns about potential misconduct 
by the parties to this litigation.11

        2. LACK OF FOUNDATION

        Zhang and Zhou, as the proponents of 
Exhibits F and G, bear the burden of 
establishing a foundation for their admission. 
See United States v. Cejas, 761 F.3d 717, 723 
(7th Cir. 2014) (the admitting party bears the 
"burden of making a prima facie showing that 
the item is genuine"). This is done by 
submitting evidence "sufficient to support a 
finding that the item is what the proponent 
claims it is."
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Fed. R. Evid. 901(a); see Thanongsinh v. Bd. 
of Educ. Dist. U-46, 462 F.3d 762, 779 (7th 
Cir. 2006) ("Rule 901's requirements are 
satisfied if evidence has been introduced from 
which a reasonable juror could find that the 
document is authentic."). "Only a prima facie 
showing of genuineness is required; the task 
of deciding the evidence's true authenticity 
and probative value is left to the jury." United 
States v. Fluker, 698 F.3d 988, 999 (7th Cir. 
2012); see also United States v. Vidacak, 553 
F.3d 344, 349 (4th Cir. 2009) ("The district 
court's role is to serve as gatekeeper in 
assessing whether the proponent has offered 
a satisfactory foundation from which the jury 
could reasonably find that the evidence is 
authentic."). Defendants offer several reasons 
why Exhibits F and G have an adequate 
foundation, each of which are considered and 
rejected below.

        First, the Court rejects Defendants' 
argument that the e-mails do not need to be 
authenticated because they do not have to be 
admissible in court to be considered on a 
motion to dismiss for lack of subject matter 
jurisdiction. The cases cited by Defendants 
involve preliminary, non-final rulings, such as 
a jurisdictional ruling at the pleadings stage 
concerning the amount in controversy, see 
Boncher-Wales Mktg. Grp., Inc. v. GXI Int'l, 
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LLC, 2009 WL 1259354, at *3 (N.D. Ill. May 
1, 2009), and a preliminary injunction 
decision, see Dexia Credit Local v. Rogan, 
602 F.3d 879, 885 (7th Cir. 2010). As the 
Court will discuss in the next section, 
Defendants have presented a factual 
challenge to the Court's subject matter 
jurisdiction. If the Court were to rule in 
Defendants' favor, the ruling would not be 
preliminary but rather would result in 
dismissal of the case. A final decision in 
Defendants' favor actually

Page 18

terminating the case must be based on 
competent evidence. Cf. Whitted v. Gen. 
Motors Corp., 58 F.3d 1200, 1204 (7th Cir. 
1995) (unauthenticated evidence that would 
have been inadmissible at trial may not be 
considered in ruling on summary judgment).

        Second, the Court also cannot accept 
Defendants' contention that Exhibit F has 
been authenticated by Strabala himself when, 
at the direction of this Court after a hearing 
was held on his Motion to Strike, he 
confirmed through his counsel that the letter 
to his wife attached to his e-mail was in fact 
sent by him. Strabala specifically stated that, 
although he sent his wife a letter similar to 
the one included in Exhibit F, he believes 
Defendants' copy of that letter may have been 
doctored. Accordingly, Strabala did not 
authenticate the version of the letter on which 
Defendants rely.12

        Third, the Court rejects Defendants' 
contention that Exhibits F and G are self-
authenticating under Federal Rule of 
Evidence 902(7). Rule 902(7) provides that 
"[a]n inscription, sign, tag, or label 
purporting to have been affixed in the course 
of business and indicating origin, ownership, 
or control," need not be
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supported by extrinsic evidence of 
authenticity. According to Defendants, (1) 
Strabala's electronic signature on his e-mail, 
(2) the 2DEFINE letterhead on Strabala's 
letter to his wife, and (3) the typed name 
"Ding Qing" on her e-mail, together with her 
contact information at the "Shanghai Institute 
of American Studies," constitute "trade 
inscriptions" within the meaning of Rule 
902(7). Defendants, however, cite no case law 
that would support finding that either an 
electronic signature or a typed name and 
address in an e-mail constitute trade 
inscriptions under Rule 902(7). Moreover, 
their argument is inconsistent with Seventh 
Circuit case law holding that a trade 
inscription on the cover of an owner's manual 
does not authenticate the contents of the 
manual. See Whitted, 58 F.3d at 1204 ("The 
owner's manual is not a trade inscription and 
admitting the manual because it had a trade 
inscription on its cover does not comport with 
the rule"). In any event, even if the letterhead 
on the letter to Strabala's wife constitutes a 
"trade designation," it would be one for 
2DEFINE not Strabala personally. And, even 
if the e-mail from Ding Qing is authenticated 
by her typed name and address, the article 
submitted as part of Exhibit G is not 
authenticated by the e-mail because 
Defendants have not submitted an affidavit or 
other evidence establishing that the article 
they include in Exhibit G is a true and correct 
copy of the attachment referenced by Ding 
Qing in the e-mail.

        Aside from the above, Rule 902(7) only 
provides for "presumptive authenticity," and 
"does not preclude the opponent from 
challenging the authenticity of the offered 
writing, such as with proof that the document 
is a phony
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or bears a forged signature. Nor does it 
resolve questions as to the source or accuracy 
of information that is reported in self-
authenticated documents. Objections can still 
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be made that inadmissible hearsay statements 
or expert opinions are included in, for 
example, newspapers or periodicals." 2 
MCCORMICK ON EVID. § 229.1 (7th ed.). 
Strabala has presented evidence through his 
declaration rebutting the presumptive 
authenticity that might be conferred by Rule 
902(7). For instance, he states that his 
signature is an electronic one which could 
have been placed there without his 
permission because Zhang and Zhou had 
access to it through 2DEFINE's computers. 
He also states that these e-mails were located 
on the hard drive of his personal laptop, 
which was stolen from him by Zhang and 
Zhou.

        Defendants do not expressly deny 
Strabala's accusation that they stole his 
personal laptop. Their only argument is that 
the e-mails were found on Strabala's work 
laptop. If the e-mails came from Strabala's 
personal laptop and if Defendants stole that 
laptop, the evidence would be inadmissible. 
See Xyngular Corp. v. Schenkel, 2016 WL 
4126462, at *33 (D. Utah Aug. 2, 2016) (court 
"may use its inherent powers to sanction a 
party who circumvents the discovery process 
and the rules of engagement employed by the 
federal courts by improperly obtaining 
evidence before litigation and then 
attempting to use that evidence in litigation"); 
cf. Coal. for an Airline Passengers' Bill of 
Rights v. Delta Air Lines, Inc., 693 F. Supp. 
2d 667, 675 (S.D. Tex. 2010) ("hacking into a 
person's private computer and stealing 
personal correspondence would represent an 
intentional intrusion on the victim's private 
affairs . . . highly offensive to a reasonable 
person"). But even if,
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as Defendants contend, the e-mails came 
from Strabala's work laptop, Strabala is the 
majority shareholder, legal representative, 
and design partner for 2DEFINE. Defendants 
do not explain how or why they are in 
possession of his work laptop. Nor do they 

cite any precedent for the Court to consider 
on whether their appropriation of 
information from Strabala's work computer 
was legally permissible because the computer 
was owned by the partnership and not 
Strabala personally and/or because 
Defendants had the ability as administrators 
of the partnership's computer system to view 
the laptop's contents without breaking into it. 
The Court is not prepared to summarily rule 
in Defendants' favor on those issues without 
development of the legal arguments 
supporting Defendants' position. See Valley 
Air Serv. v. Southaire, Inc., 2009 WL 
1033556, at *18 (N.D. Ill. Apr. 16, 2009) 
("[t]he court is not required to construct 
arguments for a party").

        While a conclusory foundational 
challenge made without any "sound reason to 
doubt" a document's authenticity, Cejas, 761 
F.3d at 724, may be disregarded, Strabala's 
stated reasons for doubting the authenticity 
of the e-mails here are neither conclusory nor 
lacking in sound reason. This is particularly 
true given the nature of e-mails in general.

Both email and electronic chats 
are faceless means of 
communication, with users 
identified by an email address 
or username. The recipient 
cannot, simply by looking at the 
email address or username 
provided in the document, 
readily identify the true identity 
of a message's sender. Even 
where the email address or 
username employed by the 
sender is an eponym, as likely is 
the case here, the sender's 
identity is not immediately 
discernable. In neither case can 
the recipient rely on the use of 
an email address or username 
to conclude that a third party 
has
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not made surreptitious use of an 
otherwise familiar account.

United States v. Shah, 125 F. Supp. 3d 570, 
577 (E.D.N.C. 2015); see also Jimena, 2011 
WL 2551413, at *6 ("'[w]hen the recipient of 
an e-mail attempts to prove that the message 
was authored by a particular individual whose 
name appears in the header, such self-
identification by designated sender is 
insufficient to establish authorship.'") 
(quoting Paul R. Rice, ELECTRONIC 
EVIDENCE: LAW & EVIDENCE 348 (2d ed. 
2008)); Note, "God Mail": Authentication 
And Admissibility of Electronic Mail In 
Federal Courts, 34 AM. CRIM. L. REV. 1387, 
1388 (1997) (stating that "the increasing use 
of electronic mail in the United States, 
combined with the ease with which it can be 
forged, should at least give courts pause").

        Direct proof of authenticity would consist 
of testimony by Strabala and Ding Qing, or 
someone who witnessed those individuals 
sending the e-mails, attesting that the 
documents in question are the actual, un-
doctored emails sent by the authors. See 
Fluker, 698 F.3d at 999 (citing Mark D. 
Robins, Evidence at the Electronic Frontier: 
Introducing E-Mail at Trial in Commercial 
Litigation, 29 RUTGERS COMPUTER & 
TECH. L.J. 219, 226 (2003)). But indirect 
evidence of authenticity also may be 
sufficient. Id. Indirect evidence generally 
consists of testimony from "someone who 
personally retrieved the e-mail from the 
computer to which the e-mail was allegedly 
sent" together with other circumstantial 
evidence such as the e-mail address in the 
header and the substance of the email itself. 
U.S. Equal Emp't Opportunity Comm'n v. 
Olsten Staffing Servs. Corp., 657 F. Supp. 2d 
1029, 1034 (W.D. Wis. 2009). Defendants 
rely solely on indirect evidence of
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authenticity consisting of their own affidavits 
in which they state that the e-mails were 

taken by them from what they claim to be 
Strabala's work computer.13 Defendants are 
interested parties and the persons accused of 
theft. While Defendants state in their 
affidavits that they did not doctor the e-mails, 
given Strabala's theft charges and testimony 
that the e-mails do not appear the same as he 
remembers,14 the Court finds that 
Defendants' testimony is insufficient by itself 
to establish an adequate foundation for 
admission. See, e.g., United States v. 
Jackson, 208 F.3d 633, 638 (7th Cir. 2000) 
(web postings excludable for lack of 
foundation because defendant had not shown 
they "actually were posted by the groups, as 
opposed to being slipped onto the groups' 
web sites by [defendant] herself, who was a 
skilled computer user"); Brown v. Great-W. 
Healthcare, 2007 WL 4730651, at *4 (N.D. 
Ga. June 8, 2007) (holding that "[t]here is 
simply insufficient evidence of [the e-mails'] 
authenticity . . . [to] overcome the lack of 
trustworthiness caused by the facts that: (1) 
[the plaintiff] found the questioned e-mails 
on her chair; (2) [she] had access to [the 
alleged sender's] private e-mail account; (3) 
neither party's expert could find the 
questioned e-mails on [the defendant's]
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computer system; and (4) the purported 
authors and recipients deny that they are 
authentic").

        The Court acknowledges counsel's 
statement in Defendants' reply brief that they 
take allegations of evidence tampering 
seriously and that they investigated the 
evidence before submitting it to the Court by 
verifying through metadata that no tampering 
took place. See R. 45 at 5. The Court does not 
question counsel's sincerity, although the 
proper way to submit this information for 
purposes of laying an evidentiary foundation 
would have been with a sworn declaration or 
affidavit rather than in statements made in a 
footnote of the reply brief. In any event, 
counsel also are not neutral third parties, nor 
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have they shown that they are computer 
experts qualified to attest to the e-mails' 
authenticity. Moreover, it would be unfair to 
accept their word in a footnote in a brief 
without, at the very least, allowing Strabala 
the opportunity to conduct his own 
investigation of the laptop on which 
Defendants claim to have found the e-mails 
and to which Strabala states he has not had 
access. This is particularly true given, as 
Strabala points out in his supplemental 
declaration (R. 46 at 3, ¶ 12), the metadata 
submitted to "prove" counsel's 
representations (attached as an exhibit to 
Defendants' response to the Motion to Strike, 
R. 45-4) is not attested to, does not reference 
any particular document, shows a date for 
"last printed" which is three months prior to 
the date of creation, and lists Defendant 
"Qiao Zhang" as the "author." For these 
reasons, the
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Court concludes that Exhibits F and G have 
not been properly authenticated, and grants 
Strabala's Motion to Strike.15

        B. SUBJECT MATTER 
JURISDICTION

        1. STANDARD OF PROOF

        A challenge to a district court's subject 
matter jurisdiction is made under Federal 
Rule of Civil Procedure 12(b)(1). Rule 12(b)(1) 
motions come in two varieties: (1) facial 
attacks and (2) factual attacks. See Apex 
Digital, Inc. v. Sears, Roebuck & Co., 572 
F.3d 440, 443-44 (7th Cir. 2009). Where a 
facial attack is made, the district court takes 
the allegations in the complaint as true, and 
merely questions the sufficiency of the 
pleading. Id. at 443. "In contrast, a factual 
challenge
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lies where the complaint is formally sufficient 
but the contention is that there is in fact no 
subject matter jurisdiction." Id. at 444 
(internal quotation marks and citation 
omitted) (emphasis in original). Zhang and 
Zhou submitted affidavits calling this Court's 
subject matter jurisdiction into question. 
Thus, they presented a factual challenge to 
the Court's subject matter jurisdiction.

        "The presumption of correctness that we 
accord to a complaint's allegations falls away 
on the jurisdictional issue once a defendant 
proffers evidence that calls the court's 
jurisdiction into question. At that point, a 
court need not close its eyes to demonstrated 
jurisdictional deficiencies in a plaintiff's case 
and accord a plaintiff's unproven allegations 
greater weight than substantive evidence to 
the contrary." Commodity Trend Serv., Inc. v. 
Commodity Futures Trading Comm'n, 149 
F.3d 679, 685 (7th Cir. 1998). Responding to 
the affidavits filed by Zhang and Zhou, 
Strabala submitted his own declaration. The 
competing affidavits/declarations 
demonstrated to the Court that the relevant 
jurisdictional facts were in dispute. For this 
reason, the Court directed the parties to 
conduct jurisdictional discovery and then file 
supplemental briefs. The Court has now had 
the opportunity to consider all of the evidence 
submitted by the parties, as well as the initial 
and supplemental briefs. Strabala, as the 
litigant claiming the right to the federal 
forum, bears the burden of proving subject 
matter jurisdiction. Craig v. Ontario Corp., 
543 F.3d 872, 876 (7th Cir. 2008). The 
standard is proof by preponderance of the 
evidence. See Meridian Sec. Ins. v. Sadowski, 
441 F.3d 536, 543 (7th Cir. 2006) 
("banish[ing] from our
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lexicon" the oft-repeated standard 
"[r]easonable probability that jurisdiction 
exists").

        2. ANALYSIS
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        Strabala alleges that this Court has 
jurisdiction over the complaint pursuant to 
28 U.S.C. § 1332(a)(2), which provides for 
original jurisdiction in the federal district 
court over claims between "citizens of a State 
and citizens or subjects of a foreign state." 
The status of Zhang and Zhou as citizens of 
China, a foreign state, is undisputed. 
Therefore, the only issue is Strabala's status 
as a "citizen of a State." Strabala alleges that 
he is a citizen of Illinois. But Zhang and Zhou 
argue that, because Strabala lives in China, he 
is a citizen of the United States without being 
a citizen of any State. If Strabala is indeed 
"stateless," he may not invoke this Court's 
diversity jurisdiction under 28 U.S.C. 
1332(a)(2). See Sadat v. Mertes, 615 F.2d 
1176, 1180 (7th Cir. 1980) ("settled precedent 
establishes that a citizen of the United States 
who is not also a citizen of one of the United 
States may not maintain suit under [the 
diversity statute]").

        a. RULES FOR DETERMINING A 
PARTY'S CITIZENSHIP

        "In federal law citizenship means 
domicile, not residence." Am.'s Best Inns, Inc. 
v. Best Inns of Abilene, L.P., 980 F.2d 1072, 
1074 (7th Cir. 1992) (citing Gilbert v. David, 
235 U.S. 561 (1915)). Residence is where a 
person lives. An individual's domicile, on the 
other hand, "is the place where that 
individual has a true, fixed home and 
principal establishment, and to which, 
whenever that person is absent from the 
jurisdiction, he or she has the intention of 
returning." Wright & Miller,
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13E FED. PRAC. & PROC. JURIS., § 3612 (3d 
ed.); see Texas v. Florida, 306 U.S. 398, 424 
(1939) ("Residence in fact, coupled with the 
purpose to make the place of residence one's 
home, are the essential elements of 
domicile."). "Domicile, therefore, has both a 
physical and a mental dimension." Wright & 
Miller, supra, § 3612; see generally Midwest 

Transit, Inc. v. Hicks, 79 Fed. App'x 205, 208 
(7th Cir. 2003) (unpublished) (reversing 
district court's determination of citizenship 
because court failed to consider defendant's 
contacts with State in relation to his 
statements of intent regarding his 
citizenship). And, it "is more than an 
individual's residence, although the two 
typically coincide." Wright & Miller, supra, § 
3612. Yet, a person can have multiple 
residences but only one domicile. "The very 
meaning of domicil is the technically pre-
eminent headquarters that every person is 
compelled to have in order that certain rights 
and duties that have been attached to it by the 
law may be determined. In its nature it is 
one[.]" Williamson v. Osenton, 232 U.S. 619 
(1914).

        The Seventh Circuit has said that the test 
for domicile works well for cases in which 
residence coincides with intent, but is 
"becoming increasingly outdated as more 
people buy second or even third residences in 
different states." Midwest Transit, Inc., 79 
Fed. App'x at 208. In the latter situation, "the 
test can turn into a complex, even arbitrary, 
inquiry into an individual's intent." Id. (citing 
Galva Foundry Co. v. Heiden, 924 F.2d 729, 
730 (7th Cir. 1991)). As a result of the 
difficulties inherent in the domicile inquiry, 
courts primarily look at intent through 
objective factors. See Sadat, 615 F.2d at 1181 
("[i]ntent is a state of mind which must be 
evaluated through the circumstantial 
evidence of a person's manifested
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conduct") (internal quotation marks and 
citations omitted). Some of the objective 
factors relevant to a person's intent include 
"current residence, voting registration and 
voting practices, location of personal and real 
property, location of financial accounts, 
membership in unions and other associations, 
place of employment, driver's license and 
automobile registration, and tax payments." 
Midwest Transit, Inc., 79 Fed. App'x at 208. 
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"The existence of one or more of these factors 
may weigh in favor of a finding of citizenship, 
but no single factor is conclusive." Id. For this 
reason, each case necessarily turns on its own 
unique combination of facts.

        Before examining the evidence in the 
record relevant to Strabala's domicile, the 
Court notes that it finds extremely troubling 
Strabala's refusal to provide Defendants with 
any pre-2014 discovery on the ground that 
jurisdiction is determined as of the date on 
which the lawsuit is filed. See Denlinger v. 
Brennan, 87 F.3d 214, 216 (7th Cir. 1996) 
("Jurisdiction depends on citizenship at the 
time a case begins."). While the issue for the 
Court is Strabala's domicile on February 9, 
2015, which is the date Strabala filed this 
lawsuit, the facts relevant to determining his 
domicile on that date relate back to Strabala's 
intent when he moved to Houston in 2006 
and then to Shanghai in 2008. Thus, 
jurisdictional discovery should have 
encompassed the entire time period between 
2006 and 2015, and Strabala's position to the 
contrary was frivolous. See, e.g., Perry v. 
Pogemiller, 16 F.3d 138, 140 (7th Cir. 1993) 
("Perry's hyper-technical interpretation of 
assessing domicile [in which he argued that 
the inquiry is restricted to information about 
that party's activities on the date suit is filed] 
is totally lacking in support and in substance 
and thus, an
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appeal based on this argument was destined 
to fail. . . . Therefore, we conclude that 
sanctions are appropriate[.]").

        Zhang and Zhou could have moved to 
compel pre-2014 discovery, but they did not. 
Even so, the Court will infer from Strabala's 
failure to provide pre-2014 discovery that any 
documents from this time period, had they 
been produced, would have pointed to 
Strabala's domicile being somewhere other 
than Illinois. In addition, the Court will 
accord little to no weight to documents 

submitted by Strabala that concern a time 
period after the date on which the complaint 
was filed, finding that such documents are 
more likely to show a post-filing attempt by 
Strabala to create jurisdiction rather than a 
bona fide pre-existing intent regarding his 
domicile.16
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        Notwithstanding the negative inference 
and discounting the post-February 9, 2015 
evidence submitted by Strabala, the Court 
concludes that the preponderance of the 
evidence still supports subject matter 
jurisdiction in this case. In reaching this 
conclusion, the Court has relied on the 
undisputed facts in the record,17 evaluating 
those facts in light of the well established 
principle that "[a] domicile
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once existing continues until another is 
acquired." Desmare v. United States, 93 U.S. 
605, 610 (1876); see Sadat, 615 F.2d at 1181 
(quoting RESTATEMENT (SECOND) OF 
CONFLICT OF LAWS, § 19 (1971)); Wright & 
Miller, supra, § 3612 (the rule that an 
established domicile continues until a new 
one is acquired "represents the conflicts of 
law solution to the problem of locating the 
domicile of an individual" who "pulled up 
stakes" from his former domicile "but either 
has not arrived physically at a new one or has 
arrived but has not yet formulated an 
intention to remain there for the indefinite 
future").18

        It is undisputed that Strabala was 
domiciled in Illinois from roughly 1987 or 
1988 until at least March 2006. Therefore, for 
Illinois to no longer be Strabala's domicile, 
there must be evidence not only that Strabala 
physically resides at a new location but that 
he does so with the "intention to remain there 
indefinitely, or, as some federal courts 
articulate it, the absence of any intention to 
go elsewhere." Wright & Miller, supra, § 3613. 
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Zhang and Zhou argue that the evidence 
overwhelming shows that Strabala is now 
domiciled in China. But the Court concludes 
otherwise, finding that the objective evidence 
of Strabala's intent to maintain his previously 
established domicile in Illinois as against his 
residential status, combined with Strabala's 
declaration regarding his domiciliary intent, 
show
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that Strabala did not relinquish his domicile 
in Illinois despite his subsequent moves to 
Houston and then Shanghai.

        b. STRABALA'S MOVE TO 
HOUSTON

        The following facts about Strabala's move 
to Houston are essentially undisputed.19 In 
2006 when Strabala and his wife left Chicago 
for Houston, they did not sell the Lake Shore 
Drive Condo or move any of their furniture 
out of it. For the first six to eight months, they 
lived in an apartment provided to them by 
Gensler. Although they later moved into a 
condominium they purchased in downtown 
Houston, they never brought their belongings 
from Chicago. Instead, they purchased all 
new furnishings in Houston. In addition, 
Strabala's wife spent about half her time in 
Chicago and half in Houston, while Strabala 
spent about fifty percent of his time in 
Shanghai, forty percent of his time in 
Houston, and ten percent of his time in 
Chicago. After Gensler was awarded the 
Shanghai Tower design contract, Strabala 
needed to spend most of his time in Shanghai. 
Strabala dislikes air travel, so he began living 
in Shanghai. At that point, which was before 
his employment with Gensler terminated, 
Strabala and his wife moved all of their newly 
purchased furnishings out of the Houston 
condominium and sent them to the
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Lake Shore Drive Condo in Chicago. They 
then rented out their Houston condominium. 
Since 2008, Strabala has been back to 
Houston on only one occasion, which was in 
2011, after his employment with Gensler 
terminated, when he attended the opening of 
the Houston ballet. He stayed at a hotel for 
that trip because his condominium was 
leased. While Strabala and his wife still own 
the Houston condominium, it has been leased 
since 2008 and for sale since November 2014. 
The Lake Shore Drive Condo, on the other 
hand, has never been leased for more than a 
few days or weeks at a time, nor has it ever 
been listed for sale. Strabala states that he has 
no intention of ever selling it.

        These facts are similar to those in Ziskind 
v. Fox, 2010 WL 3516117 (N.D. Ill. Sept. 1, 
2010). The plaintiff in that case was born and 
primarily lived in Pennsylvania. Id. at *2. She 
moved to Chicago in November 2003 to 
organize a series of conferences for a 
Pennsylvania corporation she helped found. 
Her intent in going to Chicago was to expand 
the company and to then either return to 
Pittsburgh or relocate to Washington, D.C. 
While living in Chicago, she operated the 
company out of either an office or her 
apartment. Her apartment was a rental with a 
lease term of no more than one year at a time. 
She testified that, since moving to Chicago, 
she had visited Pennsylvania only once or 
twice a year for three to four days at a time, 
and that, when she visited Pennsylvania, she 
stayed in hotels. Although she opened a bank 
account in Chicago, her primary bank 
accounts remained with banks in 
Pennsylvania. Id. The defendants contended 
that Ziskind was an Illinois citizen, based on 
her residence in that state for close to seven 
years, her interviewing for
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employment in and operating her business 
from Chicago, her joining a synagogue and a 
chamber music organization there, and her 
opening of a bank account there. Id. at *3. 
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The district court rejected these contentions, 
however, holding that the facts cited by the 
defendants were "not sufficient to undermine 
Ziskind's contention, supported by her 
affidavit and attachments, that she remains, 
for purposes of diversity jurisdiction, a 
Pennsylvania citizen." Id.20

        To be sure, the facts in Ziskind are not 
identical to the facts here. For instance, the 
plaintiff in Ziskind had a valid Pennsylvania 
driver's license, her car was titled, registered, 
located, and insured in Pennsylvania, and she 
was registered to vote in Pennsylvania and in 
fact had voted there while living in Chicago. 
Id. Strabala, on the other hand, has a Texas 
driver's license, his car is or was titled and 
registered in Texas (although it is apparently 
now located in Chicago),21 and his
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voter registration status is unclear on the 
current record.22 While relevant, the Court 
does not view these facts as dispositive in this 
case. See, e.g., Webb v. Banquer, 19 F. Supp. 
2d 649, 654 (S.D. Miss. 1998) (fact that 
decedent obtained a Mississippi driver's 
license and paid Mississippi taxes does not 
contradict his stated intention of being 
domiciled elsewhere because he had no 
choice but to do those things); Herzog v. 
Herzog, 333 F. Supp. 477, 478 (W.D. Pa. 
1971) ("little weight can be given to the fact 
that plaintiff acquired an operator's license 
and car registration in New York, since non-
residents undertaking extensive stays in New 
York are obliged by law to obtain those 
licenses"); Messick v. S. Pa. Bus Co., 59 F. 
Supp. 799, 801 (E.D. Pa. 1945) ("Plaintiff's 
registration of his automobile in Pennsylvania 
is inconclusive in establishing his 
domicile.").23

        Defendants argue that Strabala's 
purchase of a condominium in Houston and 
taking of a homeowner's exemption on it 
support a finding that he intended to make 

Texas his home after moving there. In 
addition, Defendants cite to the facts that,
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when his employment with Gensler 
terminated, Strabala applied for 
unemployment benefits in Texas and that he 
also claimed his Texas address as his 
residence on various tax forms. The Court 
does not view any of these facts as conclusive 
of Strabala's domiciliary intent either. 
Strabala contends that he purchased the 
Houston condominium for convenience, and 
that his wife made a mistake when she 
claimed a homeowner's exemption on it. He 
claims that he filed for unemployment 
benefits in Texas because that is where his 
most recent job at the time he became 
unemployed was located. These are 
reasonable explanations unrelated to an 
intent to make Texas his home. Strabala does 
appear to have acted inconsistently with 
regard to taking a homeowner's exemption on 
his two condominiums,24 and he likely used 
his Houston address in his tax filings.25 But 
again the Court finds these facts are not 
dispositive. The Court takes note that Texas 
does not have a state income tax while Illinois 
does. The Court concludes that Strabala's 
conduct in taking a homeowner's exemption 
on his Texas condominium and his probable 
use of his Texas address on tax documents 
may be indicative of an intent to avoid taxes 
but do not establish an intent to make Texas 
his home in light of other evidence in
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the record regarding domicile. See, e.g., 
Galva Foundry Co., 924 F.2d at 730 (while 
the plaintiff's representations regarding his 
residency status made on Florida tax forms 
had an "aura of fraud" about them, they did 
not effect a change of his domicile from 
Illinois to Florida because their purpose, i.e., 
to avoid Illinois taxes, was unrelated to 
domicile); Al-Turki v. Klopp, 2013 WL 
752931, at *5 (S.D. Ind. Feb. 27, 2013) (the 
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fact that the defendant stated in tax forms 
and loan documents that her primary 
residence was in Indiana suggests that she 
"misrepresented herself . . . in order to obtain 
a tax benefit," not that she was domiciled in 
Indiana); see also DTC Telecom, L.L.C. v. ISP 
Techs., Inc., 2002 WL 31553932, at *3 n.4 
(N.D. Tex. Nov. 15, 2002) ("citizenship is a 
matter of federal common law and does not 
require specific compliance with the laws of a 
specific state").

        Defendants also cite to statements by 
Strabala purportedly made to a Houston 
reporter who wrote an article about Strabala, 
as well as the response Strabala gave in 2012 
at his deposition in the SOM litigation when 
he was asked where he lived (he first gave his 
address in Shanghai, then, when asked for an 
address in the United States, gave his 
Houston address, and then, after further 
pressing by opposing counsel, gave his 
Chicago address). These statements, however, 
are not necessarily indicative of his intent 
regarding his domicile because they were 
made in an unrelated context. See Wright & 
Miller, supra, § 3612 ("declarations made for 
purposes other than the pending lawsuit are 
not conclusive" and are "open to a party to 
impeach . . . on such grounds as that they 
were mistaken, misinformed, or made for 
entirely different purposes or on the basis of 
an
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erroneous understanding of the controlling 
legal principles"). In particular, it is no 
surprise that Strabala would emphasize his 
ties to the Houston community in comments 
he made to a Houston reporter for an article 
in a Houston newspaper. It also is likely that 
Strabala gave his Houston address when 
asked in the SOM litigation where he lived 
because of his continuing desire to avoid 
Illinois taxes by claiming residency in Texas 
instead. In any event, Strabala was asked at 
the deposition where he lived, not where he 
was domiciled, and it is an admitted fact that 

Strabala currently lives in Shanghai and, 
immediately before that, lived in Houston.

        The Court finds other facts more 
significant on the question of domicile than 
those cited by Defendants. In particular, 
when he moved to Houston, Strabala 
maintained his personal residence in Chicago 
and did not rent it out other than for a few 
days or weeks at a time. See Bangaly v. 
Baggiani, 2009 WL 2475116, at *2 (N.D. Ill. 
Aug. 11, 2009) (holding that the defendant 
was still domiciled in Illinois despite moving 
two years earlier to Indiana "to live until he 
retires with a woman named Sophie who he 
claims will be his future wife," because, 
among other things, he continued to own a 
home in Illinois and to list his Illinois address 
on various forms); Tanon v. Muniz, 312 F. 
Supp. 2d 143, 149 (D.P.R. 2004) (holding that 
plaintiff's domicile remained in Puerto Rico 
despite her spending most of her time in 
Florida because "[s]he never sold her 
residence in Puerto Rico nor rented it"). 
Further, Strabala and his wife left virtually all 
of their personal belongings in Chicago when 
they moved to Houston, and, when Strabala 
needed to be in Shanghai
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full time, they sent all of their belongings in 
Houston to their Chicago residence and 
rented out the Houston condominium. The 
Court finds these last facts particularly 
compelling of an intent to maintain Chicago 
as the place of domicile. See Texas, 306 U.S. 
at 425-26 ("all the circumstances of his life 
indicated that his real attitude and intention 
with respect to his residence there were to 
make it his principal home or abiding place to 
the exclusion of others," as "clearly indicated 
by the fact that it was the place most 
associated with his family history . . . by his 
assembling there the furnishings and objects 
closely associated with his earlier homes and 
with his family life"); Webb, 19 F. Supp. 2d at 
654 ("Most of the personal property 
('belongings') of the Webb family were stored 
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in Texas, and the Webbs brought very few 
personal belongings with them from Texas to 
Mississippi.").

        These objective facts support Strabala's 
explanation that, when he was hired by 
Gensler to work in Houston, he was uncertain 
about how his new job would work out and 
therefore he did not move there with the 
intention of making it his permanent home. 
Defendants are incorrect when they argue 
that Strabala's statement of intent for 
purposes of this litigation should be 
disregarded completely. While Strabala's 
testimony is self-serving, it nonetheless is 
"evidence of the intention requisite to 
establish domicile." Texas, 306 U.S. at 425. 
Statements of intent are entitled to little 
weight only if they conflict with the objective 
facts in the record. Id. Otherwise, the court 
may choose to give them some or even "heavy 
. . . weight." Goode v. STS Loan & Mgmt., 
Inc., 2005 WL 106492, at *7 (D. Md. Jan. 14, 
2005) (internal quotation marks and citation 
omitted). Strabala's statement of
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intent with regard to his move to Houston is 
buttressed, not contradicted, by his course of 
conduct after moving to Houston. Therefore, 
the Court may rely on it to tip the balance in 
his favor where, as here, there are objective 
facts pointing the Court in both directions. 
See DTC Telecom, L.L.C., 2002 WL 31553932, 
at *3 n.5 ("where the evidence is relatively 
balanced, expressed intent can be taken into 
consideration"); see also Washington v. 
Hovensa LLC, 652 F.3d 340, 346-47 (3d Cir. 
2011) (remanding for further findings 
because, among other things, the district 
court improperly disregarded the plaintiff's 
affidavit stating that, although she was living 
and working in the Virgin Islands, she 
intended to return to Texas); Ziskind, 2010 
WL 3516117 (relying on the plaintiff's stated 
intent to maintain her Pennsylvania domicile 
where, although there was evidence on both 
sides, the plaintiff could point to objective 

conduct supporting that intent); Webb, 19 F. 
Supp. 2d at 654 ("the evidence confirms 
Darren Webb's statement that neither he nor 
his wife ever formed the necessary intent to 
establish a legal domicile in Mississippi").

        Finally, the Court rejects Defendants' 
argument, based on the Sadat case, that 
Strabala moved to Houston and now is trying 
to reassert an Illinois domicile without having 
re-established residency there. In Sadat, the 
plaintiff sold his residence in Pennsylvania, 
took all his belongings with him when he 
moved, and notified the U.S. Embassy that 
Beirut was his permanent overseas residence. 
These objective facts demonstrated that the 
plaintiff had given up his domicile in 
Pennsylvania when he moved to Beirut, so 
that, when he later was evacuated to Egypt, 
his stated intention of moving back to 
Pennsylvania without having ever re-
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established residency there was insufficient to 
establish that he was domiciled in 
Pennsylvania. Here, Strabala maintained his 
Chicago domicile by, among other things, 
keeping his Chicago residence. In other 
words, he never abandoned his Illinois 
domicile when he moved to Texas and 
therefore did not need to re-establish 
residency there in order to be considered an 
Illinois citizen.

        c. STRABALA'S MOVE TO 
SHANGHAI

        Zhang and Zhou argue that, because 
Strabala has lived and worked in Shanghai 
continuously since at least 2008, his intent 
must be to make Shanghai his permanent 
home. But, as already noted, physical 
presence alone does not determine one's 
domicile, and in fact it is well recognized that 
there are "certain classes of litigants who do 
not reside where they are domiciled but 
nonetheless maintain their domiciles despite 
protracted periods of residence elsewhere," 
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including, for example, military personnel, 
prisoners, out-of-state students, and 
governmental or organizational officials. 
Wright & Miller, supra, § 3612. Strabala seeks 
to fit himself within this category of people 
who do not reside where they are domiciled 
when he argues the following:

The only reason I spend much 
of my time in China is because 
China is a significant market for 
the kinds of architecturally 
important buildings that I have 
the reputation and expertise to 
design. Clients want frequent 
access to their chief architect for 
their jobs. As a result, I had a 
choice as to how to conduct my 
business: I could travel every 2-
3 weeks to Asia and spend more 
time in Chicago, which would 
increase costs and force me to 
live in a permanent state of jet 
lag, or engage in less traveling 
and spend more time in China 
servicing the clients for my 
work. I have chosen the latter as 
the most sensible way of 
running my architectural 
business.
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R. 65-3 at 9-10 (¶ 42); see also id. at 64 (¶ 17) 
("It is only because my principal clients are 
located in Asia and China that I am spending 
a good deal of time in China."). Strabala 
further states with regard to his current 
residence in Shanghai that he has "every 
intention of retaining [his] primary residence 
and permanent home in Chicago." Id. at 10 (¶ 
43).

        Courts have held that a person who 
resides elsewhere because of his job may 
nevertheless maintain his previous domicile. 
See, e.g., Washington, 652 F.3d at 346-47 
(where district court found that the plaintiff 
had acquired a new domicile in the Virgin 

Islands because she moved there to work, was 
physically present there most of the time, and 
centered her "business and social life" there; 
reversed and remanded on appeal because, 
although those facts cited by the district court 
pointed towards a new domicile in the Virgin 
Islands, the district court failed to evaluate 
them in light of the presumption in favor of 
the plaintiff's previously established domicile 
in Texas); Persinger v. Extendicare Health 
Servs., Inc., 539 F. Supp. 2d 995, 996 (S.D. 
Ohio 2008) (concluding that "the decedent's 
actions while in Ohio are more consistent 
with a person who is on an extended or 
protracted absence from his domicile" than 
one who intends to change his domicile); 
Jardine v. Intehar, 213 F. Supp. 598, 600 
(S.D.W. Va. 1963) ("A change in residence for 
the purpose of seeking employment or for 
convenience in working conditions does not, 
without more, dictate a change in domicile.") 
(internal quotation marks and citation 
omitted); Harton v. Howley, 155 F. 491, 493 
(W.D. Pa. 1907) (plaintiff did not give up 
former domicile by residing in place where 
his "work lies").
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        Defendants make several arguments for 
why the Court should find that Strabala is 
domiciled in China, but none of them are 
persuasive. First, Defendants contend that 
when a person moves overseas, he gives up 
his previous domicile in the United States. In 
fact, however, "[m]ore evidence is required . . 
. to establish a change of domicile from one 
nation to another than from one state to 
another." Maple Island Farm v. Bitterling, 
196 F.2d 55, 59 (8th Cir. 1952) (quoting 28 
C.J.S., Domicile, § 16); see also Wright & 
Miller, supra, § 3612 (courts apply "th[e 
continuing domicile] rule" to "assure[ ] that a 
United States citizen will not be denied access 
to the federal courts on the ground that she 
has no domestic domicile and, hence, no state 
citizenship for subject matter jurisdiction 
purposes"); id., § 3613 ("a United States 
citizen may acquire a domicile in a foreign 
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country under the principles discussed 
above," but the rules regarding domicile are 
intended to prevent that from happening 
"except in very limited circumstances").

        For example, in Kaiser v. Loomis, 391 
F.2d 1007 (6th Cir. 1968), the plaintiff lived in 
Ethiopia as a missionary doctor on a basis 
that the court said was obviously temporary 
given his living situation there. Prior to that 
he had lived on a temporary basis in various 
other states. The Sixth Circuit rejected the 
argument that the plaintiff was stateless for 
purposes of diversity jurisdiction, holding 
that he became an Illinois citizen when he 
was born to parents who were domiciled there 
and that he continued to have that citizenship 
despite having moved from Illinois because 
he had yet to acquire any new domicile. Id. at 
1009. And, in Coury v. Prot, 85 F.3d 244 (5th 
Cir. 1996), the Fifth Circuit affirmed the 
district court's finding that, although
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the defendant had physically moved himself 
and his family from Texas to France, he did so 
"to avoid transatlantic commuting" and "the 
evidence failed to show an essential requisite 
of change in domicile, viz., that he formed an 
intention . . . to remain in France 
indefinitely." Id. at 252. The Fifth Circuit 
concluded that, "[i]n view of [the defendant's] 
repeated statements that he and his wife did 
not intend to stay in France indefinitely and 
that they always intended to return to Texas, . 
. . the district court's findings were not clearly 
erroneous." Id.26

        The cases cited by Defendants, on the 
other hand, turn on the unique facts in each 
rather than any broad-based rule regarding 
moving overseas. For example, in Sadat, 615 
F.2d 1176, the court held that the plaintiff was 
domiciled in Egypt where he lived because, 
among other things, he had dual American 
and Egyptian citizenship, his mother lived 
there, he owned a house there where he kept 
his furniture, books, records and valuables, he 

paid real estate taxes there, his children went 
to school there, he had an Egyptian driver's 
license, he maintained an Egyptian checking 
account, and his affidavit stated that he 
considered himself a resident of Egypt where 
he was born and raised. Id. at 1181. These 
facts are starkly different from those here, 
where Strabala has no family ties to China, 
his wife spends half her time in Chicago, he 
has virtually no personal belongings in China,
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he has lived at all times while in China in 
either a furnished efficiency apartment or 
hotel room, he owns no car or real property in 
China, and, in addition to his Chinese bank 
accounts and credit cards, he also maintains 
bank accounts in Illinois.

        Defendants also cite Newell v. O & K 
Steel Corp., 42 Fed. App'x 830 (7th Cir. 2002) 
(unpublished) (per curiam), in which the 
plaintiff contended "that Louisiana [was] his 
domicile because he had previously resided 
there, his mother currently resides there, he 
'stores goods' there, and he intends to return 
there at some time in the future." Id. at 833. 
These contentions were held to be rebutted by 
the facts that the plaintiff (1) resided in 
Japan; and (2) asserted in his complaint that 
his hometown was not Louisiana but Chicago 
(where there would not be diversity 
jurisdiction). The superficial similarities 
between Newell and this case to which 
Defendants cite—(a) that the plaintiff 
remained in Japan "despite his employment 
terminating [ ] and his visa expiring [ ]"; (b) 
that he "could not be present in Chicago to 
pursue his lawsuit because of visa concerns 
that he would not be able to return to Japan"; 
and (c) that he "filed this lawsuit only after 
first pursuing relief unsuccessfully in Japan's 
court system," id.—are neither controlling of, 
nor necessarily even relevant to, the domicile 
inquiry. Moreover, the court in Newell did 
not consider or apply the continuing domicile 
rule, and Strabala's ties to Illinois are much 
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more significant than the meager ties the 
plaintiff in Newell had to Louisiana.

        The district court cases Defendants cite 
are similarly distinguishable. In Novel v. 
Zapor, 2013 WL 1183331 (S.D. Ohio Mar. 21, 
2013), the court based its decision that the 
plaintiff was not domiciled anywhere in the 
United States on the
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facts that he had resided in Thailand for 
approximately ten years where he worked as 
an immigration attorney, he owned a 
company in Thailand, he had a sister living 
there, he was married to a Thai citizen, and 
most of his personal belongings were there. 
Id. at *3. His only connections to New York 
and California (the two places where he 
argued he was domiciled), were that his 
father and another sister lived in California, 
he stored "some personal items" in California, 
and he claimed to have a residence in New 
York. Id. Unlike Strabala, the plaintiff in 
Novel never lived in one of his claimed 
domiciles (California), and the court doubted 
he really owned a residence in the other (New 
York) even though he said he did. Id. at *8; 
see also Segen v. Buchanan Gen. Hosp., Inc., 
552 F. Supp. 2d 579, 583-84 (W.D. Va. 2007) 
(where the plaintiff had been living and 
working in England continuously for 
approximately nine months, court rejects 
argument that he was domiciled in either New 
York or Florida; plaintiff offered no evidence 
whatsoever to support his alleged connection 
to Florida and his only connection to New 
York was that he used to live and work there, 
had paid spousal and child support there, and 
once voted there over ten years ago).27
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        Second, the Court also rejects 
Defendants' argument that Strabala has 
extensive connections to China which evince 
his intention to remain there. Aside from the 
fact that Strabala currently lives and conducts 

business in China, the only evidence of 
Strabala's extensive connections to China to 
which Defendants cite is the facts that 
Strabala is a well-known figure in the Chinese 
architectural community and uses a Chinese 
name for business in China, and statements 
about his residency in Shanghai attributed to 
him in local newspaper and/or magazine 
articles. The Court does not think Strabala's 
prominence in China or his use of a Chinese 
name for business in China are indicative of 
anything other than his business purpose for 
being there. And even if the Court can 
consider the newspaper and/or magazine 
articles as proof that Strabala made the 
statements attributed to him in them,28 like 
Strabala's statements to the Houston 
reporter, they easily could have been 
motivated by Strabala's desire to please the 
local audience to whom he was speaking. The 
Court therefore does not view those 
statements as particularly strong evidence of 
Strabala's intent regarding his residency in 
China, and certainly not as strong as 
Strabala's actual living situation in China. The 
Court finds it especially indicative of 
Strabala's intent not to reside permanently in 
Shanghai the
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facts that (1) he lives in a furnished hotel with 
a lease of one year or less and owns no real 
property, automobile, other means of 
transportation, and very few items of personal 
property (a desk and a computer) in China, 
see, e.g., Persinger, 539 F. Supp. 2d at 998 
("The temporary nature of the housing . . . 
further undermines any positive 
determination that the decedent intended to 
remain in Ohio."); (2) he is in China on a 
work permit that must be renewed annually; 
and (3) his wife spends six months out of the 
year in Chicago, see, e.g., Kenosha Unified 
Sch. Dist. v. Stifel Nicolaus & Co., 607 F. 
Supp. 2d 967, 975 (E.D. Wis. 2009) (finding 
domicile to be established by the presence of 
the plaintiff's wife and children in a home 
built to be their primary residence).29
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        Third, Defendants point to the fact that 
Strabala has no definite date of return from 
Shanghai. The contention that a definite 
return date is required is not supported in the 
law. See Wright & Miller, supra, § 3613 ("even 
with a showing that a person is maintaining a 
new residence and will do so for an indefinite 
period, he may not be held to have changed 
domicile when he is away from the former 
home for a limited purpose—for example, to 
obtain medical care, to pursue employment, 
or to serve in an elective or appointive office") 
(emphasis added). For example, in 
Washington, 652 F.3d at 342, the court held 
that the plaintiff's testimony that her
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work assignment in the Virgin Islands "was 
for an indefinite period of time" was not 
dispositive of whether she had established a 
new domicile in the Virgin Islands. And, in 
Coury, 85 F.3d at 251, the court also held that 
the fact that the defendant did not know when 
he would be able to return to the United 
States from France did not preclude a finding 
that he never changed his domicile to France. 
See also Maple Island Farm, 196 F.2d at 58 
(Domicile "'does not follow from mere 
indefiniteness of the period of one's stay. 
While the intention to return must be fixed, 
the date need not be; while the intention to 
return must be unconditional, the time may 
be, and in most cases of necessity is, 
contingent.'") (quoting District of Columbia 
v. Murphy, 314 U.S. 441, 455 (1941)); 
Jardine, 213 F. Supp. at 600 ("A change of 
domicile does not depend so much upon the 
intention to remain in the new place for a 
definite o[r] indefinite period, as upon its 
being without an intention to return.") 
(internal quotation marks and citation 
omitted).30
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        Finally, Defendants contend that 
Strabala's "remaining ties to Illinois are 
almost non-existent." R. 56 at 8. The Court 

rejects this characterization of the evidence, 
however, for reasons that have already been 
explained, namely that Strabala has owned 
the Lake Shore Drive Condo continuously 
since 1999, he has never sought to lease it out 
other than for days or a few weeks at a time, 
and his wife spends six months of the year 
there. In addition, Defendants ignore other 
contacts Strabala has maintained with 
Illinois, such as the fact that Strabala 
incorporated his company, S&W, as an 
Illinois limited liability company and uses the 
Lake Shore Drive Condo as the address for its 
principal office. R. 33-8. S&W has a City of 
Chicago license for a home business issued in 
May 2010. R. 33-1 (¶ 34); R. 33-10. Strabala 
funded the initial start-up costs of 2DEFINE 
through a transfer of funds from S&W, and 
then continued to use S&W as the business 
entity that would receive payments from and 
pay bills for 2DEFINE even while he worked 
out of Shanghai. R. 33-1 (Strabala Decl. ¶ 22); 
see R. 33-1 (¶ 37); R. 33-13 (documentation 
showing money transfers from 2DEFINE's 
Shanghai office, via the Bank of China, to 
S&W in Chicago). Through S&W, Strabala has 
hired contract employees in Chicago to work 
on Strabala's design projects overseas, paying 
them a substantial amount of money in 2012. 
R. 41-1 at 4 (Strabala Dec. ¶ 12); R. 41-2 at 35.

        In addition to the above, Strabala's 2015 
Membership Application to The American 
Institute of Architects, signed by Strabala in 
November 2014, lists the Lake Shore Drive 
Condo as Strabala's address. R. 33-1 (¶ 35); R. 
33-11. And
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Strabala opened a bank account in Illinois in 
2010 also using the Lake Shore Drive Condo 
address. R. 33-1 (¶ 36); R. 33-12. The fact that 
Strabala also maintains or has maintained 
bank accounts in either Texas or China and 
used those while in those places does not 
weigh against a conclusion that Illinois is his 
domicile, as one would expect him to have 
banking connections in the place where he is 
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residing. But one would also expect, if 
Strabala had no intent to ever return to 
Illinois, that he would not maintain accounts 
in Illinois. Therefore, the salient fact is not 
that Strabala has bank accounts in China or 
that he had one in Houston, but that he has 
bank accounts in Illinois, which he never gave 
up and still uses today.

        Strabala also advertises himself in his 
"LinkedIn" page as an American architect 
employed and located in Shanghai, Seoul and 
Chicago, with promotional materials for 
2DEFINE also indicating the existence of 
offices in Chicago, Seoul, and Shanghai. 
Zhang and Zhou dispute whether 2DEFINE 
has or ever had an office in Chicago, but they 
cannot dispute the evidence in the record 
showing that 2DEFINE advertised itself as 
having one. The relevant point is that Strabala 
sought to maintain his ties with Chicago by 
advertising an office there rather than that an 
actual or official "Chicago office" exists. 
Finally, Strabala testified that he has had a 
landline telephone number with a Chicago 
area code for the last twenty to thirty years. 
One would not expect a person who intends 
to abandon his domicile in Illinois to 
maintain a landline telephone number in that 
state for more than two decades.

Page 53

        Ignoring all of the above, Defendants' 
contention regarding Strabala's current ties to 
Illinois being practically non-existent appears 
to be a reference solely to the fact that 
Strabala has not visited Chicago very often 
over the last several years. He testified that he 
tries to come to Chicago for about one month 
every fall, but that he did not do so in 2015 
because his mother was gravely ill that year 
and he visited her in Arizona instead. While 
Strabala's infrequent visits to Illinois are 
relevant, the Court finds they are not 
dispositive of his intent in this case. Rather, 
Strabala's contacts to Shanghai evince an 
intent to do business there, while his contacts 
to Chicago evince an intent to both do 

business and more importantly to maintain a 
home here, and the latter is more significant 
for purposes of domicile. See DTC Telecom, 
L.L.C., 2002 WL 31553932, at *3 (holding 
that the plaintiff was domiciled in the state 
where his contacts showed "a conscious effort 
to create home base and a life," as opposed to 
the state where they showed "a business 
relationship within" the state). Further, 
Strabala's living situation in Shanghai does 
not demonstrate an intent to "maintain [his] 
residency [there] indefinitely" and thereby 
"turn residence in fact into a domicile in law." 
Perry, 16 F.3d at 140. The Court thus 
concludes that the preponderance of the 
evidence supports Strabala's declared intent 
to not abandon his domicile in Chicago, 
notwithstanding the time he has been away 
by moving first to Houston and then 
Shanghai. Accordingly, Strabala continues to 
be domiciled in Illinois, and thus subject 
matter jurisdiction exists.
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PERSONAL JURISDICTION

        A challenge to a court's exercise of 
personal jurisdiction over a defendant is 
made under Federal Rule of Civil Procedure 
12(b)(2). Strabala bears the ultimate burden 
of demonstrating by a preponderance of the 
evidence that the Court may exercise personal 
jurisdiction over Zhang and Zhou. See 
Durukan Am., LLC v. Rain Trading, Inc., 787 
F.3d 1161, 1163-64 (7th Cir. 2015). But he 
need only make a prima facie showing at this 
time. Felland v. Clifton, 682 F.3d 665, 672 
(7th Cir. 2012). For purposes of that prima 
facie showing, the Court will accept as true all 
well-pleaded facts alleged in the complaint 
and resolve any factual disputes in the 
affidavits in favor of Strabala. See Swanson v. 
City of Hammond, 411 Fed. App'x 913, 915 
(7th Cir. 2011) (unpublished). "If the 
existence of jurisdiction turns on disputed 
factual questions the court . . . may defer 
ruling pending receipt at trial of evidence 
relevant to the jurisdictional question." 
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Combs v. Bakker, 886 F.2d 673, 676 (4th Cir. 
1989).

        The Court looks to Illinois's long-arm 
statute to determine whether it may exercise 
personal jurisdiction over Defendants. See 
Philos Techs., Inc. v. Philos & D, Inc., 802 
F.3d 905, 912 (7th Cir. 2015) ("District courts 
exercising diversity jurisdiction apply the 
personal jurisdiction rules of the state in 
which they are located."). That statute 
provides that the outer boundary of the 
personal jurisdiction of an Illinois court is set 
by the Due Process Clause of the Fourteenth 
Amendment. See 735 Ill. Stat. Ann. 5/2-
209(c). Under the Due Process Clause, a court 
may exercise personal jurisdiction over an 
out-of-state defendant when that defendant
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has "minimum contacts with [the forum 
state] such that the maintenance of the suit 
does not offend traditional notions of fair play 
and substantial justice." Int'l Shoe Co. v. State 
of Wash., Office of Unemployment 
Compensation & Placement, 326 U.S. 310, 
316 (1945) (internal quotation marks and 
citation omitted). "'The defendant's conduct 
and connection with the forum State [must 
be] such that he should reasonably anticipate 
being haled into court there.'" Burger King 
Corp. v. Rudzewicz, 471 U.S. 462, 474 (1985) 
(quoting World-Wide Volkswagen Corp. v. 
Woodson, 444 U.S. 286, 297 (1980)). While 
there are two branches of personal 
jurisdiction theory—general and specific—
only the latter is relevant here. For a court to 
exercise specific jurisdiction, the lawsuit must 
"result[ ] from alleged injuries that 'arise out 
of or relate to'" the defendant's contacts with 
the forum. Burger King, 471 U.S. at 472-73 
(quoting Helicopteros Nacionales de 
Colombia, S.A. v. Hall, 466 U.S. 408, 414 
(1984)). Defendants do not contest that if 
minimum contacts exist here, Strabala's 
injuries arise out of or relate to those contacts 
and thus specific jurisdiction would be 
established.

        The Seventh Circuit has noted that the 
nature of the constitutional minimum 
contacts inquiry of purposeful-
direction/purposeful-availment differs 
depending on whether the plaintiff's claims 
are for breach of contract or lie in tort. 
Felland, 682 F.3d at 674. Strabala alleges two 
tort claims in the complaint—Count I for 
defamation, and Count II for "intentional 
interference." The specific personal 
jurisdiction inquiry must be conducted 
separately for each of these counts. See In re 
Testosterone Replacement Therapy Prods. 
Liab. Litig. Coordinated Pretrial

Page 56

Proceedings, 164 F. Supp. 3d 1040, 1047 
(N.D. Ill. 2016). Where, as here, the plaintiff 
has alleged tort claims, the Seventh Circuit 
looks to the Supreme Court's decision in 
Calder v. Jones, 465 U.S. 783 (1984), for 
guidance. See Felland, 682 F.3d at 674. The 
Supreme Court held in Calder that a 
California court could exercise personal 
jurisdiction over Florida residents who had 
written and edited an allegedly libelous article 
concerning an actress who was a California 
resident. 465 U.S. at 785-86. The Court 
rejected the defendants' arguments that they 
were not responsible for the distribution of 
their article in California and had no stake in 
its publication there, holding instead that the 
defendants' intentional and allegedly tortious 
actions were expressly aimed at California. Id. 
at 789. The Seventh Circuit has "distilled 
three requirements from Calder for 
determining whether conduct was 
'purposefully directed' at the forum state: '(1) 
intentional conduct (or "intentional and 
allegedly tortious" conduct); (2) expressly 
aimed at the forum state; (3) with the 
defendant's knowledge that the effects would 
be felt—that is, the plaintiff would be 
injured—in the forum state.'" Felland, 682 
F.3d at 674-75 (quoting Tamburo v. 
Dworkin, 601 F.3d 693, 703 (7th Cir. 2010)). 
Defendants' challenge the Court's assertion of 
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personal jurisdiction over them based only on 
the second requirement of the Calder test.

        A. COUNT I--DEFAMATION

        Strabala's defamation claim in Count I is 
based on e-mails allegedly sent by Defendants 
to persons in Chicago. Initially, Zhou 
contends that the e-mails were authored and 
sent by Zhang, and that he is only copied on 
them. Therefore, he
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claims, the e-mails may justify the Court's 
assertion of personal jurisdiction over Zhang, 
but not him. Strabala alleges, however, that 
Zhou assisted Zhang in authoring the 
defamatory e-mails. There is no evidence in 
the record to contest that allegation, and, 
even if there were, the Court must resolve 
disputed facts in Strabala's favor. Moreover, 
Zhou admits he co-authored the allegedly 
defamatory letter to Anthony Wood and 
participated in Zhang's sending of the letter to 
Wood by e-mail with the intent that Wood 
would receive and read the letter. Therefore, 
Strabala has alleged sufficient facts against 
Zhou to warrant the Court's assertion of 
personal jurisdiction over him if personal 
jurisdiction based on the defamatory e-mails 
is warranted.

        Next, Defendants both argue, based on 
Advanced Tactical Ordnance Systems, LLC v. 
Real Action Paintball, Inc., 751 F.3d 796 (7th 
Cir. 2014), that the sending of e-mails does 
not amount to conduct expressly aimed at 
Illinois. But that case is distinguishable. The 
Seventh Circuit held in Advanced Tactical 
Ordnance Systems that "the sending of two 
allegedly misleading emails to a list of 
subscribers that included Indiana residents," 
id. at 802, did not establish constitutionally 
sufficient minimum contacts with Indiana. 
Defendants rely on the following explanation 
the court gave for its holding:

The fact that Real Action 
maintains an email list to allow 
it to shower past customers and 
other subscribers with 
company-related emails does 
not show a relation between the 
company and Indiana. Such a 
relation would be entirely 
fortuitous, depending wholly on 
activities out of the defendant's 
control. As a practical matter, 
email does not exist in any 
location at all; it bounces from 
one server to another, it starts 
wherever the account-holder is 
sitting
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when she clicks the "send" 
button, and it winds up 
wherever the recipient happens 
to be at that instant. The 
connection between the place 
where an email is opened and a 
lawsuit is entirely fortuitous. 
We note as well that it is 
exceedingly common in today's 
world for a company to allow 
consumers to sign up for an 
email list. We are not prepared 
to hold that this alone 
demonstrates that a defendant 
made a substantial connection 
to each state (or country) 
associated with those persons' 
"snail mail" addresses.

Id. Defendants ignore, however, that 
immediately following the above explanation 
the Seventh Circuit distinguished the 
situation where there is "evidence that a 
defendant in some way targeted residents of a 
specific state, perhaps through 
geographically-restricted online ads." Id. That 
situation, the court explained, "may be 
different" because "the focus would not be on 
the users who signed up, but instead on the 

Case: 1:20-cv-07492 Document #: 18-2 Filed: 03/15/21 Page 78 of 141 PageID #:1297



Strabala v. Qiao Zhang (N.D. Ill., 2016)

-25-  

deliberate actions by the defendant to target 
or direct itself toward the forum state." Id.

        Here, Strabala does not allege that 
Defendants sent out blast e-mails to anyone 
who happened to put their name on a list of 
subscribers. Instead, Strabala alleges that 
Defendants targeted specific individuals who 
they knew had a business relationship to 
Strabala, and they did so with the intent, 
purpose and effect of defaming him to those 
individuals. "Concluding that intentionally 
tortious emails cannot give rise to personal 
jurisdiction would insulate from liability a 
ubiquitous form of communication and 
entirely negate the otherwise permissible 
exercise of jurisdiction over defendants who 
purposefully directed their activities at a 
forum state without entering the state." 
Leibman v. Prupes, 2015 WL 898454, at *10 
(C.D. Cal. Mar. 2, 2015) ) (internal quotation 
marks and citations omitted) (distinguishing
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Advanced Tactical Ordnance Systems in 
holding that the defendant's alleged actions in 
that case of sending extortionate e-mails to a 
targeted California resident created minimum 
contacts with California). Defendants 
purposefully aimed their conduct at Illinois 
by seeking to damage Strabala's reputation in 
Illinois where the e-mail recipients were 
located. See Walden v. Fiore, 134 S. Ct. 1115, 
1124 (2014) ("because publication to third 
persons is a necessary element of libel, the 
defendants' intentional tort [in Calder] 
actually occurred in California") (emphasis in 
original; internal citation omitted); Vizant 
Techs., LLC v. Whitchurch, 97 F. Supp. 3d 
618, 632 (E.D. Pa. 2015) ("When a district 
court's personal jurisdiction over a defendant 
for a defamation claim is in dispute, where 
defendants aimed their defamatory 
statements is jurisdictionally significant." 
(internal quotation marks and citation 
omitted)). Thus, Defendants' relationship to 
Illinois cannot be said to be "entirely 
fortuitous" and "dependent wholly on 

activities out of [their] control." Advanced 
Tactical Ordnance Sys., LLC, 751 F.3d at 803.

        Defendants also contend that the 
"expressly aimed" requirement is not met 
here because they "had no idea where the 
email recipients (or their computer servers) 
were located." R. 31 at 11. The Court is 
skeptical that knowledge of the e-mail 
recipients' location is required in the context 
of a defamation claim. Defendants cite to the 
Supreme Court's recent decision in Walden, 
but that case does not speak to the issue 
except to the extent that it specifically 
distinguishes reputation-based torts from 
other torts for purposes of an analysis of the 
"express aiming" requirement. Walden 
involved airplane passengers who were 
detained by
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the defendant police officers at an airport in 
Georgia. The plaintiffs sued the officers in 
Nevada for fraud and another intentional tort, 
alleging the defendants had seized and kept 
the plaintiffs' cash without probable cause 
and later lied about it in false affidavits. 134 S. 
Ct. at 1119-20. The Supreme Court held that 
the defendants' knowledge that the plaintiffs 
resided in Nevada and that they were headed 
to Nevada to gamble with the monies seized 
by the defendants was insufficient for a 
Nevada court's assertion of personal 
jurisdiction over the defendants. Id. at 1124. 
Due process, the Court said, requires more 
than just knowledge of the plaintiffs' strong 
forum connections or that the plaintiffs would 
suffer foreseeable harm in the forum from the 
defendants' acts. Id. at 1125. It requires that 
the defendants themselves have some contact 
with the forum state. Id. at 1126. Because the 
defendants' relevant conduct in that case 
occurred entirely in Georgia, due process 
barred the Nevada court from exercising 
specific personal jurisdiction over them. Id.

        In emphasizing the place where the 
defendants' relevant conduct occurred, the 
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Walden Court explained that it had reached a 
different result in Calder because the 
defendants' conduct in that case could be said 
to have "occurred" in the forum state because 
of "the nature of the libel tort." Id. at 1124. As 
the Court explained, "[h]owever scandalous a 
newspaper article might be, it can lead to a 
loss of reputation only if communicated to 
(and read and understood by) third persons." 
Id. Accordingly, "the reputation-based 
'effects' of the alleged libel [in Calder] 
connected the defendants to California, not 
just to the plaintiff." Id. at 1123-24. Applying 
this reasoning here, the injury occasioned in a 
defamation case, like a libel case, occurs
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in the state where the e-mail recipients are 
located. But the Court in Walden specifically 
declined to discuss "the very different 
questions whether and how a defendant's 
virtual 'presence' and conduct translate into 
'contacts' with a particular State," leaving 
those questions "for another day." Id. at 1125 
n.9.

        The question left open by the Walden 
Court of virtual contacts and their 
implications for purposes of the express 
aiming requirement was discussed in 
Facebook, Inc. v. ConnectU LLC, 2007 WL 
2326090 (N.D. Cal. Aug. 13, 2007), where the 
court cogently began by explaining that, in 
traditional, i.e., non-internet based, 
intentional tort cases, a defendant 
"indisputably kn[o]w[s] at the time of [his] 
conduct that the targeted persons or entities 
[are] located in the particular forum that 
subsequently assert[s] jurisdiction" because 
"the act of targeting a forum [in that kind of 
case] automatically carrie[s] with it 
knowledge of the geographical location, e.g., 
the sending of an actionable letter to plaintiff 
at a mailing address." Id. at *1. But where the 
internet is concerned, a person's conduct may 
be "expressly aimed at a specific person or 
entity in another forum that causes harm in 
that forum without having express knowledge 

as to the geographic location of the person or 
entity being affected." Id. The court 
concluded that "the mere fact that the 
Internet provided [defendants] a tool by 
which they could carry out their conduct 
against [the plaintiff] without first making 
efforts to learn its geographic location is not a 
reason to excuse them from jurisdiction to 
which they would otherwise be subject." Id. at 
5. Therefore, the court held, notwithstanding 
language in traditional intentional tort cases 
that might be read to suggest otherwise, "a 
defendant need
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not have knowledge as to which geographic 
forum" the target of the tortious internet-
based conduct "resides in, so long as the 
conduct was aimed at and likely to cause 
harm in that forum." Id. at *1 (emphasis in 
original).

        The Court agrees with this analysis. 
Strabala alleges that Defendants targeted 
specific individuals who they knew had a 
business connection to him. That Defendants 
were able to do so while remaining ignorant 
of those individuals' precise location "may 
render this case factually distinct from prior 
precedents finding jurisdiction for acts of 
express aiming, but not in a manner that 
warrants a different result." Id. at *6; see also 
Cont'l Appliances, Inc. v. Thomas, 2012 WL 
3646887, at *7 (N.D. Cal. Aug. 23, 2012) 
("The fact that [the defendant] may not have 
known in advance that IAS is located in 
California is not necessarily dispositive."); cf. 
Aitken v. Commc'ns Workers of Am., 496 F. 
Supp. 2d 653, 660 (E.D. Va. 2007) (holding 
that "a spammer may not avoid personal 
jurisdiction by simply pleading ignorance of 
where the[ ] servers were physically located, 
nor by pleading ignorance of the email 
recipient's location," explaining that "[a] 
contrary result would permit spammer and 
other tortfeasors to escape jurisdiction simply 
by turning a blind eye to the natural 
consequences of their actions") (internal 
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quotation marks and citation omitted). 
Indeed, if lack of knowledge were an excuse, a 
defendant could insulate himself from being 
sued anywhere except in his home state by 
choosing to remain ignorant of the locations 
of his victims.31
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        In any event, even if knowledge of the e-
mail recipients' location is required, Strabala 
alleges that the people to whom Defendants 
addressed the e-mails were known by them to 
live in Illinois, and he submits as evidence his 
declaration stating that Zhang worked at the 
San Francisco office of SOM and knew the 
precise names of the Chicago staff of SOM 
whom he "selectively targeted with 
defamatory e-mails." R. 41-1 at 4-5 (Strabala 
Decl., ¶ 13); see also R. 31-3 at 6 (¶ 26) (Zhou 
worked at Gensler's Shanghai office from 
2008 until 2010). Strabala also attaches 
pages from the internet showing that the 
location of at least some of the e-mail 
recipients was publicly available. See 
Premedics, Inc. v. Zoll Med. Corp., 2007 WL 
3012968, at *5 (M.D. Tenn. Oct. 9, 2007) 
("Premedics' physical location and 
incorporation in the state of Tennessee are 
facts plainly stated on the home page of the 
Premedics website, obvious to anyone who 
views the website"). Because, as previously 
noted, all factual discrepancies must be 
resolved in Strabala's favor, the Court cannot 
rely on Defendants' statements to the 
contrary to rule in their favor on a motion to 
dismiss. See, e.g., Levin v. The Posen 
Foundation, 62 F. Supp. 3d 733, 740 (N.D. Ill. 
2014) ("Since controverted facts are resolved 
in Levin's favor for the purpose of this 
motion, the court finds that Levin has 
sufficiently alleged and supported the
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contention that Young was aware that Levin 
resided in Illinois."); Premedics, Inc., 2007 
WL 3012968, at *5 ("Construing the facts and 
pleadings in the light most favorable to 

Plaintiff, the Court concludes that Defendants 
knew or should have known that Plaintiff was 
located in Tennessee when Johnson accessed 
Premedics' website.").

        Finally, the Court also does not find 
convincing Defendants' argument that one of 
the e-mail recipients, Anthony Wood, 
happened to be in China when the e-mail was 
sent so that he may have opened the e-mail 
there rather than at his office in Illinois. In 
the first place, Defendants offer only their 
own speculation as to when Wood was likely 
to have opened the e-mail. But in any case, 
their argument misses the point. If 
Defendants sent a defamatory e-mail to an e-
mail address of a business or person located 
in Illinois, it does not matter, for purposes of 
deciding whether Defendants expressly aimed 
their conduct to and caused injury in the 
forum state, where the person who opened 
the e-mail was at the time he or she opened 
the e-mail. As the Seventh Circuit explained, 
"email accounts can generally be accessed in 
any state, so it may not make much sense to 
say that they were 'sent to' a Wisconsin 
address." Felland, 682 F.3d at 676 n.3. 
"Nevertheless," the court continued, the 
defendant "purposefully sent the[ ] emails to 
[forum] residents knowing that they would 
most likely be read and have their effect in 
[there]." Id. (emphasis added). In other 
words, the jurisdictional inquiry does not turn 
on where the e-mail was opened—a purely 
"fortuitous" place by virtue of the nature of e-
mails. Instead, the question for jurisdictional 
purposes is where the person or entity who is 
targeted by
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the e-mail is based. See Cont'l Appliances, 
Inc., 2012 WL 3646887, at *6-7 (rejecting 
defendant's argument that his alleged tortious 
conduct in alerting a company based in 
California about a defamatory YouTube video 
did not target California because he contacted 
an employee of the company knowing that 
employee resided in Ohio; court holds that 
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the employee's location in Ohio was not 
relevant because the defendant's purpose in 
contacting him was to injure the plaintiff's 
reputation with the employee's company, 
which was located in California).32

        In sum, Strabala has made a prima facie 
case for the Court to assert personal 
jurisdiction over Defendants as to Count I.33
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        B. Count II—Intentional 
Interference

        The factual basis for Count II is the 
tortious conduct allegedly committed by 
Defendants other than the allegedly 
defamatory e-mails, such as interfering with 
2DEFINE's website, clients, employees, 
contracts, and accounts receivables.34 
According to Defendants, "[a] defendant does 
not expressly direct his conduct toward 
Illinois simply by operating a website and 
using it to communicate information to the 
world at large." R. 31 at 10. Strabala 
apparently concedes as much, but argues that 
this Court has personal jurisdiction over 
Defendants because, "by their defamatory and 
letter campaign, directed at the forum state of 
Illinois, Defendants intentionally interfered 
with and defamed Strabala." R. 33 at 7. This 
argument attempts to merge the personal 
jurisdiction analysis for Count II with the 
analysis for Count I. The alleged defamatory 
e-mails do not establish a factual basis for 
Count II. Strabala makes no legal argument 
explaining why the Court may assert personal 
jurisdiction over Defendants for a claim based 
on the
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tortious conduct on which Count II is based, 
nor does the Court perceive there to be any. 
The tortious conduct alleged, if it occurred, 
would have happened mostly if not solely in 
China. A possible exception is the alleged 
communications with Gensler and SOM. But 

Gensler, according to the facts in the record, 
is located in Texas, and Strabala does not give 
any details regarding the alleged 
communications with SOM that would allow 
the Court to conclude it had personal 
jurisdiction for a claim based on those 
communications. Accordingly, Count II of the 
complaint, as well as any defamation claim 
Strabala might be attempting to assert based 
on e-mails or other communications with 
persons located in places outside Illinois 
(such as employees of Gensler's Houston 
office), are dismissed for lack of personal 
jurisdiction over Defendants as to those 
claims.35
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SERVICE OF PROCESS

        A motion to dismiss based on invalid 
service of process is brought pursuant to 
Federal Rule of Civil Procedure 12(b)(5). The 
burden of proving effective service of process 
is on the plaintiff. Cardenas v. City of 
Chicago, 646 F.3d 1001, 1005 (7th Cir. 2011). 
The method of service of process is governed 
in this case by Federal Rules of Civil 
Procedure 4. See Hyatt Int'l Corp. v. Coco, 
302 F.3d 707, 713 (7th Cir. 2002) ("Even 
though the case is governed by state law, the 
method of service . . . will be governed by Fed. 
R. Civ. P. 4"). Rule 4(f) describes the manner 
for serving an individual in a foreign country. 
The Court is concerned here with two sections 
of Rule 4(f): (1) Rule 4(f)(1), which provides 
that service may be accomplished "by any 
internationally agreed means of service that is 
reasonably calculated to give notice, such as 
those authorized by the Hague Convention"; 
and (2) Rule 4(f)(3), which allows service "by 
other means not prohibited by international 
agreement, as the court orders."

        A. SERVICE UNDER THE HAGUE 
CONVENTION

        Defendants first contend that service of 
process was inadequate because Strabala 
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failed to serve them under Rule 4(f)(1) 
according to the methods prescribed by the 
Hague Convention. The Hague Convention is 
an international treaty
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formulated to provide a simpler way to serve 
process abroad. Volkswagenwerk 
Aktiengesellschaft v. Schlunk, 486 U.S. 694, 
698 (1988). The primary means of service 
under the Hague Convention is through a 
receiving country's "central authority," which 
receives requests for service, arranges for 
service, and returns proofs of service. Id. at 
698-99. Strabala initially attempted service 
through the Hague Convention when, after 
having the summons and complaint 
translated to Chinese, he requested service 
upon Defendants through China's Ministry of 
Justice. R. 10 at 2, 7-20. The request was 
made on May 14, 2015, and, as of November 
10, 2015, Strabala had not yet received a 
response from the Ministry of Justice. Id.

        "The Hague Convention does not specify 
a time within which a foreign country's 
Central Authority must effect service, but 
Article 15 does provide that alternate methods 
may be used if a Central Authority does not 
respond within six months." Fed. R. Civ. P. 4, 
Advisory Committee Notes, 1993 
amendments. "The decision whether to allow 
alternate methods of serving process under 
Rule 4(f)(3) is committed to the 'sound 
discretion of the district court.'" Brockmeyer 
v. May, 383 F.3d 798, 805 (9th Cir. 2004) 
(citations omitted); see also Hinsey v. Better 
Built Dry Kilns, Inc., 2009 WL 1766883, *2, 
(N.D. Ind. June 22, 2009) ("Rule 4(f)(3) 
provides the Court with flexibility and 
discretion empowering courts to fit the 
manner of service utilized to the facts and 
circumstances of the particular case.") 
(internal quotation marks and citation 
omitted); see, e.g., Stream SICAV v. Wang, 
989 F. Supp. 2d 264, 280 (S.D.N.Y. 2013) 
(authorizing alternative service in China 

because significant delay was likely if service 
was sought through the Chinese
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Ministry of Justice); In re LDK Solar Secs. 
Litig., 2008 WL 2415186, *1 (N.D. Cal. June 
12, 2008) (authorizing an alternative means 
of service on Chinese defendants without first 
attempting "potentially fruitless" service 
through the Hague Convention's Chinese 
Central Authority).

        Court-directed service pursuant to Rule 
4(f)(3) is appropriate when, for example, 
"there is a need for speed that cannot be met 
by following the Hague Convention methods, 
when the Central Authority of the foreign 
country has refused to serve a particular 
complaint (perhaps based on its own public 
policy or substantive law limitations), or 
when a foreign country's Central Authority 
fails to effect service within the six-month 
period provided by the Hague Convention." 
4B FED. PRAC. & PROC. CIV. § 1134 (4th ed.) 
(emphasis added). Strabala waited six 
months, and, not having heard from the 
Ministry regarding his request for service, he 
moved the Court for an order pursuant to 
Rule 4(f)(3) to serve Defendants by alternate 
means. Strabala was not out of line in doing 
so, and the Court's grant of that motion was 
appropriate. See Bazarian Int'l Fin. Assocs., 
L.L.C. v. Desarrollos Aerohotelco, C.A., 168 F. 
Supp. 3d 1, 16 (D.D.C. 2016) (holding that the 
plaintiff was "not required to first 
demonstrate a minimum threshold effort to 
serve Defendants via . . . the Hague 
Convention," and, even if he was, "this 
burden would have been satisfied in this 
case"); see also Flava Works, Inc. v. Does 1-
26, 2013 WL 1751468, at *6-7 (N.D. Ill. Apr. 
19, 2013) (in the absence of any directive from 
the Seventh Circuit, "the court finds that Rule 
4(f) does not indicate a preference for any 
method of service"); Zhang v. Baidu.com 
Inc., 293 F.R.D. 508, 514 (S.D.N.Y. 2013)
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(concluding that the court "has discretion to 
authorize alternative service . . . pursuant to 
Rule 4(f)(3) notwithstanding China's refusal 
to effect service under the Hague Convention 
on the ground that doing so would infringe its 
sovereignty and security").36

        B. PROOF OF SERVICE

        Rule 4(f)(3) permits the court to order 
service by any means not prohibited by 
international agreement, as long as the 
method of service comports with 
constitutional notions of due process. U.S. 
Commodity Futures Trading Comm'n, 2008 
WL 4299771, *4. Defendants do not argue 
that the method of service ordered
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by the Court under Rule 4(f) and on which 
Strabala relies for having effected service—
that is, service by e-mail37—was legally 
insufficient. For instance, Defendants do not 
argue that service by e-mail violates any 
international agreement, nor do they argue 
that it does not comport with constitutional 
notions of due process.38 Moreover, service of 
process by e-mail has been upheld in 
circumstances similar to those here. See, e.g., 
Rio Props., Inc. v. Rio Int'l Interlink, 284 
F.3d 1007, 1018 (9th Cir. 2002) ("When faced 
with an international e-business scofflaw, 
playing hide-and-seek with the federal court, 
e-mail may be the only means of effecting 
service of process."); MacLean-Fogg Co. v. 
Ningbo Fastlink Equip. Co., 2008 WL 
5100414, at *2 (N.D. Ill. Dec. 1, 2008) 
(granting leave to serve a defendant located in 
China by e-mail and facsimile, and noting 
that because the "Hague Convention does not 
prohibit service by e-mail or facsimile, such 
means may be authorized under Rule 
4(f)(3)."); see also Phillip Morris USA v. 
Veles Ltd., 2007 WL 725412, at *3 (S.D.N.Y. 
Mar. 12, 2007) (authorizing service of process 
by e-mail in trademark action where on-line 
stores did not post any physical address and
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defendant's "business appear[ed] to be 
conducted entirely through electronic 
communications"). Therefore, the only issue 
before the Court regarding the service that 
was ordered under Rule 4(f)(3) is Zhang's 
contention that he never received the service 
e-mail with the complaint and summons 
attached. See R. 31-2 at 4-5 (¶ 15) (I did not 
ever receive any e-mail communications from 
Strabala's attorney with documents relating 
to the Illinois Litigation at my actual e-mail 
addresses or in any other way).39

        Proof of service is governed by Rule 4(l), 
which provides in relevant part that where, as 
here, service is made under Rule 4(f)(3), 
service must by proved "by a receipt signed by 
the addressee, or by other evidence satisfying 
the court that the summons and complaint 
were delivered to the addressee." Fed. R. Civ. 
P. 4(l)(2)(B). A receipt signed by the 
addressee is usually not available when 
service is made by e-mail. The "other 
evidence" alternative typically is a signed 
"return" from the server. In this case, Strabala 
has submitted a return of service signed by 
someone named Pamela M. Ickes, which 
states that, "[p]ursuant to this Court's Order 
of November 17, 2015, I served Defendants 
Qiao Zhang and Zhou Shimiao on that same 
day with the Complaint and Summons via 
Federal Express and personal email. I 
received no 'bounce back' or other notice of 
rejection of those emails to either Defendant." 
R. 33-17.

        Ordinarily, "[a] signed return of service 
constitutes prima facie evidence of valid 
service which can be overcome only by strong 
and convincing evidence." Homer

Page 74

v. Jones-Bey, 415 F.3d 748, 752 (7th Cir. 
2005) (internal quotation marks omitted) 
(quoting O'Brien, 998 F.2d at 1398). "Once 
such a prima facie showing is made, the 
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burden shifts to the defendant to demonstrate 
that service was not received." Id. 
"Furthermore, [a]n uncorroborated 
defendant's affidavit merely stating that he 
[has] not been personally served with 
summons is insufficient to overcome the 
presumption favoring the affidavit of service." 
Fleet Mortg. Corp. v. Wise, 1997 WL 305319, 
at *2 (N.D. Ill. May 29, 1997) (internal 
quotation marks and citation omitted). But 
the Seventh Circuit has said that "it is 
questionable whether the presumption of 
service and the burden-shifting scheme 
referenced in O'Brien . . . applies to returns of 
service that do not specify the address used or 
the identity of the individual who accepted 
the mailing." Homer, 415 F.3d at 752. Ms. 
Ickes does not give the e-mail addresses to 
which she sent the summons and complaint. 
This is a problem, because Zhang denies that 
the correct e-mail address was used for him. 
See R. 31-2 at 4-5 (¶ 15).40

        But Zhang's affidavit also is problematic. 
He states only that he "understand[s] that 
Strabala's attorney has stated that he 
attempted to e-mail Illinois Litigation 
documents to me" at an e-mail address that 
Zhang says is
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incorrect. Id. In other words, Zhang has no 
personal knowledge of what e-mail addresses 
were used by Ms. Ickes for service, and, in 
fact, indicates by his affidavit that his 
testimony concerning Ms. Ickes' use of an 
incorrect e-mail address is based on hearsay 
upon hearsay (i.e., an unidentified person 
told Zhang that Strabala's attorney told the 
unidentified person that the incorrect e-mail 
address was used). To make matters worse, 
the information Zhang apparently received 
informing him that the wrong e-mail address 
was used is contradicted by Strabala's motion 
to serve Defendants by alternative means, 
which specifies two e-mail addresses for 
service on Zhang, including one that Zhang 
admits is correct. See R. 10.41

        It is possible that the source of Zhang's 
information about what e-mail addresses 
were used is mistaken, and that Ms. Ickes in 
fact used the correct e-mail address as shown 
on the motion to serve by alternative means. 
If that is the case, Ms. Ickes' return of service, 
which states that she served Zhang by e-mail 
and received no "bounce back," would "carry 
the day." Fleet Mortg. Corp., 1997 WL 
305319, at *2. But it also is possible that Ms. 
Ickes made the typographical error that 
Zhang says in his affidavit she made, and that 
she in fact did not send the summons and 
complaint to Zhang's correct e-mail address. 
There simply is no way
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for the Court to know on the current record 
which of these two possibilities happened.

        The Court echoes the sentiments 
expressed by Judge Evans in his dissent in 
United States v. Ligas, 549 F.3d 497, 504 (7th 
Cir. 2008), that it is "regrettable [ ] we are 
squabbling over service of process" in this 
case; Zhang has notice of the lawsuit and is 
represented by able counsel actively litigating 
on his behalf. If in fact the e-mail did not 
reach Zhang when it was sent because of a 
typo in the e-mail address, he has not been 
prejudiced by that error. Zhang learned 
almost immediately that formal service had 
been successful on Zhou, and he admits that 
he has known about the contents of the 
complaint for months already from Strabala's 
hand-delivery at a court proceeding in 
Shanghai. More fundamentally, if service of 
process on Zhang was defective, the case will 
not be dismissed. Courts routinely grant 
extensions of time to cure defects in service of 
process, even retroactively when the time 
limit for service has expired. See Karney v. 
City of Naperville, 2016 WL 6082354, at *2 
(N.D. Ill. Oct. 18, 2016) ("Rule 4(m) preserves 
the Court's discretion to extend the deadline 
for service of process even without a showing 
of good cause."); Rivera v. Riley Cnty. Law 
Bd., 2011 WL 4686554, at *3 (D. Kan. Oct. 4, 
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2011) ("When a court finds service of process 
insufficient but curable, it should generally 
quash the service and give the plaintiff an 
opportunity to re-serve the defendant."). 
Here, it is not even necessary that the Court 
grant an extension of time because service of 
process on a foreign defendant pursuant to 
Rule 4(f) is not subject to any time 
constraints. See Fed. R. Civ. P. 4(m). 
Therefore, all Zhang would
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accomplish by successfully contesting service 
of process is to force Strabala to engage in the 
seemingly pointless exercise of sending the e-
mail to him a second time.

        Ultimately, it is Strabala's burden of 
proof to establish legally sufficient service of 
process, and the Court is constrained to hold 
that he has not met that burden here because 
of the fact that Ickes' return of service does 
not state the e-mail address to which she sent 
the summons and complaint. But Federal 
Rule of Civil Procedure 4(l)(3) provides that 
"[f]ailure to prove service does not affect the 
validity of service. The court may permit 
proof of service to be amended." Accordingly, 
Strabala can file an amended return of service 
stating, under penalty of perjury, that the 
complaint and summons were sent to one of 
Zhang's correct e-mail addresses, specifically 
setting forth the e-mail address that was used. 
If Strabala is unable to provide an appropriate 
amended proof of service—either because the 
previous e-mail service was not sent to a 
correct address or because information 
concerning what e-mail addresses Ickes in 
fact used is no longer available—Strabala can 
cure the defect in the previous service attempt 
by re-sending the summons and complaint to 
the correct e-mail address and then filing a 
new return of service with the Court proving 
the new service. Or, Zhang can simply waive 
service of process, in which case Strabala 
should file proof of the waiver.42
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        In sum, the Court finds that (1) service of 
process on Zhou was effective; and (2) service 
of process on Zhang has not yet been shown, 
but, even if the original service was defective, 
the defect does not warrant dismissal of the 
complaint and instead the Court will quash 
the original service and Strabala can attempt 
to cure the defect by re-serving Zhang or 
obtaining a signed waiver of service from him. 
Accordingly, Defendants' motion to dismiss 
the complaint for ineffective service of 
process is denied.

CONCLUSION

        For the foregoing reasons, it is hereby 
ordered that:

        1. Defendants' Motion to Vacate, R. 22, is 
granted.

        2. Plaintiff's Motion to Strike, R. 41, is 
granted.

        3. Defendants' Motion to Dismiss, R. 30, 
is denied in part and granted in part as 
follows: (1) Defendants' motion to dismiss for 
lack of subject matter jurisdiction is denied; 
(2) Defendants' motion to dismiss for lack of 
personal jurisdiction is denied as to Count 1 
(Defamation), and granted without prejudice 
as to Count II (Intentional Interference); (3) 
Defendants' motion to dismiss for lack of 
service of process is denied; and (4) 
Defendants' motion to dismiss Count II 
(Intentional Interference with Business 
Relations) for failure to state a legally 
adequate claim for relief is granted.

        Further, as to Defendant Zhang, Plaintiff 
is ordered to file within ten days of entry of 
this memorandum opinion and order any one 
of the following: (i) an amended proof of 
service establishing that the original service 
was effective, (ii) a
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new return of service establishing that the 
defect in the original service has been cured, 
or (iii) proof of waiver of service.

        In addition, if Plaintiff intends to seek 
leave to file an amended complaint, he should 
file a proposed amended complaint with a 
brief of no more than five pages explaining 
why the proposed amended complaint cures 
the defects in the original complaint 
identified in this order. The proposed 
amended complaint and brief, or else a 
motion for an extension of time, must be filed 
within fourteen days of the date on which this 
memorandum opinion and order is entered. 
Defendants may file a response to Plaintiff's 
brief, also limited to no more than five pages 
in length, and shall do so on or before seven 
days after Plaintiff files the proposed 
amended complaint. No reply brief is to be 
filed.

        If Plaintiff does not seek leave to file an 
amended complaint, Defendants shall file an 
answer to the complaint on or before thirty 
days after the date on which this 
memorandum opinion and order is entered. A 
status hearing is set for December 22, 2016 at 
9:00 a.m. The parties are directed to file a 
proposed joint discovery plan on or before 
December 19, 2016.

        ENTERED:

        /s/_________
        Honorable Thomas M. Durkin
        United States District Judge

Dated: November 18, 2016

--------

Footnotes:

        1. Strabala contends that Defendants 
should be referred to as "Qiao" and "Zhou" 
because in China the family name comes 
before the given name. See 
https://www.travelchinaguide.com/essentia
l/chinese-name.htm. Defendants respond 

that they know their own names and that 
their respective family names are Zhang and 
Zhou. The Court will take Defendants' word 
and refer to them as Zhang and Zhou.

        2. The facts in this section are taken from 
the complaint, Strabala's deposition 
testimony and responses to interrogatories, 
three sworn declarations by Strabala, two 
sworn affidavits each by Zhang and Zhou, an 
Affidavit of Service by Pamela Ickes, and 
various other exhibits submitted by the 
parties.

        3. The unique design features of the 
Shanghai Tower, including its double layer 
transparent façade or "two skins," are 
described in 2DEFINE promotional 
materials, as well as in an informative 
Wikipedia article, see 
https://en.wikipedia.org/wiki/Shanghai_To
wer.

        4. It appears that the company's name 
originally was Strabala & Woo Architects2 
LLC, which was later changed to Strabala & 
Woo Architects, LLC, and then to Strabala + 
Architects LLC. See R. 33-8. The Court will 
refer to the company simply as "S&W."

        5. The four partners of 2DEFINE also 
opened a Chinese business entity, DeFan 
Architectural Consulting Shanghai Ltd., to 
facilitate 2DEFINE doing business with 
Chinese clients. The Court refers only to 
2DEFINE in this opinion without purporting 
to distinguish between that entity and its 
Chinese counterpart.

        6. Although it vacated and remanded, the 
Seventh Circuit expressed some doubt as to 
the validity of Gensler's claims. See Gensler v. 
Strabala, 764 F.3d 735, 738 (7th Cir. 2014) 
("Yet if the gist of Gensler's complaint is that 
big projects require big teams—and that 
Gensler insists on institutional rather than 
personal credit—where's the falsity?"). 
Strabala continues to take credit for the 
design of the Shanghai Tower, although the 
Wikipedia article does not mention him by 
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name, noting that the building "was designed 
by the American architectural firm Gensler, 
with Chinese architect Jun Xia leading the 
design team." 
https://en.wikipedia.org/wiki/Shanghai_To
wer.

        7. The Chinese litigation apparently 
includes three different lawsuits: (1) a lawsuit 
brought by Zhou against Strabala; (2) a 
lawsuit brought by Strabala against Zhang 
and Zhou; and (3) a lawsuit brought by 
Zhou's Chinese architecture firm, Tufan 
Architects Design Firm, against Strabala. 
Zhou states in his affidavit that the first two 
lawsuits have been resolved, while the third 
was still pending at the time the affidavit was 
filed.

        8. When a party has failed to plead or 
otherwise defend a lawsuit, entry of default 
under Rule 55(a) must precede grant of a 
default judgment under Rule 55(b). Wright & 
Miller, 10A FED. PRAC. & PROC. CIV. § 2682 
(4th ed.). Here, the January 19, 2016 Order of 
Default Judgment (R. 17) refers to a "default 
judgment," and it is preceded by the Court's 
January 14, 2016 minute order granting 
"Plaintiff's motion for default judgment." R. 
15. Nevertheless, the Order of Default 
Judgment contemplated a prove-up hearing 
to establish the amount of Strabala's 
damages. Therefore, it is clear that a final 
default judgment had not yet been entered in 
the case at the time Defendants filed their 
Motion to Vacate, see In re Catt, 368 F.3d 
789, 793 (7th Cir. 2004), which means that 
the Court's January 19, 2016 Order of Default 
Judgment constituted an entry of default 
under Rule 55(a), not a default judgment 
under Rule 55(b).

        9. Strabala cites to other facts that 
support that suspicion. For instance, on 
February 27, 2016, after this Court's entry of 
default, written notice from the Chinese 
Ministry of Justice was received stating that 
Zhou had "refused to accept the documents" 
that the Ministry had attempted to serve on 

him. R. 33-17 (¶ 3). Moreover, after the first e-
mail was sent to Zhang at the e-mail address 
he previously used in sending the allegedly 
defamatory e-mails about Strabala, a second 
e-mail was sent to the same address notifying 
Zhang that the motion for default judgment 
had been filed. Although the first e-mail did 
not "bounce back," the second e-mail did, 
suggesting the possibility that Zhang might 
have changed his e-mail address after being 
served with the complaint. The Seventh 
Circuit has held that "effort[s] to avoid service 
of process and frustrate the efficient 
administration of justice" are valid reasons to 
refuse to vacate a default entered against a 
party. Swaim v. Moltan Co., 73 F.3d 711, 721 
(7th Cir. 1996).

        10. The motion erroneously states that the 
exhibits in question are G and H. See R. 41 at 
1.

        11. On the second point, the Court's 
concerns relate not only to Strabala's 
accusations of potential theft and tampering 
of documents on Strabala's laptop, but also, 
as will be discussed in the next section, to 
Defendants' contentions that Strabala was 
"evasive" and "impertinent" (R. 56 at 3 n.1) at 
his deposition, and that he took an 
unreasonable position in jurisdictional 
discovery to avoid producing relevant 
information. The Court is not at this time 
finding in favor of either side on their 
allegations of misconduct and/or bad faith 
against each other, and specifically does not 
make any finding that impropriety has 
occurred. Nevertheless, both Strabala and 
Defendants should be aware that the Court 
takes the other sides' allegations of 
misconduct seriously, having concluded from 
an examination of the record that neither 
side's accusations are frivolous. The parties 
are forewarned that, going forward, the Court 
will expect full compliance with the rules of 
civil procedure and cooperation in discovery, 
and that gamesmanship will not be tolerated.
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        12. Strabala could be "deemed" to have 
verified the e-mails' authenticity if he was the 
party who produced them. See, e.g., In re 
Homestore.com, Inc. Sec. Litig., 347 F. Supp. 
2d 769, 781 (C.D. Cal. 2004) ("Although none 
of these documents have affidavits from the 
actual authors laying the foundation that the 
emails are what they purport to be, these 
documents are deemed authentic because 
Plaintiff identified the documents as being 
produced by parties in discovery.") (internal 
citation omitted); Jimena v. UBS AG Bank, 
Inc., 2011 WL 2551413, at *5 (E.D. Cal. June 
27, 2011) (e-mails sought to be introduced by 
the plaintiff were not authenticated by the 
discovery process because they were 
produced in discovery by the plaintiff, not by 
the defendants). In this case, the e-mails were 
not produced in discovery, and Defendants 
did not obtain them from Strabala.

        13. The information Defendants originally 
provided to the Court about the source of the 
e-mails was vague. See R. 39 at 6 n.2 (stating 
that Defendants were "led to this new 
evidence . . . by Plaintiff's reference to the 
SOM case in his Opposition and Defendants' 
resulting review of the record in that case"). It 
was only after Strabala filed the Motion to 
Strike that Defendants admitted that the e-
mails were retrieved by them from Strabala's 
work laptop.

        14. Strabala also states that there is no way 
he would have received the Ding Qing e-mail 
with the attached written interview because, 
by the date on the e-mail, "his email account 
was closed when the 2DEFINE website was 
shut down. The record does not contain 
sufficient facts for the Court to evaluate the 
accuracy of this statement.

        15. Even if the Court were to find that 
Defendants have provided a proper 
foundation for Exhibits F and G, the 
admissibility of those exhibits to prove the 
matters asserted by Defendants is 
questionable. The letter from Strabala to his 
wife is a privileged communication between 

husband and wife. See 735 Ill. Stat. Ann. 5/8-
801. Defendants contend that Strabala waived 
the marital privilege by sending the letter via 
e-mail from his work computer. See R. 45 at 
2-3 (citing, inter alia, United States v. 
Hamilton, 701 F.3d 404 (4th Cir. 2012)). 
Even if the computer was Strabala's work 
laptop as opposed to his personal laptop (a 
fact in contention), the evidence Defendants 
submit as proof of Strabala's waiver is a 
supplemental declaration by Zhang with an 
attached sample employment contract 
containing a written policy regarding the 
permitted use of company computers and 
confidentiality. See R. 45-1. Strabala denies 
that he ever signed such a contract, and there 
is no evidence to the contrary. Indeed, one 
would not expect that Strabala would have 
signed the employee contract because he is an 
owner of 2DEFINE through his partnership 
interest, not an employee. The article written 
about Strabala and attached to the Ding Qing 
e-mail presents a different evidentiary 
problem. Defendants offer the article as proof 
that Strabala actually said what the article 
claims he said, in other words, for the truth of 
the matters asserted. Defendants do not 
explain the basis for admission of this 
hearsay. At the very least, Defendants would 
have had to show that Strabala reviewed the 
article and did not make any corrections to it, 
in which case they might have been able to 
argue that he "adopted" the statements in the 
article that are attributed to him. But they 
have not done so. Therefore, at least at this 
juncture, the Court finds that the article also 
is inadmissible on substantive grounds.

        16. Like his refusal to provide pre-2014 
discovery, Strabala's behavior at his 
deposition also is troubling to the Court. For 
example, Strabala was asked "what brings you 
to Chicago this week," to which he replied "I 
think it was a 747." R. 65-2 at 5 (Strabala Dep. 
11-12). When asked "[w]hen did you arrive in 
Chicago," he responded "37 hours after I left 
Shanghai." Id. Even if intended as mere 
quips, these responses were not appropriate 
for a deposition. Strabala also responded 
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inappropriately to questions by defense 
counsel seeking to determine the last time he 
had been in Chicago. Indeed, the transcript 
on this point reads like an Abbott and 
Costello routine, as the following illustrates:

Q. And before the trip to 
Chicago that you are on right 
now, when was the last time you 
were in Chicago? A. At this time 
I can't remember. Q. Was it 
more than a year ago? A. At this 
time I can't remember. Q. Was 
it more than two years ago? A. 
At this time I can't remember. 
Q. You can't remember whether 
before this week or the last two 
weeks you've been in Chicago? 
A. I think that's what I said. Q. 
Okay. So it's not the case that 
you come to Chicago at least 
once a year? A. No, I try to come 
to Chicago as much as I can. Q. I 
didn't ask you that. I asked you 
whether it is the case that you 
don't always come to Chicago at 
least once a year? A. I don't 
understand the question. It's too 
confusing. Could you simplify 
it? Q. I will try. Before the trip 
that you were engaged in here in 
Chicago presently and we are in 
Chicago during this deposition, 
your testimony is that you can't 
recall the last time you were in 
Chicago, correct? A. No. Q. 
Please tell me what's wrong with 
my question. A. I said at this 
time I can't remember. Q. Do 
you draw a distinction between 
remember and recall? A. Not 
really. . . . Q. Right. Well, I also 
asked you whether it was in the 
last year, within the last two 
years—A. And I said I can't 
remember. . . . Q. And are you 
on any pharmaceuticals or other 
substances that would affect 
your ability to remember the 

last time you were in Chicago 
that you are aware of? A. No, 
and I didn't say I can't 
remember the last time I was in 
Chicago. I can't remember the 
last couple years the exact dates 
I was in Chicago.

Id. at 5-6 (Strabala Dep. 13-15). After this 
initial exchange, defense counsel for the most 
part was able to pin Strabala down regarding 
his previous trips to Illinois. It appears that 
those trips have been infrequent over the last 
five years with no visits at all in 2015.

        17. Had the facts on which the Court relies 
herein for finding subject matter jurisdiction 
been disputed, an evidentiary hearing would 
have been required, particularly given that 
concerns have been raised by both sides as to 
the other side's credibility. Although the 
record contains some factual disputes—most 
notably as to the frequency and dates of 
Strabala's visits to Chicago and where he files 
taxes—those disputes are more superficial 
than real, and the Court's ruling in any event 
does not depend on any of those matters. In 
addition, Defendants have not challenged 
Strabala's declaration testimony or his 
written discovery responses, nor have they 
requested the Court to conduct an evidentiary 
hearing. Therefore, in the interest of avoiding 
further delay, the Court has chosen to decide 
the current motions on the basis of the 
submitted record.

        18. The rule regarding the continuation of 
an established domicile is more than just an 
evidentiary presumption in favor of an 
individual's old, established domicile. It is a 
substantive rule premised on "a judicial policy 
determination that in ascertaining diversity 
jurisdiction in a highly mobile society there is 
a need to fix domicile with some reasonable 
certainty at the threshold of litigation." 
Gutierrez v. Fox, 141 F.3d 425, 428 (2d Cir. 
1998).

        19. Even if Strabala did acquire a new 
domicile in Texas when he moved to Houston 
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in 2006, alien diversity jurisdiction still 
would exist in this case so long as Strabala did 
not later give up his Texas domicile when he 
moved to Shanghai. Therefore, it may seem 
unnecessary to analyze whether Strabala gave 
up his Illinois domicile in favor of Texas. In 
fact, however, such an analysis must be 
conducted, both because Strabala expressly 
disavows relying on Texas as his state of 
domicile, see R. 65-2 at 4 (Strabala Dep. 9), 
and because the evidence regarding Strabala's 
intent when he moved from Houston to China 
cannot adequately be evaluated without also 
considering Strabala's previous intent when 
he moved from Chicago to Houston.

        20. See also Gutierrez, 141 F.3d at 428-29 
(holding that the plaintiff's domicile remained 
in New Jersey for purposes of a lawsuit filed 
in 1996, even though as of the filing he 
"worked in New York, banked in New York, 
and had a girl friend who lived in New York 
with whom he stayed from time to time," 
because he did not form the intent to stay in 
New York until sometime in 1997); Scoggins 
v. Pollock, 727 F.2d 1025, 1028 (11th Cir. 
1984) (although the plaintiff left Georgia not 
intending to return there, "she was undecided 
about her future plans" and ended up residing 
in South Carolina solely to pursue her 
graduate studies; she therefore lacked the 
intent to acquire a new domicile in South 
Carolina, which meant that "Georgia 
remained [her] domicile for diversity 
purposes"); Spanos v. Skouras Theatres 
Corp., 235 F. Supp. 1 (S.D.N.Y. 1964), aff'd in 
relevant part and rev'd in part on other 
grounds, 364 F.2d 161, 164 (3d Cir. 1966) 
(plaintiff did not give up California domicile 
despite having sold his residence there and 
moved to New York where he worked as an 
attorney for close to ten years because his 
intent to maintain his California domicile was 
shown by the facts that he always kept a law 
office there and never applied to become a 
member of the New York bar).

        21. Strabala states that his car was 
originally located in Illinois, driven to Texas 

when Strabala moved there, and then shipped 
back to Illinois when Strabala moved to 
Shanghai. But his testimony about the car 
originally being located in Illinois seems 
inconsistent with his other testimony that the 
car has never been registered in Illinois.

        22. Strabala states in his declaration that 
he has always been registered to vote in 
Illinois as well as active in the voting process. 
Courts have found that "voting in a state 
raises a presumption of citizenship in that 
state." Wright & Miller, supra, § 3612. The 
Court declines to rely on this fact here, 
however, because Strabala has only submitted 
evidence of his 2016 voter registration card 
and has declined to provide discovery 
regarding any dates prior to 2014.

        23. Zhang and Zhou point out that 
Strabala has maintained his Texas driver's 
license to this day, despite having moved 
from Texas and despite denying an intent to 
make Texas his domicile. Strabala testified it 
was convenient to keep that license while 
living in Shanghai because it was renewable 
by internet, and the Court finds that 
explanation credible.

        24. Strabala states in his declaration that 
he "regularly complete[s] a 'homeowners 
exemption' form for his Chicago co-op," R. 
33-1, (¶ 15), but he attaches as proof only his 
2016 Illinois homeowner's exemption form. 
The record shows that he likely took a 
homeowner's exemption on his Houston 
condominium in the years 2006 through 
2008.

        25. The record shows that Strabala used 
the Houston address on a tax form for S&W. 
See R. 41-2 at 35. The Court is unable to 
determine for certain whether Strabala did 
the same for any tax documents for years 
prior to 2014 because Strabala refused to 
produce that information in discovery, and 
the Court therefore presumes that he did so.

        26. See also United States v. Knight, 299 
F. 571, 573-74 (9th Cir. 1924) ("An American 
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citizen does not become a permanent resident 
of a foreign country by simply taking 
employment there with an American firm, 
however long his employment may 
continue."); Liakakos v. CIGNA Corp., 704 F. 
Supp. 583, 586-87 (E.D. Pa. 1988) (plaintiff 
did not give up his domicile in California 
when he was transferred to Greece by his 
employer, because, even though he has not 
yet returned to California, he continues to 
own and maintain his home, his bank 
account, his voter registration, and his 
driver's license there).

        27. Two other cases cited by Defendants 
actually support Strabala's position here 
because, in the face of conflicting evidence 
regarding domicile, the courts in those cases 
credited the statements of intent of the party 
whose citizenship was at issue (the defendant 
in both). See Al-Turki, 2013 WL 752931, at 
*4-5 (where the plaintiffs were foreign 
citizens attempting to sue the defendant in 
federal district court in Indiana based on her 
alleged domicile there, court holds that, 
notwithstanding she had a home in Indiana 
where her husband lived and she visited 
frequently, the defendant was domiciled in 
Kuwait where she maintained permanent 
residency status and dual citizenship with the 
United States and where she testified she 
intended to remain living for the foreseeable 
future); Filter Specialists, Inc. v. Xin Li, 2008 
WL 2783266, at *3-6 (N.D. Ind. July 16, 
2008) (holding that the defendant was 
domiciled in China, where he originally was 
from, where he currently lived, where he had 
a Chinese bank account, a Chinese driver's 
license, and a long-term Chinese work visa, 
and where he stated he intended to remain 
indefinitely to be near his parents in order to 
care for them in their old age).

        28. Zhang and Zhou both state that they 
personally heard Strabala make some of the 
statements in the articles or interviews. That 
fact, however, lays a foundation only for 
Zhang and Zhou to testify about what they 
heard; it does not necessarily overcome an 

independent hearsay objection to the articles 
themselves.

        29. The only evidence in the record on 
where Strabala's wife spends her time is 
Strabala's testimony that she lives six months 
in Shanghai with him and six months in 
Chicago. Defendants' affidavits state that 
Strabala's wife lives with him in Shanghai, but 
the Court concludes that those statements are 
not inconsistent with Strabala's more specific 
statement that she splits her time between 
Shanghai and Chicago. In any event, if there 
is an inconsistency, the Court credits 
Strabala's testimony, who obviously would 
have more particularized knowledge of the 
exact location of his wife at any given time 
than either of Defendants.

        30. Zhang and Zhou argue that "a floating 
intention to return at some future period" is 
insufficient for purposes of maintaining a 
previously established domicile. R. 64 at 5 
(quoting Gilbert, 235 U.S. at 569-70). The 
Supreme Court made the "floating intention" 
comment in Gilbert, however, only after 
finding that the facts showed that the plaintiff 
had indeed relinquished his domicile in 
Michigan when he moved his family to 
Connecticut and bought a house there where 
he had lived for the past twenty years. A 
floating desire to return to Michigan someday 
could not by itself preserve a domicile in that 
state when the facts showed the domicile had 
been previously abandoned. See also 
Foroughi v. Am. Airlines, Inc., 2011 WL 
5979716 (S.D.N.Y. 2011) (also cited by 
Defendants) (where the plaintiff moved to 
Canada three years before the complaint was 
filed, and, notwithstanding her stated 
intention to return to New York someday, did 
not offer any facts to suggest that she did not 
give up her New York domicile when she 
moved). Nothing in Gilbert suggests that the 
"floating desire" language was intended to 
impose a separate, independent requirement 
of a definite return date.
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        31. A number of cases appear to reach a 
contrary conclusion in holding that the 
defendant must have knowledge of where the 
target of his or her internet-based conduct is 
located. But those cases either (1) do not 
involve a reputation-based tort, where the 
defendant's tortious conduct by definition 
occurred in the place where the defamatory 
statements were published, see, e.g., Rice v. 
Karsch, 154 Fed. App'x 454, 455 (6th Cir. 
2005) (unpublished) (breach of contract); 
Watiti v. Walden Univ., 2008 WL 2280932, 
at *10-11 (D.N.J. May 30, 2008) (breach of 
contract and fraud), or else (2) deal with the 
Advanced Tactical Ordnance Systems, Inc.-
type situation of blast e-mails, where the 
geographically targeted online activity is too 
dispersed to warrant a finding of express 
aiming, see, e.g., Shrader v. Biddinger, 633 
F.3d 1235, 1247-48 (10th Cir. 2011); United 
Airlines, Inc. v. Zaman, 152 F. Supp. 3d 1041, 
1051 (N.D. Ill. 2015).

        32. The Court believes this is the proper 
rule even if, as Defendants contend, their 
intent was that Wood open the e-mail with 
the letter attached while he was in China 
attending a conference. See, e.g., Fletcher v. 
Doig, 125 F. Supp. 3d 697, 709 (N.D. Ill. 
2014) (quoting Dudnikov v. Chalk & 
Vermilion Fine Arts, Inc., 514 F.3d 1063, 1075 
(10th Cir. 2008) (describing the defendant's 
intent as "something like a bank shot in 
basketball" where the player shoots the ball 
off the backboard intending for it to hit the 
backboard, but, in so intending, his "express 
aim" is really to put the ball into the basket)).

        33. Normally, before concluding that a 
prima facie case for personal jurisdiction 
exists, the Court would also have to consider 
whether jurisdiction in Illinois would violate 
notions of fair play and substantial justice. 
See Felland, 682 F.3d at 677 (factors relevant 
to the fair play and substantial justice inquiry 
include "the burden on the defendant, the 
forum State's interest in adjudicating the 
dispute, the plaintiff's interest in obtaining 
convenient and effective relief, the interstate 

judicial system's interest in obtaining the 
most efficient resolution of controversies, and 
the shared interest of the several States in 
furthering fundamental substantive social 
policies") (quoting Burger King, 471 U.S. at 
477) (internal quotation marks omitted)). But 
Defendants did not raise the issue in their 
briefs, and, accordingly, they have waived any 
argument on that point. The Court recognizes 
that litigating in the United States may 
impose some burden on Defendants, who are 
Chinese nationals residing in China, but notes 
that is not a reason in itself to decline to 
exercise personal jurisdiction over them. See 
NetApp, Inc. v. Nimble Storage, Inc., 41 F. 
Supp. 3d 816, 828 (N.D. Cal. 2014) ("courts 
have appropriately exercised jurisdiction over 
foreign parties") (citing cases).

        34. Specifically, the complaint alleges that: 
(1) Defendants secretly created two Chinese 
partnerships with names similar to 2DEFINE 
and used those partnerships to 
misappropriate funds owed to 2DEFINE, R. 1 
(¶¶ 20-22); (2) Defendants stole property 
belonging to 2DEFINE and to Strabala, 
stopped paying 2DEFINE employee salaries 
and expenses and, in effect "destroyed the 
Shanghai office of 2DEFINE by diverting 
company funds to their personal bank 
accounts, leaving 2DEFINE with no income 
and only debts," id. (¶ 24); (3) Zhang falsely 
advertises on the Internet to individuals in 
the United States that he has a valid U.S. 
architectural license, id. (¶ 26); (4) 
Defendants have been doing business with 
contracts, equipment and some employees 
diverted from 2DEFINE, and they have 
tortiously interfered with Strabala's business 
and future economic prospects by among 
other things visiting at least one of Strabala's 
clients, demanding contractual information 
for a project on which Strabala was hired, and 
indicating that payments due Strabala should 
be diverted to Defendants instead, id. (¶¶ 26-
28); and (5) Defendants have been providing 
Strabala's confidential business information 
to Gensler and SOM, id. (¶ 29).
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        35. Count II is dismissed for the additional 
reason that it fails to state a legally sufficient 
claim for relief. To state a claim for tortious 
interference with contract, a plaintiff must 
allege, among other things, a valid contract, a 
breach of that contract, and resulting 
damages. See George A. Fuller Co. v. Chi. 
Coll. of Osteopathic Med., 719 F.2d 1326, 
1330 (7th Cir. 1983). Strabala's vague 
references to unidentified contracts do not 
put Defendants on notice of the basis for his 
claim; he must identify specific contracts that 
were breached. Moreover, Strabala does not 
specifically allege that any of the contracts 
with which Defendants supposedly interfered 
were actually breached, or explain in what 
way they were breached and by whom. Nor 
does he explain the factual basis for his claim 
that he suffered damages from the alleged 
interference. See, e.g., Peco Pallet, Inc. v. Nw. 
Pallet Supply Co., 2016 WL 5405107, at *13 
(N.D. Ill. Sept. 28, 2016) ("Fatal to its claim, 
however, Northwest fails to identify any 
breach of contract resulting from PECO's 
conduct, alleging only that PECO attempted 
to induce a breach.") (citing Miller UK Ltd. v. 
Caterpillar Inc., 2015 WL 6407223, at *6 
(N.D. Ill. Oct. 21, 2015) ("[A]n element of a 
tortious interference with contract claim 
under Illinois law is an actual breach caused 
by the defendant's conduct, not the mere 
possibility of breach."). In short, the 
allegations wholly fail to inform Defendants 
of the factual basis for Strabala's claim. The 
same is true if Strabala is intending to assert a 
claim for tortious interference with business 
expectancy. For that claim, Strabala needs to 
identify in a non-conclusory fashion, among 
other things, the specific business 
relationships for which he had a reasonable 
expectancy of entering into, as well as the 
specific conduct of Defendants that interfered 
with those business expectancies, how that 
conduct worked an interference, and how the 
interference resulted in injury to Strabala. 
Simply stating that Strabala had a business 
expectancy, which Defendants interfered with 
thereby causing Strabala harm, is conclusory 
and insufficient to put Defendants on notice 

of Strabala's claim. See Am. Audio Visual Co. 
v. Rouillard, 2010 WL 914970, at *2 (N.D. Ill. 
Mar. 9, 2010); Peco Pallet, Inc., 2016 WL 
5405107, at *13-14.

        36. Defendants quote from the Supreme 
Court's opinion in Volkswagenwerk 
Aktiengesellschaft to the effect that 
"compliance with the [Hague] Convention is 
mandatory in all cases to which it applies." 
486 U.S. at 705. To begin with, because 
Strabala apparently did not know Defendants' 
correct physical addresses, the Hague 
Convention does not apply. See D.Light 
Design, Inc. v. Boxin Solar Co., 2015 WL 
526835, at *2 (N.D. Cal. Feb. 6, 2015) 
("[D]espite Plaintiffs' diligent effort to locate 
the addresses of Defendants, the physical 
addresses of Skone Lighting and Sailing 
Motor remain unknown. Because the physical 
addresses of these Defendants are unknown, 
the Hague Convention does not apply." (citing 
Art. 1, 20 U.S.T. 361, 658 U.N.T.S. 163, and 
Liberty Media Holdings, LLC. v. Sheng Gan, 
2012 WL 122862, at *3 (D. Colo. 2012) 
(holding that the Hague Convention does not 
apply to defendant who lived in China and 
whose address was unknown)); see also U.S. 
Commodity Futures Trading Comm'n v. Lake 
Shore Asset Mgmt. Ltd., 2008 WL 4299771, 
at *4 (N.D. Ill. Sept. 17, 2008) ("Because the 
German address proved to be incorrect and 
the CFTC could not find Mr. Baker, the Hague 
Convention . . . does not govern the CFTC's 
efforts to serve Mr. Baker." (citing BP Prods. 
N. Am., Inc. v. Dagra, 232 F.R.D. 263, 264 
(E.D. Va. 2005), quoting 20 U.S.T. 361 
(U.S.T.1969) ("the Hague Convention 
contains an explicit exemption where the 
address of the foreign party to be served is 
unknown: 'This Convention shall not apply 
where the address of the person to be served 
with the document is not known'")). In any 
event, the Court agrees with the analysis in In 
re GLG Life Tech Corp. Secs. Litig., 287 
F.R.D. 262, 266 (S.D.N.Y. 2012), that 
Volkswagenwerk "does not hold or even 
suggest that the Hague Convention must 
always be complied with before alternative 
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service is ordered," and that the quoted 
language from that case is "dictum." Id. at 
266 n.7.

        37. The Court also ordered service by 
Federal Express delivery, but that method 
proved unsuccessful. See R. 33-17 (¶ 2) 
(stating that an "unknown" person advised 
the Fed Ex delivery person that Defendants 
"did not reside where their addresses showed 
they did," and, as a result, "the Fed Ex 
packages were returned . . . with the notation 
regarding why the packages were not 
accepted").

        38. Defendants do argue that service by e-
mail does not comply with Chinese law. But 
nothing in Rule 4(f)(3) requires that the 
alternative service ordered by the court 
pursuant to that provision must comply with 
the law of the foreign state where the service 
is to be effected. Defendants fail to provide 
any case authority to the contrary, and 
therefore have waived that argument. See 
United States v. Hassebrock, 663 F.3d 906, 
914 (7th Cir. 2011) (explaining that 
"perfunctory and undeveloped arguments, 
and arguments that are unsupported by 
pertinent authority, are waived") (internal 
quotation marks and citation omitted).

        39. Zhou admits that he received the e-
mail service.

        40. As Defendants point out, the form of 
Ms. Ickes' return of service leaves much to be 
desired in other ways as well. For one, 
although she represents that she has been 
"first duly sworn on oath," Ms. Ickes' 
signature is not notarized. Moreover, Ms. 
Ickes does not identify herself, her employer, 
or her relationship, if any, to the parties in 
this case. Nevertheless, Rule 4(l)(2)(B) does 
not impose any specific requirements on the 
form of the return of service other than that it 
must "satisfy[ ] the court that the summons 
and complaint were delivered to the 
addressee." Therefore, the Court focuses here 
on the primary problem it finds with Ms. 
Ickes' return of service, which is that it does 

not state the e-mail addresses to which the 
summons and complaint were sent.

        41. Strabala's motion to serve by 
alternative means states that one of the e-mail 
addresses Strabala intended to use for service 
on Zhang was zq.phone@gmail.com. Zhang 
states in his affidavit that this e-mail address 
is correct. But he contends that the e-mail 
address actually used by Ickes was 
zp.phone@gmail.com; that is, he contends 
that Ms. Ickes mistakenly substituted a "p" in 
place of the "q" in the e-mail address. But, 
again, he has no personal knowledge of 
whether Ms. Ickes indeed made a 
typographical error, and there is no other 
evidence in the record from which the Court 
can conclude that she did. At the same time, 
the evidence in the record to support the 
conclusion that Ms. Ickes did not make a 
typographical error in the e-mail address is 
also very thin.

        42. The Court notes that Defendants state 
in their motion that Strabala could have sent 
them a waiver of service form instead of 
attempting service by e-mail. If Defendants 
intended to suggest that they would have 
waived service, then the Court is at a loss as to 
why they do not just do so now, other than, 
perhaps, their erroneous belief that the case 
must be dismissed for ineffective service.

--------
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IN THE UNITED STATES DISTRICT COURT 
FOR THE NORTHERN DISTRICT OF ILLINOIS 

EASTERN DIVISION 
 
ENTERTAINMENT ONE UK LTD.,  

Plaintiff, 

v. 

THE PARTNERSHIPS and 
UNINCORPORATED ASSOCIATIONS 
IDENTIFIED ON SCHEDULE “A”,  

 
Defendants. 
 

 
Case No. 20-cv-07273 
 
Judge Franklin U. Valderrama 
 
Magistrate Judge Beth W. Jantz 

 
PRELIMINARY INJUNCTION ORDER 

 
 THIS CAUSE being before the Court on Plaintiff Entertainment One UK Ltd.’s (“eOne” 

or “Plaintiff”) Motion for Entry of a Preliminary Injunction, and this Court having heard the 

evidence before it hereby GRANTS eOne’s Motion for Entry of a Preliminary Injunction in its 

entirety against the fully interactive, e-commerce stores1 operating under the seller aliases 

identified on Schedule A to the Complaint and attached hereto (collectively, the “Seller Aliases”). 

THIS COURT HEREBY FINDS that it has personal jurisdiction over the Defendants based 

on eOne’s uncontested allegations that the Defendants directly target their business activities 

toward consumers in the United States, including Illinois.  Specifically, Defendants have targeted 

sales to Illinois residents by setting up and operating e-commerce stores that target United States 

consumers using one or more Seller Aliases, offer shipping to the United States, including Illinois, 

accept payment in U.S. dollars, and have sold products bearing unauthorized copies of the Peppa 

Pig Copyrighted Designs (including U.S. Copyright Registration Nos. VA 1-329-059, VA 1-329-

056, VA 1-329-058, and VA 1-329-057) and/or using counterfeit and infringing versions of eOne’s 

                                                 
1The e-commerce store urls are listed on Schedule A hereto under the Online Marketplaces. 
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2 
 

federally registered trademarks (the “PEPPA PIG Trademarks”) (a list of which is included in the 

chart below) (such products collectively referred to herein as the “Unauthorized Peppa Pig 

Products”).  

Registration 
Number 

Trademark Registration 
Date 

Goods and Services 

3,663,706 PEPPA PIG Aug. 4, 2009 For: Computer game software and 
programs; DVDs, multi-media 
software, all featuring pre-school aged 
children's educational and 
entertainment matter, games, music, 
images, and animated cartoons; 
sunglasses in class 009;  
 
For: Printed publications, namely, 
books, booklets, drawing and coloring 
books, magazines, activity books, all 
in the field of pre-school aged 
children's education and 
entertainment; stationery, notebooks 
and writing pads, calendars, pens, 
pencils and crayons, pen and pencil 
cases; arts and craft finger paint kits; 
modeling compounds; re-usable and 
air-drying compounds for modeling; 
printed instructional and teaching 
material in the field of pre-school 
aged children's education and 
entertainment; printed paper napkins; 
printed paper tablecloths and printed 
paper mats; printed stickers and iron-
on and plastic transfers; printed 
postcards and printed greetings cards 
in class 016.  
 
For: Clothing and headgear, namely, 
shirts, pants, sweaters, jackets, coats, 
shorts, t-shirts, sweatshirts, 
sweatpants, undershirts, underwear, 
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socks, pajamas, caps, hats, scarves, 
gloves; footwear, namely, shoes, 
slippers, and athletic shoes in class 
025.  
 
For: Games, travel games, handheld 
games, tabletop games, activity 
games, and playthings, namely, board 
games, role playing games, chess 
games, card games, yo-yos, action 
skill games, dice games, hand held 
games with liquid crystal displays; 
electronic and non-electronic puzzles 
and puzzle games, hand-held, 
tabletop, and travel-size jigsaw 
puzzles; balloons; playground balls 
for games; dolls and toys, namely, 
articulated and non-articulated dolls, 
toy figures, modeled plastic toy 
figurines, bendable toys and action 
figures; stuffed, plush, bean-bag and 
cloth toys; puppets; corrugated 
playhouses; playing cards; roller-
skates; toy scooters; scale model toy 
vehicles; wooden toy vehicles in class 
028.  
 
For: Entertainment in the nature stage 
shows for pre-school aged children; 
television entertainment in the nature 
of a series of television shows in the 
field of pre-school aged children's 
entertainment; children's 
entertainment and amusement centers, 
namely, amusement parks and play 
areas; production of motion picture 
films and radio and television 
programs for pre-school aged 
children; publication of text and 
graphic works of others online 
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featuring cartoon characters in class 
041.  
 

4,872,348 PEPPA PIG Dec. 22, 2015 For: Bleaching preparations and other 
substances, namely, laundry soap, 
laundry detergent for laundry use; 
general purpose cleaning, polishing, 
and abrasive liquids and powders; 
soaps; perfumery, essential oils, 
cosmetics, hair lotions; dentifrices; 
aftershave lotions; antiperspirants; 
baby oil; baby wipes; bath gels; bath 
powder; blush; body creams, lotions 
for skin, hair, face, and baby, face 
powders; breath fresheners; bubble 
bath; eau de Cologne; deodorants for 
personal use; cosmetic powders for 
the face, hands and body; essential 
oils for personal use; eye liner; eye 
shadows; eyebrow pencils; face 
powder; face creams; facial lotions; 
face masks for cosmetic purposes; 
facial scrubs; room fragrances 
incorporating wicks; fragrances for 
personal use; hair gels; hair 
conditioners; hair shampoo; hair 
mousse; hair cream; hair spray; hand 
cream; hand lotions; soaps for the 
hand; lip balm; lipsticks; lipstick 
holders; lip gloss; liquid soaps; make-
up; mascara; non-medicated 
mouthwash; nail care preparations; 
nail enamel; nail hardeners; nail 
polish; perfumes; potpourri; scented 
room sprays; shaving creams; skin 
soap; talcum powder; eaux de toilette; 
skin creams; skin moisturizers; sun 
block preparations; non-medicated sun 
care preparations in class 003.  
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For: Materials for dressings, namely, 
gauze; medical plasters; portable filled 
medicine cases, namely, first aid kits; 
baby food; vitamins for children; herb 
teas for medicinal purposes; 
disinfectants for hygiene purposes in 
class 005.  
 
For: Tableware, namely, knives, forks 
and spoons; cutlery, namely, knives, 
forks and spoons in class 008.  
 
For:  Vehicles, namely, strollers, 
push bikes; bicycles and parts 
therefor, namely, seats, brakes, chains, 
handle bars; scooters; perambulators; 
safety seats for children for vehicles; 
boats, in particular rubber dinghies; 
trailers; vehicular balloons, namely, 
air balloons; boats; side cars; saddle 
covers for bicycles or motorcycles; 
tricycles; mechanical anti-theft 
devices for vehicles; shopping carts; 
electric vehicles, namely, toy cars; 
rims for bicycle wheels, chains, bells, 
baskets, handlebars, wheel hubs, dress 
guards, pedals, pumps, frames, tires, 
saddles and/or bags for bicycles; 
direction indicators for vehicles, in 
particular for bicycles, namely, wind 
sleeves; repair outfits for inner tubes, 
namely, patches; luggage racks and/or 
bags for vehicles, namely, for two-
wheeled vehicles; horns, in particular 
for automobiles; carts; motorcycles 
and mopeds; stroller covers; hub caps; 
tires, solid, for vehicle wheels; 
wheelchairs; rear view mirrors; 
sleighs for transport purposes; 
snowmobiles; fitted seat covers for 
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vehicles; wheelbarrows; bicycle 
stands in class 012.  
 
For: Precious metals and their alloys 
and goods of precious metals or 
coated therewith, namely, boxes, 
charms, key rings, figures, figurines, 
holiday ornaments, jewellery cases, 
key chains, ornamental pins, 
ornaments of precious metal in the 
nature of jewelry, picture frames; 
jewellery, precious stones; horological 
and chronometric instruments; alarm 
clocks; bracelets; busts of precious 
metal; pendants; clocks; earrings; 
jewel cases of precious metal; jewelry 
chains; key rings of precious metal; 
lapel pins; necklaces; necktie 
fasteners; non-monetary coins; 
ornamental pins; rings; stopwatches; 
tie clips; tie pins; wall clocks; watch 
straps; watch cases; watch chains; 
watches; wedding bands; jewelry 
boxes not of metal; key fobs not of 
metal in class 014.  
 
For:  Animal skins, hides; trunks 
and travelling bags; leather shoulder 
belts, all-purpose carrying bags, 
purses, umbrellas, parasols, walking 
sticks; whips, harnesses and saddlery; 
rucksacks; luggage; luggage tags; 
overnight bags; change purses; 
satchels; tote bags; waist pouches; 
wallets in class 018.  
 
For: Furniture, mirrors, picture 
frames; goods of wood, cork, reed, 
cane, wicker, horn, bone, ivory, 
whalebone, shell, amber, mother-of-
pearl, meerschaum and substitutes for 
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all these materials, namely, drawer 
pulls; air mattresses for use when 
camping; bassinets; beds; benches; 
bookcases; cabinets; chairs; coat 
racks; computer furniture; computer 
keyboard trays; cots; couches; 
decorative mobiles; desks; figurines 
and statuettes made of bone, plaster, 
plastic, wax, or wood; flagpoles; 
footstools; hand fans; hand-held 
mirrors; lawn furniture; love seats; 
magazine racks; mattresses; non-
Christmas ornaments made of bone, 
plaster, plastic, wax or wood; 
ottomans; pedestals; pillows; plant 
stands made of wire and metal; 
decorative wall plaques made of 
plastic or wood; plastic name badges 
being decorative articles; plastic 
novelty license plates; plastic cake 
decorations; sleeping bags; tables; toy 
boxes; umbrella stands; venetian 
blinds; wind chimes being decorative 
articles in class 020.  
 
For: Household or kitchen utensils and 
containers, not of precious metal or 
coated therewith, namely, pots, pans, 
pot lids, cups; beverage glassware, 
goods of porcelain and earthenware, 
included in this class, namely, pots, 
pans, lids, cups; mugs, cocktail 
shakers, butter dishes, lunch boxes, 
cafetieres, ceramics for household 
purposes, namely, vases, drinking 
vessels, bowls, plates and pots, small 
hand-operated household and kitchen 
utensils and containers, not of 
precious metal or coated therewith, 
namely, skimmers, turners, strainers, 
graters, sieves, cookware, namely, 
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pots and pans, corkscrews, glass 
kitchen jars, trays for domestic 
purposes, dinnerware and tableware, 
namely, tea services; cups and mugs, 
tea pots; combs and sponges for 
household purposes; brushes for 
washing up; brush-making materials; 
articles for cleaning purposes, namely, 
sponges, cloths; steel wool; unworked 
or semi-worked glass, except glass 
used in building; all the aforesaid 
goods included in this class; candle 
snuffers of precious metal; 
candlesticks not of precious metal in 
class 021.  
 
For: Textiles and textile goods, 
namely, banners, flags, coasters, 
labels for identifying clothing, quilts, 
hang tags, wall hangings; bed and 
plastic table covers; afghans; bath 
linen; blanket throws; bed canopies; 
bed linen; bed sheets; bed skirts; bed 
spreads; blanket throws; calico; 
children's blankets; cloth coasters; 
cloth doilies; cloth flags; cloth 
pennants; duvets; curtains; fabrics that 
may or may not have printed patterns 
and designs thereon for use in textile 
applications, namely, the manufacture 
of flags; felt pennants; golf towels; 
towels; handkerchiefs; hooded towels; 
household linen; kitchen towels; 
pillowcases; quilts; baby blankets; silk 
blankets; table linen; textile napkins; 
textile place mats; table napkins of 
textile; throws and face cloths in class 
024.  
 
For: Carpets; rugs; car floor mats; 
bath mats; gymnastic mats; plastic 
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floor coverings; wall hangings, not of 
textile; wallpaper lined with textile in 
class 027.  
 
For: Meat, fish, poultry and game; 
meat extracts; preserved, frozen, dried 
and cooked fruits and vegetables; 
jellies, jams, compotes; eggs; milk; 
milk products excluding ice cream, ice 
milk and frozen yogurt; edible oils 
and fats in class 029.  
 
For: Coffee; tea; cocoa; sugar; rice; 
tapioca; sago; artificial coffee; flour 
and preparations made from cereals, 
namely, breakfast cereals, cereal bars, 
cereal based snack food, ready-to-eat 
cereals; bread; pastry; confectionery 
made of sugar; fruit ices; honey; 
treacle; yeast, baking-powder; salt; 
mustard; vinegar; sauces, condiments, 
namely, chutneys, food condiments 
consisting primarily of ketchup and 
salsa, savory sauces used as 
condiments; spices in class 030.  
 
For: Beers; mineral, and aerated 
waters, and other non-alcoholic 
beverages, namely, lemonade; fruit 
beverages, and fruit juices; syrups for 
making beverages; and other 
preparations for making beverages, 
namely, fruit drinks, lemonade in class 
032.  
 
For: Product merchandising; sales 
promotion, for others, in particular 
marketing and promotion of goods 
and services of all kinds, including via 
online portals; online retail store 
services featuring audio, audiovisual, 
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musical, multimedia and video content 
and associated merchandise in class 
035.  
 
For: telecommunication services, 
namely, transmission of voice, data, 
graphics, images, audio and video by 
means of broadband optical or 
wireless networks; providing voice 
chat services and chat rooms on the 
internet; internet provider services, 
namely, the leasing and arranging of 
access time to data networks, in 
particular to the internet; hotline or 
call center telephone services; 
providing press services in connection 
with online services, namely, the 
gathering, supplying and transmission 
of messages and information of all 
kinds, being online press agency 
services, including on-demand 
services and other electronic media 
services; providing access to the 
internet; telecommunications, in 
particular computer-aided electronic 
information and communication 
services, included in this class, for 
public and private users, namely, 
computer-aided transmission of 
information and images; sound, image 
and data transmission by cable, 
satellite, computer, computer network, 
telephone, ISDN and DSL lines; radio 
and television broadcasting; news and 
general information agencies, being 
press agency services, including 
electronic agencies, and broadcasting 
of television and radio programs on 
the World Wide Web, and 
broadcasting of television and radio 
programs by cable, satellite and other 
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media; internet provider services; 
providing access to computer 
databases, in particular on the internet 
and/or intranets; providing access to 
licensed content on the internet by 
means of content syndication for 
customers; providing access to 
computer programs on data networks 
in class 038.  
 

3,506,452  

 

Sept. 23, 
2008 

For: DVDs featuring pre-school aged 
children’s educational and 
entertainment matter, games, music, 
images, and animated cartoons in 
class 009.  
 

4,783,931 

 
 
 

 

Aug. 4, 2015 For: Bleaching preparations for 
laundry use; fabric softeners for 
laundry use; general purpose cleaning, 
polishing, degreasing and abrasive 
preparations; soaps; perfumery, 
essential oils, cosmetics, hair lotions; 
dentifrices; aftershave lotions; 
antiperspirants; essential oils for use 
in aromatherapy; baby oil; baby 
wipes; bath gels; bath powder; blush; 
body creams, lotions, and powders; 
breath fresheners; bubble bath; eau de 
cologne; personal deodorants; 
cosmetic powders for the face, hands 
and body; essential oils for personal 
use; eye liner; eye shadows; eyebrow 
pencils; face powder; face creams; 
facial lotions; facial masks for 
cosmetic purposes; facial scrubs; 
room fragrances incorporating wicks; 
fragrances for personal use; hair gels; 
hair conditioners; hair shampoo; hair 
mousse; hair cream; hair spray; hand 
cream; hand lotions; soaps for the 
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hand; lip balm; lipsticks; lip gloss; 
liquid soaps; make-up; mascara; non-
medicated mouthwash; nail care 
preparations; nail enamel; nail 
hardeners; nail polish; perfumes; 
potpourri; scented room sprays; 
shaving creams; skin soap; talcum 
powder; eaux de toilette; skin creams; 
skin moisturizers; sun blocking 
preparations; non-medicated sun care 
preparations; lipstick holders in class 
003.  
 
For: DVDs featuring pre-school aged 
children's educational and 
entertainment matter, games, music, 
images, and animated cartoons and 
programs; pre-recorded video 
cassettes featuring children's 
educational and entertainment matter; 
fire extinguishing apparatus; apparatus 
for recording, transmission or 
reproduction of sound or images; 
blank magnetic data carriers; audio 
recording discs featuring children's 
educational and entertainment matter, 
games, music; data-processors; 
computers; sound recordings featuring 
children's educational and 
entertainment matter, games, music; 
audio recordings featuring music; 
video recordings featuring children's 
educational and entertainment matter, 
games, music, images, and animated 
cartoons; downloadable ring tones, 
music, mp3 files featuring music, 
graphics and video files featuring 
children's educational and 
entertainment matter, games, music, 
images, and animated cartoons, all for 
wireless communications devices; 
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computer game programs; video game 
software; computer game programs 
downloadable via the Internet; video 
game cartridges; video game 
programs recorded on floppy discs, 
CD-ROMs, cassettes, tapes and mini 
discs; compact disc players; compact 
discs featuring children's educational 
and entertainment matter, games, 
music, images, and animated cartoons; 
DVD players; computer software for 
children's educational and 
entertainment matter, games, music, 
images, and animated cartoons; 
downloadable computer programs for 
children's educational and 
entertainment matter, games, music, 
images, and animated cartoons; 
exposed photographic film; cassette 
players; magic lanterns; sunglasses, 
spectacle frames; phonograph records 
featuring children's educational and 
entertainment matter, games, music; 
life jackets; recording and playing 
devices for sound and image carriers; 
portable stereos; pre-recorded 
videotapes featuring children's 
educational and entertainment matter; 
pre-recorded video cassettes featuring 
children's educational and 
entertainment matter; video recorders; 
mechanisms for coin-operated 
apparatus; cash registers; calculating 
machines in class 009.  
 
For: Paper; cardboard; goods made 
from paper or cardboard, namely, 
books, booklets, drawing and coloring 
books, comic books, magazines, 
activity books and song books, all in 
the field of pre-school aged children's 
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education and entertainment; 
stationery, notebooks and writing 
pads, calendars; photographic 
products, namely, photographic prints; 
printed matter, namely, printed paper 
napkins, printed paper tablecloths and 
printed paper mats, printed stickers 
and iron-on and plastic transfers 
printed postcards and printed 
greetings cards; pamphlets, books, 
newspapers, periodicals, magazines, 
brochures, catalogues and promotional 
pamphlets, all in the field of children's 
education and entertainment; book 
binding materials; sheet music; 
telephone calling cards and credit 
cards, without magnetic coding; 
chromolithographs; photographs; 
pictures; graphic representations; 
printed instructional and teaching 
material in the field of pre-school 
aged children's education and 
entertainment; posters; greeting cards; 
postcards; picture cards; transfers and 
stickers; photograph albums; 
collectors' albums in the nature of 
stamp albums; stationery products, 
namely, envelopes; adhesive tapes for 
household decoration and stationery 
purposes; artists' materials, namely, 
pens, pencils and crayons, pen and 
pencil cases; molds for modeling 
clays; drawing, painting and 
modelling goods, namely, modeling 
compounds; re-usable and air-drying 
compounds for modeling, arts and 
craft finger paint kits; drawing and 
painting implements, namely, square 
rulers; paintbrushes; adhesives and 
adhesive strips for stationery or 
household purposes; typewriters; 
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office requisites, namely, rubber 
bands; printed instructional and 
teaching material in the field of 
literacy and math; diaries; calendars; 
bookmarks; kitchen towels of paper; 
paper towels; geographical maps; 
maps; beer mats, namely, coasters of 
paper or cardboard; address stamps; 
loose-leaf binders for office use; paper 
file jackets; paper napkins; sheets of 
reclaimed cellulose for wrapping; 
filter paper; paper and cardboard 
containers; paper and cardboard 
pouches for packaging; paper and 
cardboard bags for packaging; 
absorbent sheets of paper for foodstuff 
packaging; plastic bags, film, foil for 
packaging; printers' type; printing 
blocks; adhesive tapes for stationery 
or household purposes; letter openers 
of precious metal in class 016.  
 
For: Animal skins; animal hides; 
trunks and travelling bags; leather 
shoulder belts; all-purpose carrying, 
duffel, book, sports, diaper, key, 
school and wheeled bags; cosmetic 
bags sold empty; handbags; purses; 
umbrellas; parasols; walking sticks; 
whips; harnesses and saddlery; 
rucksacks; luggage; luggage tags; 
overnight bags; change purses; 
satchels; canvas, leather, mesh and 
textile shopping bags; tote bags; waist 
pouches; wallets; leather and imitation 
leather in class 018.  
 
For: Household or kitchen utensils, 
namely, pots, pans, lids for pots and 
pans, cups, pot and pan scrapers, 
rolling pins, spatulas, turners and 
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whisks; household and kitchen 
containers; beverage glassware; goods 
of porcelain and earthenware, namely, 
pots, pans, lids for pots and pans, and 
cups; mugs; cocktail shakers; butter 
dishes; lunch boxes; non-electric 
cafetieres; ceramics for household 
purposes, namely, vases, vessels, 
bowls, plates and pots; small hand-
operated household and kitchen 
utensils, namely, skimmers, turners, 
strainers, graters, sieves; household 
and kitchen containers; cookware, 
namely, pots and pans; non-electric 
cooking utensils, namely, wire 
baskets; corkscrews; kitchen glass 
jars; serving trays; dinnerware; cups; 
tea pots; combs; sponges for 
household purposes; hair brushes; 
brushes for washing up; brush-making 
materials; articles for cleaning 
purposes; steel wool; unworked or 
semi-worked glass, except glass used 
in building; candle snuffers of 
precious metal; candlesticks not of 
precious metal; gloves for household 
purposes; oven cleaning cloths; 
barbecue mitts in class 021.  
 
For: Textiles and textile goods, 
namely, coasters, labels for 
identifying clothing, quilts, hang tags, 
wall hangings; bed covers; table 
covers, namely, textile and plastic 
tablecloths; afghans; bath linen; bed, 
sofa and children's blankets; bed 
canopies; bed linen; bed sheets; bed 
skirts; bed spreads; blanket throws; 
calico; children's blankets; cloth 
coasters; cloth doilies; cloth flags; 
cloth pennants; duvets; curtains; fabric 
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flags; felt pennants; golf towels; 
towels; handkerchiefs; hooded towels; 
household linen; kitchen towels; 
pillowcases; quilts; baby blankets; silk 
blankets; table linen; textile table 
napkins; textile place mats; table 
napkins of textile; throws; face cloths; 
banners and flags of textile in class 
024.  
 
For:  Clothing, namely, shirts, ties, 
pants, sweaters, jackets, coats, shorts, 
t-shirts, sweatshirts, sweatpants, 
undershirts, underwear, socks, 
pajamas, belts, caps, hats, vests, 
scarves, gloves; footwear; headwear; 
leather belts; bolo ties with precious 
metal tips in class 025.  
 
For: Games, playthings and toys, 
namely, travel board games, handheld 
non-electronic skill games, tabletop 
games, travel size electronic games 
for the teaching of children, children's 
multiple activity toys, role playing 
games, trivia and question and answer 
games played with cards and game 
components, chess games, card 
games, yo-yos, action skill games, 
dice games, target games, hand held 
unit for playing electronic games, 
hand held unit for playing video 
games, hand held games with liquid 
crystal displays; electronic and non-
electronic puzzles and puzzle games; 
hand-held, tabletop, and travel-size 
jigsaw puzzles; playground balls for 
games; dolls and toys, namely, 
articulated and non-articulated dolls, 
toy figures, modeled plastic toy 
figurines, bendable toys and action 
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figures; stuffed and plush toys; toy 
bean bags; and cloth toys, namely, 
dolls; toy costume masks; puppets; 
corrugated playhouses; roller-skates; 
toy scooters; scale model toy vehicles; 
wooden toy vehicles; diecast toy 
vehicles; playing cards and card 
games; gymnastic and sporting 
articles, namely, horizontal bars; 
decorations for Christmas trees, 
except illumination articles and 
confectionery; action skill games; 
action figures and accessories 
therefor; board games; card games; 
children's multiple activity toys; 
badminton sets; balloons; basketballs; 
bath toys; baseballs; beach balls; bean 
bag dolls; toy building blocks; 
bowling balls; chess sets; Christmas 
stockings; collectable toy figures; crib 
mobiles; crib toys; tossing disc toys; 
dolls; doll clothing; accessories for 
dolls; doll playsets; electric action 
toys; equipment sold as a unit for 
playing card games; fishing tackle; 
golf balls; golf gloves; golf ball 
markers; hand held unit for playing 
electronic games; hockey pucks; 
inflatable toys; puzzles; jump ropes; 
kites; magic tricks; marbles; 
manipulative games; mechanical toys; 
music box toys; musical toys; parlor 
games; party games; soft sculpture 
toys; puppets; roller skates; rubber 
action balls; skateboards; soccer balls; 
spinning tops; squeeze toys; stuffed 
toys; table tennis tables; target games; 
teddy bears; tennis balls; toy action 
figures; toy bucket and shovel sets; 
toy mobiles; toy vehicles; toy 
scooters; toy cars; toy model 
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hobbycraft kits; toy figures; toy banks; 
toy trucks; toy watches; wind up toys; 
yo-yos; water-wings; swimming belts; 
video game machines for use with 
external display screens or monitors 
only; amusement apparatus adapted 
for use with television receivers only; 
children's play cosmetics in class 028.  
 
For: Meat, fish, poultry and game, not 
live; meat extracts; preserved, frozen, 
dried and cooked fruits and 
vegetables; jellies; jams; compotes; 
eggs; milk; milk products excluding 
ice cream, ice milk and frozen yogurt; 
edible oils and fats in class 029.  
 
For: Coffee; tea; cocoa; sugar; rice; 
tapioca; sago; artificial coffee; flour; 
preparations made from cereals, 
namely, bread; pastry; confectionery, 
namely, candy; edible, flavored ices; 
honey; treacle; yeast; baking powder; 
salt; mustard; vinegar; sauces being 
condiments; spices in class 030.  
 
For:  Beers; mineral, and aerated 
waters; non-alcoholic beverages, 
namely, lemonade; fruit beverages; 
fruit juices; syrups and powders for 
making beverages in class 032.  
 
For: Education services, namely, 
providing courses of instruction at the 
pre-school level; training services in 
the field of instruction at the pre-
school level; entertainment in the 
nature of circuses and stage shows for 
pre-school aged children; television 
entertainment in the nature of a series 
of television shows in the field of pre-
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THIS COURT FURTHER FINDS that injunctive relief previously granted in the 

Temporary Restraining Order (“TRO”) should remain in place through the pendency of this 

litigation and that issuing this Preliminary Injunction is warranted under Federal Rule of Civil 

Procedure 65.  Evidence submitted in support of this Motion and in support of eOne’s previously 

granted Motion for Entry of a Temporary Restraining Order establishes that eOne has 

demonstrated a likelihood of success on the merits; that no remedy at law exists; and that eOne 

will suffer irreparable harm if the injunction is not granted.   

Specifically, eOne has proved a prima facie case of trademark infringement because (1) 

the PEPPA PIG Trademarks are distinctive marks and are registered with the U.S. Patent and 

Trademark Office on the Principal Register, (2) Defendants are not licensed or authorized to use 

any of the PEPPA PIG Trademarks, and (3) Defendants’ use of the PEPPA PIG Trademarks is 

causing a likelihood of confusion as to the origin or sponsorship of Unauthorized Peppa Pig 

school aged children's entertainment; 
children's entertainment and 
amusement centers, namely, 
amusement parks and play areas; 
organizing community sporting and 
cultural events; editing and production 
of film and television, radio and 
multimedia programs; entertainment 
services, namely, providing an 
ongoing radio program for pre-school 
aged children; organizing live 
exhibitions and conferences in the 
fields of culture, sports and 
entertainment for non-business and 
non-commercial purposes; 
entertainment services in the nature of 
live musical performances; arranging 
of concerts; photography services; 
providing recreation facilities in class 
041.  
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Products with eOne.  eOne has also proved a prima facie case of copyright infringement because 

it has demonstrated that (1) eOne is the owner of valid and enforceable Peppa Pig Copyrighted 

Designs, and (2) Defendants, without any authorization from eOne, or any right under the law, 

have deliberately copied, displayed, distributed, reproduced, and/or made derivate works 

incorporating the Peppa Pig Copyrighted Designs on the Defendants’ Online Marketplaces and the 

corresponding Unauthorized Peppa Pig Products.  Furthermore, Defendants’ continued and 

unauthorized use of the PEPPA PIG Trademarks and copying of the Peppa Pig Copyrighted 

Designs irreparably harms eOne through diminished goodwill and brand confidence, damage to 

eOne’s reputations, loss of exclusivity, and loss of future sales.  Monetary damages fail to address 

such damage and, therefore, eOne has an inadequate remedy at law.  Moreover, the public interest 

is served by entry of this Preliminary Injunction to dispel the public confusion created by 

Defendants’ actions.  As such, this Court orders that: 

1. Defendants, their affiliates, officers, agents, servants, employees, attorneys, confederates 

and all persons acting for, with, by, through, under or in active concert with them be 

preliminarily enjoined and restrained from: 

a. using the PEPPA PIG Trademarks or any reproductions, counterfeit copies or colorable 

imitations thereof in any manner in connection with the distribution, marketing, 

advertising, offering for sale, or sale of any product that is not a genuine Peppa Pig 

product or not authorized by eOne to be sold in connection with the PEPPA PIG 

Trademarks; 

b. reproducing, distributing copies of, making derivative works of, or publicly displaying 

the Peppa Pig Copyrighted Designs in any manner without the express authorization of 

eOne;  
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c. passing off, inducing, or enabling others to sell or pass off any product as a genuine 

Peppa Pig product or any other product produced by eOne, that is not eOne’s or not 

produced under the authorization, control or supervision of eOne and approved by eOne 

for sale under the PEPPA PIG Trademarks and/or the Peppa Pig Copyrighted Designs; 

d. committing any acts calculated to cause consumers to believe that Unauthorized Peppa 

Pig Products are those sold under the authorization, control or supervision of eOne, or 

are sponsored by, approved by, or otherwise connected with eOne; 

e. further infringing the PEPPA PIG Trademarks and/or the Peppa Pig Copyrighted 

Designs and damaging eOne’s goodwill; and 

f. manufacturing, shipping, delivering, holding for sale, transferring or otherwise moving, 

storing, distributing, returning, or otherwise disposing of, in any manner, products or 

inventory not manufactured by or for eOne, nor authorized by eOne to be sold or 

offered for sale, and which bear any of eOne’s trademarks, including the PEPPA PIG 

Trademarks, or any reproductions, counterfeit copies or colorable imitations thereof 

and/or which bear the Peppa Pig Copyrighted Designs.  

2. Upon eOne’s request, any third party with actual notice of this Order who is providing 

services for any of the Defendants, or in connection with any of Defendants’ Online 

Marketplaces, including, without limitation, any online marketplace platforms such as 

eBay, Inc. (“eBay”), AliExpress, Alibaba Group Holding Ltd. (“Alibaba”), Amazon.com, 

Inc. (“Amazon”), ContextLogic Inc. d/b/a Wish.com (“Wish.com”), and Dhgate, 

(collectively, the “Third Party Providers”) shall, within ten (10) business days after receipt 

of such notice, provide to eOne expedited discovery, including copies of all documents and 

records in such person’s or entity’s possession or control relating to: 
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a. the identities and locations of Defendants, their agents, servants, employees, 

confederates, attorneys, and any persons acting in concert or participation with them, 

including all known contact information and all associated e-mail addresses; 

b. the nature of Defendants’ operations and all associated sales, methods of payment for 

services and financial information, including, without limitation, identifying 

information associated with the Online Marketplaces and Defendants’ financial 

accounts, as well as providing a full accounting of  Defendants’ sales and listing history 

related to their respective Online Marketplaces; and 

c. any financial accounts owned or controlled by Defendants, including their agents, 

servants, employees, confederates, attorneys, and any persons acting in concert or 

participation with them, including such accounts residing with or under the control of 

any banks, savings and loan associations, payment processors or other financial 

institutions including, without limitation, PayPal, Inc. (“PayPal”), Alipay, Alibaba, Ant 

Financial Services Group (“Ant Financial”), Amazon Pay, Wish.com, or other 

merchant account providers, payment providers, third party processors, and credit card 

associations (e.g., MasterCard and VISA). 

3. Upon eOne’s request, those with notice of the injunction, including Third Party Providers 

as defined in Paragraph 2, shall within ten (10) business days after receipt of such notice, 

disable and cease displaying any advertisements used by or associated with Defendants in 

connection with the sale of counterfeit and infringing goods using the PEPPA PIG 

Trademarks and/or which bear the Peppa Pig Copyrighted Designs. 

4. Defendants shall be temporarily and preliminarily restrained and enjoined from 

transferring or disposing of any money or other of Defendants’ assets until further ordered 

by this Court.   
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5. Any Third Party Providers, including PayPal, Alipay, Alibaba, Ant Financial, Wish.com, 

and Amazon Pay, shall, within ten (10) business days of receipt of this Order: 

a. locate all accounts and funds connected to Defendants’ Seller Aliases and Online 

Marketplaces, including, but not limited to, any financial accounts connected to the 

information listed in Schedule A hereto, the e-mail addresses identified in Exhibit 3 to 

the Declaration of Niall Trainor [15], and any e-mail addresses provided for Defendants 

by third parties; and  

b. restrain and enjoin any such accounts or funds from transferring or disposing of any 

money or other of Defendants’ assets until further ordered by this Court.   

6. eOne is authorized to issue expedited written discovery, pursuant to the Federal Rules of 

Civil Procedure 33, 34 and 36, related to: 

a. the identities and locations of Defendants, their agents, servants, employees, 

confederates, attorneys, and any persons acting in concert or participation with them, 

including all known contact information, including any and all associated e-mail 

addresses; and 

b. the nature of Defendants’ operations and all associated sales, methods of payment for 

services and financial information, including, without limitation, identifying 

information associated with the Online Marketplaces and Defendants’ financial 

accounts, as well as providing a full accounting of  Defendants’ sales and listing history 

related to their respective Online Marketplaces. 

eOne is authorized to issue any such expedited discovery requests via e-mail.  Defendants 

shall respond to any such discovery requests within five (5) business days of being served 

via e-mail. 
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7. eOne may provide notice of these proceedings to Defendants, including service of process 

pursuant to Fed. R. Civ. P. 4(f)(3), and any future motions, by electronically publishing a 

link to the Complaint, this Order and other relevant documents on a website and by sending 

an e-mail to the e-mail addresses identified in Exhibit 3 to the Declaration of Niall Trainor 

[15] and any e-mail addresses provided for Defendants by third parties that includes a link 

to said website.  The Clerk of the Court is directed to issue a single original summons in 

the name of “The Partnerships and all other Defendants identified in the Complaint” that 

shall apply to all Defendants.  The combination of providing notice via electronic 

publication and e-mail, along with any notice that Defendants receive from payment 

processors, shall constitute notice reasonably calculated under all circumstances to apprise 

Defendants of the pendency of the action and afford them the opportunity to present their 

objections. 

8. Schedule A to the Complaint [2], Exhibit 3 to the Declaration of Niall Trainor [15] and the 

Temporary Restraining Order [25] are unsealed.   

9. Any Defendants that are subject to this Order may appear and move to dissolve or modify 

the Order as permitted by and in compliance with the Federal Rules of Civil Procedure and 

Northern District of Illinois Local Rules.   

10. The $10,000 bond posted by eOne shall remain with the Court until a Final disposition of 

this case or until this Preliminary Injunction is terminated. 

      IT IS SO ORDERED. 
 
DATED:  January 11, 2021  
        
      
       United States District Judge 
       Franklin U. Valderrama   
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Entertainment One UK Ltd. v. The Partnerships and Unincorporated Associations Identified 
on Schedule "A" - Case No. 20-cv-7273 

 

Schedule A 
 

No. Seller Aliases 
 

No. Seller Aliases 
1 Vodiu Cloth Store 

 
2 Miki antique bronze shop 

3 Ye Ye Ye Store 
 

4 Beetle Store 
5 yi yi toy Store 

 
6 Shop3851042 Store 

7 Russia stroller Store 
 

8 Baby Staff Store 
9 Jinleansu Official Store 

 
10 Shop4621004 Store 

11 MIPOZOR China Store 
 

12 LuckyBOBI Official Store 
13 AYX Store 

 
14 Shop5879273 Store 

15 Shop900248455 Store 
 

16 DunMuTang -Official Store 
17 NihuangFairy Store 

 
18 Shop910451231 Store 

19 Shop910457102 Store 
 

20 beslemeuzmani Store 
21 Shop910736083 Store 

 
22 FENGHENGmax 

23 Aiqina 
 

24 Autumn night 
25 Rachel J Keene 

 
26 zhidahuanbaocailiao 

27 Xinzhou(Ships from US) 
 

28 hdyaod2020(US Shipping 7-15 Days) 
29 qingyingshangmao1 

 
30 Cheng Shi Ying 

31 Lixiaofen 
 

32 SiChuanBaShTeShangMaoYouXianGongS
i 

33 Jerald L Howell 
 

34 hanchenshikunxuebaihuodian 
35 BEST HOPE 

 
36 lianqianmaoyiy 

37 Shenigon 
 

38 JIAABAO (8-14 days delivery) 
39 XUANLISSE 

 
40 CHARLES WEBSTER 

41 Technolog. Inc 
 

42 NOAH MORLEY 
43 Rainbow Stories 

 
44 SpaceAuto Patch 

45 LMFLY 
 

46 SHANNApro 
47 Shandy Crook 

 
48 taneidemaoyiyouxiangongsi 

49 HubenN(5-9 days delivery) 
 

50 JODELI 
51 WENLINGSMI(8-12days delivery) 

 
52 JiNanBaiTaiXinXiKeJiYouXianGongSi 

53 ArtLetter 
 

54 Zhang WeiXinXiang 
55 Sichuan Gaoyang Hanxian Network 

Technology Co., Lt 

 
56 Aprilee 

57 Yuyao 
 

58 Glenn Freeman 
59 dingtianwangluokeji 

 
60 caostyle 

61 QUQIshop 
 

62 ZhengdingCountyMourningPlantCompre
hensiveStore 
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No. Seller Aliases 
 

No. Seller Aliases 
63 putshiyezhengdianzishangwuyouxia

ngongsi 

 
64 ZheJiangChenChenJianSheYouXianGongS

i 
65 lemonationFF 

 
66 Tonimarino 

67 Chengdu Yanchoushang Trading Co. 
LTD 

 
68 SHSULANGSE 

69 shaheshijingyingbu 
 

70 yunchengkonggang 
71 Foshan Huaying Clothing Co., Ltd 

 
72 ZhouKou 

73 STSQF 
 

74 VHJVQ 
75 Winter night 

 
76 DIDILA 

77 LinYiBaoKangJianZhuGongChengYo
uXianGongSi 

 
78 GaoBeiDianShengChaoShangMaoYouXia

nGongSi 
79 putians hitianxinjinmao 

yiyouxiangongsi 

 
80 baidajiyun 

81 neysaovuw 
 

82 SHIYANNA 
83 TANGWWR 

 
84 JiningXianhongNetworkTechnologyCo.,Lt

d. 
85 SZSDIBO(5-9days delivery) 

 
86 NiSenTech 

87 DTDADAM 
 

88 TongChengTangTingBaiHuoDian 
89 TUTULIAO 

 
90 Meholly 

91 fuzhoushijinan 
qujuxianyuanhaixianguan 

 
92 cooper guncheon 

93 LERANN 
 

94 Walaceed 
95 LONSUN 

 
96 Jiaxing Hengyou Trading Co. LTD 

97 tetliq852 
 

98 Guangzhou Zhangfu Trading Co. LTD 
99 Molcom Iron On Patches 

 
100 Ginger M Easterling 

101 ZhiZhiPin 
 

102 vernell Jenkins 
103 nanxudianzishangwufuwubu 

 
104 LINGMAOSEEE 

105 Chengdu Xinchuzhu Technology Co. 
LTD 

 
106 TUdan 

107 therteaunkhge 
 

108 LiXiaolan 
109 DongguanFrogAElectronicTechnolo

gy 

 
110 quanfeng2020 

111 DISMISSED 
 

112 gouhuan 
113 Handmade model 

 
114 fnurhu73 

115 wudongxiumeng 
 

116 DISMISSED 
117 cfdscv 

 
118 RRROII 

119 DISMISSED 
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No. Online Marketplaces 
 

No. Online Marketplaces 
1 aliexpress.com/store/1675069 

 
2 aliexpress.com/store/1818656 

3 aliexpress.com/store/2383023 
 

4 aliexpress.com/store/2852099 
5 aliexpress.com/store/342501 

 
6 aliexpress.com/store/3851042 

7 aliexpress.com/store/3998029 
 

8 aliexpress.com/store/4186020 
9 aliexpress.com/store/4287005 

 
10 aliexpress.com/store/4621004 

11 aliexpress.com/store/519664 
 

12 aliexpress.com/store/5419030 
13 aliexpress.com/store/5432114 

 
14 aliexpress.com/store/5879273 

15 aliexpress.com/store/900248455 
 

16 aliexpress.com/store/910327104 
17 aliexpress.com/store/910443141 

 
18 aliexpress.com/store/910451231 

19 aliexpress.com/store/910457102 
 

20 aliexpress.com/store/910554200 
21 aliexpress.com/store/910736083 

 
22 amazon.com/sp?seller=A13V526HDV

DJDI 
23 amazon.com/sp?seller=A14DTCONW

RIKOK 

 
24 amazon.com/sp?seller=A15CSCQBVA

LD2X 
25 amazon.com/sp?seller=A16RGTGFWC

QTSU 

 
26 amazon.com/sp?seller=A16W0K79A

GDTVE 
27 amazon.com/sp?seller=A174FRMM07

D3Z4 

 
28 amazon.com/sp?seller=A1A58N4G0J

Q0RL 
29 amazon.com/sp?seller=A1CT2MNQG

BUXPZ 

 
30 amazon.com/sp?seller=A1DJX95BQZ

ZXFS 
31 amazon.com/sp?seller=A1EGWF8B4Y

8KKZ 

 
32 amazon.com/sp?seller=A1FNIAQ9MC

TEPJ 
33 amazon.com/sp?seller=A1GR4NTFEFD

1C9 

 
34 amazon.com/sp?seller=A1K7R3X9RT

SAJM 
35 amazon.com/sp?seller=A1LH6YZLTWK

46J 

 
36 amazon.com/sp?seller=A1PL3Y571N

CEGM 
37 amazon.com/sp?seller=A1PLEMFIX80

6Q2 

 
38 amazon.com/sp?seller=A1PQQ7QH4

VQ8UN 
39 amazon.com/sp?seller=A1QU88SZTF8

K6K 

 
40 amazon.com/sp?seller=A1TG8LX0RCJ

E0I 
41 amazon.com/sp?seller=A1U209L9OR6

BH 

 
42 amazon.com/sp?seller=A1U5GO96AL

PA36 
43 amazon.com/sp?seller=A1WQ1FKE6F

9P6B 

 
44 amazon.com/sp?seller=A1WW2NX8T

AT3D5 
45 amazon.com/sp?seller=A1XOS9CE2XR

TO6 

 
46 amazon.com/sp?seller=A1ZMS7XJFYL

1NR 
47 amazon.com/sp?seller=A21E4DBJQM

PA0G 

 
48 amazon.com/sp?seller=A221S9UF6W

TXUB 
49 amazon.com/sp?seller=A22ALSVTED4

IIF 

 
50 amazon.com/sp?seller=A22I6HFFIV3

UCT 
51 amazon.com/sp?seller=A257VKKN2KJ

I9S 

 
52 amazon.com/sp?seller=A25R91ZC1IA

X5Q 
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No. Online Marketplaces 
 

No. Online Marketplaces 
53 amazon.com/sp?seller=A2853HETOJ5

XGL 

 
54 amazon.com/sp?seller=A28Q1CHHLL

15H8 
55 amazon.com/sp?seller=A28QLYM0GA

2G7Q 

 
56 amazon.com/sp?seller=A2E9T4MSP7

UKTF 
57 amazon.com/sp?seller=A2G74P60GL0

20Z 

 
58 amazon.com/sp?seller=A2GPFYJD6U

EUN6 
59 amazon.com/sp?seller=A2JWJ0G2PT2

MK1 

 
60 amazon.com/sp?seller=A2KRUKLXXK

XUGY 
61 amazon.com/sp?seller=A2L00Y8ULXF

1K 

 
62 amazon.com/sp?seller=A2NABNB6EX

NAPI 
63 amazon.com/sp?seller=A2O4TAVT2J9

RQ7 

 
64 amazon.com/sp?seller=A2PEUGTL24

MOJ6 
65 amazon.com/sp?seller=A2SQC1KPEIZ

OME 

 
66 amazon.com/sp?seller=A2WGGX92E

4FVQU 
67 amazon.com/sp?seller=A2XW7SRUBC

ZDMW 

 
68 amazon.com/sp?seller=A30Q0OU1N

55HUW 
69 amazon.com/sp?seller=A34A1WB7M

GLQ5 

 
70 amazon.com/sp?seller=A34RQRZQI1

CMZM 
71 amazon.com/sp?seller=A34UGHQMX

C9B1Y 

 
72 amazon.com/sp?seller=A36BLFV8JH3

NE8 
73 amazon.com/sp?seller=A387WOGZ2G

QP1B 

 
74 amazon.com/sp?seller=A39ZFEUBM2

ALH9 
75 amazon.com/sp?seller=A3ACHTQJ5C0

FHS 

 
76 amazon.com/sp?seller=A3CABBC3AA

48G7 
77 amazon.com/sp?seller=A3ED7AM9FK

UJHK 

 
78 amazon.com/sp?seller=A3EL5V80DB

YZSS 
79 amazon.com/sp?seller=A3EM65K4BR

3PHH 

 
80 amazon.com/sp?seller=A3F0XV5HCB

J0L7 
81 amazon.com/sp?seller=A3F2TJO2NT

WW0Z 

 
82 amazon.com/sp?seller=A3JE53JCFC

WOO5 
83 amazon.com/sp?seller=A3KSD7DDXM

0C9J 

 
84 amazon.com/sp?seller=A3MA0LO13

988DT 
85 amazon.com/sp?seller=A3N5IEQ9BC8

OQG 

 
86 amazon.com/sp?seller=A3OY28PT8XJ

CTW 
87 amazon.com/sp?seller=A3RQT7R7ZFL

JU3 

 
88 amazon.com/sp?seller=A3VBR8FW5

8Y5DW 
89 amazon.com/sp?seller=A43JMZD24VZ

IW 

 
90 amazon.com/sp?seller=A4KR3ST0GJL

A8 
91 amazon.com/sp?seller=A4N6AH4FL6

NFP 

 
92 amazon.com/sp?seller=A5INRBA21G

81O 
93 amazon.com/sp?seller=A6Y7FQBE2A

U69 

 
94 amazon.com/sp?seller=A7L0DCEOZ

M5CO 
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No. Online Marketplaces 
 

No. Online Marketplaces 
95 amazon.com/sp?seller=A8AUN52VV5

UKJ 

 
96 amazon.com/sp?seller=A8CA3W2SW

9ER6 
97 amazon.com/sp?seller=A8FE0BXNKRB

GV 

 
98 amazon.com/sp?seller=AA6OFBY3O

QKJE 
99 amazon.com/sp?seller=AC1BMICYK6

WUG 

 
100 amazon.com/sp?seller=ADEQ05FMC

V6N 
101 amazon.com/sp?seller=AEYG9HPKQIE

7C 

 
102 amazon.com/sp?seller=AFU7VQ6BTD

OAJ 
103 amazon.com/sp?seller=AIC5IEQPOD3I 

 
104 amazon.com/sp?seller=AIW6KJLEXU

WA6 
105 amazon.com/sp?seller=AKK6XG5TZS9

7W 

 
106 amazon.com/sp?seller=APEN327QKF

GVD 
107 amazon.com/sp?seller=AUEQ5FBS4G

G83 

 
108 amazon.com/sp?seller=AWFJ0VXZ02

E5J 
109 amazon.com/sp?seller=AXMBLCKXZJ6

ZR 

 
110 ebay.com/usr/quanfeng2020 

111 DISMISSED 
 

112 wish.com/merchant/5967483f366c0
606d9480866 

113 wish.com/merchant/5da821f5ef222f1
5b142033e 

 
114 wish.com/merchant/5e535280397cb

a33c012d891 
115 wish.com/merchant/5e5e53b030477

ea050838c9f 

 
116 DISMISSED 

117 wish.com/merchant/5e858e22b5a90
80400de86db 

 
118 wish.com/merchant/5e9135cbbdebf

43728041eab 
119 DISMISSED 
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